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2.176 Consideration of above matters.

TERM AND RENEWAL
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2.188-2.189 [Reserved]
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2.191 Business to be transacted in writing.
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ture requirements.
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AUTHORITY: 15 U.S.C. 1113, 15 U.S.C. 1123, 35
U.S.C. 2, Section 10(c) of Pub. L. 112-29, un-
less otherwise noted.

SOURCE: 30 FR 13193, Oct. 16, 1965, unless
otherwise noted.

§2.2

EDITORIAL NOTE: Nomenclature changes to
part 2 appear at 68 FR 14337, Mar. 25, 2003.

§2.1 [Reserved]

§2.2 Definitions.

(a) The Act as used in this part means
the Trademark Act of 1946, 60 Stat. 427,
as amended, codified in 15 U.S.C. 1051 et
seq.

(b) Entity as used in this part in-
cludes both natural and juristic per-
sons.

(c) Director as used in this chapter,
except for part 11, means the Under
Secretary of Commerce for Intellectual
Property and Director of the United
States Patent and Trademark Office.

(d) Federal holiday within the District
of Columbia means any day, except Sat-
urdays and Sundays, when the United
States Patent and Trademark Office is
officially closed for business for the en-
tire day.

(e) The term Office means the United
States Patent and Trademark Office.

(f) The acronym TEAS means the
Trademark Electronic Application Sys-
tem, available at Attp:/www.uspto.gov.

(g) The acronym ESTTA means the
Electronic System for Trademark
Trials and Appeals, available at
wWWwW.uspto.gov.

(h) The term international application
as used in this part means, in addition
to the definition in section 60 of the
Act, an application seeking an exten-
sion of protection of an international
registration in an initial designation
filed under the Protocol Relating to
the Madrid Agreement Concerning the
International Registration of Marks.

(i) The term subsequent designation as
used in this part means a request for
extension of protection of an inter-
national registration made after the
International Bureau registers the
mark on the International Register.

(j) The term holder as used in this
part means, in addition to the defini-
tion of a ‘“‘holder of an international
registration” in section 60 of the Act,
the natural or juristic person in whose
name an international registration
seeking an extension of protection to
the United States is recorded on the
International Register.

(k) The term use in commerce or use of
the mark in commerce as used in this
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part means, in addition to the defini-
tion of ‘‘use in commerce’’ in section 45
of the Act:

(1) For a trademark or service mark,
use of the mark in commerce by an ap-
plicant, owner, or holder on or in con-
nection with the goods or services spec-
ified in a U.S. application, amendment
to allege use, statement of use, or affi-
davit or declaration of use or excusable
nonuse;

(2) For a collective trademark or col-
lective service mark, use of the mark
in commerce by members on or in con-
nection with the goods or services spec-
ified in a U.S. application, amendment
to allege use, statement of use, or affi-
davit or declaration of use or excusable
nonuse;

(3) For a collective membership
mark, use of the mark in commerce by
members to indicate membership in
the collective organization as specified
in a U.S. application, amendment to al-
lege use, statement of use, or affidavit
or declaration of use or excusable non-
use; and

(4) For a certification mark, use of
the mark in commerce by authorized
users on or in connection with the
goods or services specified in a U.S. ap-
plication, amendment to allege use,
statement of use, or affidavit or dec-
laration of use or excusable nonuse.

(1) The term bona fide intention to use
the mark in commerce as used in this
part means, for a trademark or service
mark, that an applicant or holder has a
bona fide intention to use the mark in
commerce on or in connection with the
goods or services specified in a U.S. ap-
plication or international application/
subsequent designation.

(m) The term bona fide intention, and
is entitled, to exercise legitimate control
over the use of the mark in commerce as
used in this part means:

(1) For a collective trademark or col-
lective service mark, that an applicant
or holder has a bona fide intention, and
is entitled, to exercise legitimate con-
trol over the use of the mark in com-
merce by members on or in connection
with the goods or services specified in
a U.S. application or international ap-
plication/subsequent designation;

(2) For a collective membership
mark, that an applicant or holder has a
bona fide intention, and is entitled, to
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exercise legitimate control over the
use of the mark in commerce by mem-
bers to indicate membership in the col-
lective organization as specified in a
U.S. application or international appli-
cation/subsequent designation; and

(3) For a certification mark, that an
applicant or holder has a bona fide in-
tention, and is entitled, to exercise le-
gitimate control over the use of the
mark in commerce by authorized users
on or in connection with the goods or
services specified in a U.S. application
or international application/subsequent
designation.

(n) The term wverified statement, and
the terms verify, verified, or verification
as used in this part refers to a state-
ment that is sworn to, made under oath
or in an affidavit, or supported by a
declaration under §2.20 or 28 U.S.C.
1746, and signed in accordance with the
requirements of §2.193.

[64 FR 37588, Sept. 11, 1989, as amended at 68
FR 48289, Aug. 13, 2003; 68 FR 55762, Sept. 26,
2003; 73 FR 47685, Aug. 14, 2008; 78 FR 20197,
Apr. 3, 2013; 80 FR 33178, June 11, 2015]

§2.6 Trademark fees.

(a) Trademark process fees.
(1) Application filing fees.
(i) For filing an application on paper,

PETL ClaSS coviriniiiee e $600.00
(ii) For filing an application through
TEAS, DEr Class ..ccvvvviriirieriennennennenns $400.00

(iii) For filing a TEAS Reduced Fee
(RF) application through TEAS
under §2.23, per class .......coeeeevennennnns $275.00
(iv) For filing a TEAS Plus applica-
tion through TEAS under §2.22,

PET CLASS couiniriiiiieieieeieeeeeeeaeaenes $225.00
(v) Additional processing fee under
§§2.22(c) or 2.23(c), per class ............ $125.00

(2) Amendment to allege use. (i) For fil-
ing an amendment to allege use
under section 1(c) of the Act on
PaAPer, PET ClasS ..ovvvieeinireiiiniieinennne, $200.00
(ii) For filing an amendment to allege
use under section 1(c) of the Act
through TEAS, per clasS................. $100.00
(3) Statement of use. (i) For filing a
statement of use under section
1(d)(1) of the Act on paper, per
CLASS . eevieii et $200.00
(ii) For filing a statement of use under
section 1(d)(1) of the Act through
TEAS, DPEr Class ..cvvvivviiinireiininnnnes $100.00
(4) Extension of time for filing statement
of wuse. (i) For filing a request
under section 1(d)(2) of the Act for
a six-month extension of time for
filing a statement of use under
section 1(d)(1) of the Act on paper,
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PET ClaSS .iviiiiniiiiiiieeeieeee e $225.00
(ii) For filing a request under section

1(d)(2) of the Act for a six-month

extension of time for filing a

statement of use under section

1(d)(1) of the Act through TEAS,

PET ClaSS uiviiiiiiieiieeeeeee e $125.00
(5) Application for renewal of a registra-

tion fees. (i) For filing an applica-

tion for renewal of a registration

on paper, Per Class ......covevveiininiinnnns $500.00
(ii) For filing an application for re-

newal of a registration through

TEAS, Per Class ...cccoevvveenirirninennnnns $300.00
(6) Renewal during grace period. (i) Ad-

ditional fee for filing a renewal ap-

plication during the grace period

on paper, Per Class ......cvveviiiininiinnns $200.00
(ii) Additional fee for filing a renewal

application during the grace pe-

riod through TEAS, per class ......... $100.00
(7) Publishing mark under section 12(c).

(i) For filing to publish a mark

under section 12(c) on paper, per

(ii) For filing to publish a mark under
section 12(c) through TEAS, per

(8) New certificate of registration. (i) For
issuing a new certificate of reg-
istration upon request of reg-
istrant, request filed on paper........ $200.00

(ii) For issuing a new certificate of
registration upon request of reg-
istrant, request filed through
TEAS e $100.00

(9) Certificate of correction of registrant’s
error. (i) For a certificate of cor-
rection of registrant’s error, re-
quest filed on paper .........ccceevevnenenns $200.00

(ii) For a certificate of correction of
registrant’s error, request filed
through TEAS....cooviiiiiiieeeeeeenes $100.00

(10) Disclaimer to a registration. (i) For
filing a disclaimer to a registra-

tion, ON PAPEr ...cvvviriiiiiiieeeas $200.00
(ii) For filing a disclaimer to a reg-

istration, through TEAS or

ESTTA .o $100.00

(11) Amendment of registration. (i) For
filing an amendment to a registra-

tion, ON PAPET .covviviriiieeieeeieeenns $200.00
(ii) For filing an amendment to a reg-

istration, through TEAS or

ESTTA ..o, $100.00

(12) Affidavit under section 8. (i) For fil-

ing an affidavit under section 8 of

the Act on paper, per class ............. $225.00
(ii) For filing an affidavit under sec-

tion 8 of the Act through TEAS,

PET CLASS couiniveiiiieiiieeeeeeeeeeeaeeeaes $125.00
(13) Affidavit under section 15. (i) For

filing an affidavit under section 15

of the Act on paper, per class ......... $300.00
(ii) For filing an affidavit under sec-

tion 15 of the Act through TEAS,

PEL ClaSS .iviiiiiiieeeeee e $200.00

§2.6

(14) Filing section &8 affidavit during
grace period. (i) Additional fee for
filing a section 8 affidavit during
the grace period on paper, per

(ii) Additional fee for filing a section 8
affidavit during the grace period
through TEAS, per classS................. $100.00

(15) Petitions to the Director. (i) For pe-
titions to the Director filed on

PADET et $200.00
(ii) For petitions to the Director filed
through TEAS.....ccoiviiiiineee, $100.00

(16) Petition to cancel. (i) For filing a
petition to cancel on paper, per

CLASS et $500.00
(ii) For filing a petition to cancel
through ESTTA, per class .............. $400.00

(17) Notice of opposition. (i) For filing a
notice of opposition on paper, per

CLASS ceevieii e $500.00
(ii) For filing a notice of opposition
through ESTTA, per class .............. $400.00

(18) Ex parte appeal. (i) For ex parte
appeal to the Trademark Trial and
Appeal Board filed on paper, per

(ii) For ex parte appeal to the Trade-
mark Trial and Appeal Board filed
through ESTTA, per class .............. $200.00
(19) Dividing an application. (i) Request
to divide an application filed on
paper, per new application created

(ii) Request to divide an application
filed through TEAS, per new appli-
cation created........ccoeeeuviiiiiiniennnnnn. $100.00

(20) Correcting deficiency in section 8 af-
fidavit. (i) For correcting a defi-
ciency in a section 8 affidavit via
paper filing

(ii) For correcting a deficiency in a
section 8 affidavit via TEAS filing

(21) Correcting deficiency in renewal ap-
plication. (i) For correcting a defi-
ciency in a renewal application via
paper filing ...$200.00

(ii) For correcting a deficiency in a re-
newal application via TEAS filing

(22) Extension of time for filing notice of
opposition under §2.102(c)(1)(ii) or
(c)(2). (1) For filing a request for an
extension of time to file a notice
of opposition under §2.102(c)(1)(ii)
Or (€)(2) ON PAPET . .eivinineieireneneninennns $200.00
(ii) For filing a request for an exten-
sion of time to file a notice of op-
position under §2.102(c)(1)(ii) or
(¢)(2) through ESTTA ....cccoeevniennnnn $100.00
(23) Extension of time for filing notice of
opposition under §2.102(c)(3). (i) For
filing a request for an extension of
time to file a notice of opposition
under §2.102(c)(3) on paper.............. $300.00
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(ii) For filing a request for an exten-
sion of time to file a notice of op-
position under §2.102(c)(3) through
ESTTA ..o $200.00

(b) Trademark service fees.

(1) For printed copy of registered
mark, copy only. Service includes
preparation of copies by the Office
within two to three business days
and delivery by United States
Postal Service; and preparation of
copies by the Office within one
business day of receipt and deliv-
ery to an Office Box or by elec-
tronic means (e.g., facsimile, elec-
tronic mail) c..oooeviiviiiiiii $3.00
Certified or uncertified copy of
trademark application as filed
processed within seven calendar

@

-

(3) Certified or uncertified copy of a
trademark-related official record

(4) Certified copy of a registered mark, show-
ing title and/or status:

(i) Regular ServiCe .....cocveveiveenenenennenennns $15.00
(ii) Expedited local service...........c......... $30.00
(5) Certified or uncertified copy of
trademark records, per document
except as otherwise provided in
this section ......cooooviiiiiiiiiiiiniinin. $25.00
(6) For recording each trademark as-
signment, agreement or other doc-
ument relating to the property in
a registration or application

(i) First property in a document............ $40.00
(ii) For each additional property in
the same document ..........c...ccoeeeuneee. $25.00

(7) For assignment records, abstract of
title and certification, per reg-
istration ......cooviiiiiiiiiiii $25.00

(10) For processing each payment re-
fused (including a check returned
‘““‘unpaid’’) or charged back by a fi-
nancial institution..........c...co..coooeeill $50.00
(11) Deposit account service charge for
each month when the balance at
the end of the month is below
$1,000. . cune e $25.00

[81 FR 72706, Oct. 21, 2016]

§2.7 Fastener recordal fees.

(a) Application fee for recordal of in-

signia .oocoviviiii $20.00
(b) Renewal of insignia recordal............. $20.00
(c) Surcharge for late renewal of insig-

nia recordal .........coeeeuiiiiiiiiiiiiiiieenns $20.00

[61 FR 55223, Oct. 25, 1996]
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REPRESENTATION BY ATTORNEYS OR
OTHER AUTHORIZED PERSONS

AUTHORITY: Secs. 2.11 to 2.19 also issued
under 35 U.S.C. 31, 32.

§2.11 Applicants may be represented
by an attorney.

Representation before the Office is
governed by §11.14 of this chapter. The
Office cannot aid in the selection of an
attorney.

[73 FR 47685, Aug. 14, 2008]
§§2.12-2.16 [Reserved]

§2.17 Recognition for representation.

(a) Authority to practice in trademark
cases. Only an individual qualified to
practice under §11.14 of this chapter
may represent an applicant, registrant,
or party to a proceeding before the Of-
fice in a trademark case.

(b)(1) Recognition of practitioner as
representative. To be recognized as a
representative in a trademark case, a
practitioner qualified under §11.14 of
this chapter may:

(i) File a power of attorney that
meets the requirements of paragraph
(c) of this section;

(ii) Sign a document on behalf of an
applicant, registrant, or party to a pro-
ceeding who is not already represented
by a practitioner qualified under §11.14
of this chapter from a different firm; or

(iii) Appear in person on behalf of an
applicant, registrant, or party to a pro-
ceeding who is not already represented
by a practitioner qualified under §11.14
of this chapter from a different firm.

(2) Signature as certificate of authoriza-
tion to represent. When a practitioner
qualified under §11.14 of this chapter
appears in person or signs a document
pursuant to paragraph (b) of this sec-
tion, his or her personal appearance or
signature shall constitute a representa-
tion to the Office that he or she is au-
thorized to represent the person or en-
tity on whose behalf he or she acts.
The Office may require further proof of
authority to act in a representative ca-
pacity.

(c) Requirements for power of attorney.
A power of attorney must:

(1) Designate by name at least one
practitioner meeting the requirements
of §11.14 of this chapter; and
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(2) Be signed by the individual appli-
cant, registrant, or party to a pro-
ceeding pending before the Office, or by
someone with legal authority to bind
the applicant, registrant, or party (e.g.,
a corporate officer or general partner
of a partnership). In the case of joint
applicants or joint registrants, all
must sign. Once the applicant, reg-
istrant, or party has designated a prac-
titioner(s) qualified to practice under
§11.14 of this chapter, that practitioner
may sign an associate power of attor-
ney appointing another qualified prac-
titioner(s) as an additional person(s)
authorized to represent the applicant,
registrant, or party. If the applicant,
registrant, or party revokes the origi-
nal power of attorney (§2.19(a)), the
revocation discharges any associate
power signed by the practitioner whose
power has been revoked. If the practi-
tioner who signed an associate power
withdraws (§2.19(b)), the withdrawal
discharges any associate power signed
by the withdrawing practitioner upon
acceptance of the request for with-
drawal by the Office.

(d) Power of attorney relating to mul-
tiple applications or registrations. (1) The
owner of an application or registration
may appoint a practitioner(s) qualified
to practice under §11.14 of this chapter
to represent the owner for all existing
applications or registrations that have
the identical owner name and attorney
through TEAS.

(2) The owner of an application or
registration may file a power of attor-
ney that relates to more than one
trademark application or registration,
or to all existing and future applica-
tions and registrations of that owner,
on paper. A person relying on such a
power of attorney must:

(i) Include a copy of the previously
filed power of attorney; or

(ii) Refer to the power of attorney,
specifying the filing date of the pre-
viously filed power of attorney; the ap-
plication serial number (if known), reg-
istration number, or inter partes pro-
ceeding number for which the original
power of attorney was filed; and the
name of the person who signed the
power of attorney; or, if the applica-
tion serial number is not known, sub-
mit a copy of the application or a copy

§2.18

of the mark, and specify the filing
date.

(e) Canadian attorneys and agents. (1)
A Canadian patent agent who is reg-
istered and in good standing as a pat-
ent agent under §11.6(c) may represent
parties located in Canada before the
Office in trademark matters.

(2) A Canadian attorney or agent who
is registered or in good standing with
the Canadian Intellectual Property Of-
fice, but not registered as a patent
agent under §11.6(c), may represent
parties located in Canada if he or she
has been authorized to do so by the Di-
rector of the Office of Enrollment and
Discipline, pursuant to §11.14(f) of this
chapter.

(f) Non-lawyers. A non-lawyer may
not act as a representative except in
the limited circumstances set forth in
§11.14(b) of this chapter. Before any
non-lawyer who meets the require-
ments of §11.14(b) of this chapter may
take action of any kind with respect to
an application, registration or pro-
ceeding, a written authorization must
be filed, signed by the applicant, reg-
istrant, or party to the proceeding, or
by someone with legal authority to
bind the applicant, registrant, or party
(e.g., a corporate officer or general
partner of a partnership).

(g) Duration of power of attorney. (1)
For purposes of recognition as a rep-
resentative, the Office considers a
power of attorney filed while an appli-
cation is pending to end when the mark
registers, when ownership changes, or
when the application is abandoned.

(2) The Office considers a power of at-
torney filed after registration to end
when the mark is cancelled or expired,
or when ownership changes. If the
power was filed in connection with an
affidavit under section 8, 12(c), 15 or 71
of the Trademark Act, renewal applica-
tion under section 9 of the Act, or re-
quest for amendment or correction
under section 7 of the Act, the power is
deemed to end upon acceptance or final
rejection of the filing.

[74 FR 54906, Oct. 26, 2009, as amended at 80
FR 2310, Jan. 16, 2015]

§2.18 Correspondence, with whom

held.

(a) Establishing the correspondence ad-
dress. (1) If a written power of attorney
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that meets the requirements of §2.17 is
filed, the Office will send correspond-
ence to the practitioner designated in
the power.

(2) If a practitioner qualified under
§11.14 of this chapter transmits a docu-
ment(s) on behalf of an applicant, reg-
istrant, or party to a proceeding who is
not already represented by another
qualified practitioner from a different
firm, the Office will send correspond-
ence to the practitioner transmitting
the documents.

(3) If an application, registration or
proceeding is not being prosecuted by a
practitioner qualified under §11.14 of
this chapter and the applicant, reg-
istrant, or party to the proceeding des-
ignates a correspondence address in
writing, the Office will send cor-
respondence to the designated address
if appropriate.

(4) If an application, registration or
proceeding is not being prosecuted by a
practitioner qualified under §11.14 of
this chapter and the applicant, reg-
istrant, or party to the proceeding has
not designated a correspondence ad-
dress in writing, but a domestic rep-
resentative has been appointed, the Of-
fice will send correspondence to the do-
mestic representative if appropriate.

(5) If the application, registration or
proceeding is not being prosecuted by a
practitioner qualified under §11.14 of
this chapter, the applicant, registrant,
or party to the proceeding has not des-
ignated a correspondence address, and
no domestic representative has been
appointed, the Office will send cor-
respondence directly to the applicant,
registrant, or party to the proceeding.

(6) The Office will send correspond-
ence to only one address in an ex parte
matter.

(7) Once the Office has recognized a
practitioner qualified under §11.14 of
this chapter as the representative of an
applicant or registrant, the Office will
communicate and conduct business
only with that practitioner, or with an-
other qualified practitioner from the
same firm. The Office will not conduct
business directly with the applicant or
registrant, or with another practi-
tioner from a different firm, unless the
applicant or registrant files a revoca-
tion of the power of attorney under
§2.19(a), and/or a new power of attorney
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that meets the requirements of §2.17(c).
A written request to change the cor-
respondence address does not revoke a
power of attorney.

(b) Changing the correspondence ad-
dress. (1) If a physical or e-mail cor-
respondence address changes, the appli-
cant, registrant, or party to a pro-
ceeding must file a written request to
change the correspondence address.
The request should be promptly filed.

(2) A request to change the cor-
respondence address must be made in
writing, signed by the applicant, reg-
istrant, or party to a proceeding, some-
one with legal authority to bind the
applicant, registrant, or party (e.g., a
corporate officer or general partner of
a partnership), or a practitioner quali-
fied to practice under §11.14 of this
chapter, in accordance with §2.193(e)(9).

(3) If an applicant or registrant files
a new power of attorney that meets the
requirements of §2.17(c), the Office will
change the correspondence address to
that of the practitioner named in the
power.

(4) If a practitioner qualified under
§11.14 of this chapter transmits a docu-
ment(s) on behalf of an applicant, reg-
istrant, or party to a proceeding who is
not already represented by another
qualified practitioner, the Office will
construe this as including a request to
change the correspondence address to
that of the practitioner, and will send
correspondence to the practitioner.

(c) Post registration filings under sec-
tions 7, 8, 9, 12(c), 15, and 71. (1) Even if
there is no new power of attorney or
written request to change the cor-
respondence address, the Office will
change the correspondence address
upon the examination of an affidavit
under section 8, 12(c), 15 or 71 of the
Trademark Act, renewal application
under section 9 of the Act, or request
for amendment or correction under sec-
tion 7 of the Act. If a practitioner
qualified under §11.14 of this chapter
transmits the affidavit, renewal appli-
cation, or section 7 request, the Office
will send correspondence to the practi-
tioner. If the owner of the registration
is not represented by a qualified practi-
tioner, the Office will send correspond-
ence directly to the owner, or to the
domestic representative if appropriate,
in accordance with paragraph (a).
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(2) Once the Office establishes a cor-
respondence address upon examination
of an affidavit, renewal application, or
section 7 request, a written request to
change the address in accordance with
the requirements of paragraph (b)(2) of
this section is required to change the
address during the pendency of that fil-
ing.

[74 FR 54906, Oct. 26, 2009]

§2.19 Revocation or withdrawal of at-
torney.

(a) Revocation. (1) Authority to rep-
resent an applicant, registrant or party
to a proceeding before the Office may
be revoked at any stage in the pro-
ceedings of a trademark case, upon
written notification signed by the ap-
plicant, registrant, or party to the pro-
ceeding, or by someone with legal au-
thority to bind the applicant, reg-
istrant, or party (e.g., a corporate offi-
cer or general partner of a partner-
ship). In the case of joint applicants or
joint registrants, all must sign.

(2) When a power of attorney is re-
voked, the Office will communicate di-
rectly with the applicant, registrant,
or party to the proceeding, or with the
new attorney or domestic representa-
tive if appropriate.

(3) A request to change the cor-
respondence address does not revoke a
power of attorney.

(4) A new power of attorney that
meets the requirements of §2.17(c) will
be treated as a revocation of the pre-
vious power.

(b) Withdrawal of attorney. If the re-
quirements of §11.116 of this chapter
are met, a practitioner authorized to
represent an applicant, registrant, or
party to a proceeding in a trademark
case may withdraw upon application to
and approval by the Director or, when
applicable, upon motion granted by the
Trademark Trial and Appeal Board.
The practitioner should file the request
to withdraw soon after the practitioner
notifies the client of his/her intent to
withdraw. The request must include
the following:

(1) The application serial number,
registration number, or proceeding
number;

(2) A statement of the reason(s) for
the request to withdraw; and

(3) Either

§2.21

(i) A statement that the practitioner
has given notice to the client that the
practitioner is withdrawing from em-
ployment and will be filing the nec-
essary documents with the Office; that
the client was given notice of the with-
drawal at least two months before the
expiration of the response period, if ap-
plicable; that the practitioner has de-
livered to the client all documents and
property in the practitioner’s file con-
cerning the application, registration or
proceeding to which the client is enti-
tled; and that the practitioner has no-
tified the client of any responses that
may be due, and of the deadline for re-
sponse; or

(ii) If more than one qualified practi-
tioner is of record, a statement that
representation by co-counsel is ongo-
ing.

[74 FR 54907, Oct. 26, 2009, as amended at 80
FR 2310, Jan. 16, 2015]

DECLARATIONS

§2.20 Declarations in lieu of oaths.

Instead of an oath, affidavit, or
sworn statement, the language of 28
U.S.C. 1746, or the following declara-
tion language, may be used:

The signatory being warned that willful false
statements and the like are punishable by
fine or imprisonment, or both, under 18
U.S.C. 1001, and that such willful false state-
ments and the like may jeopardize the valid-
ity of the application or submission or any
registration resulting therefrom, declares
that all statements made of his/her own
knowledge are true and all statements made
on information and belief are believed to be
true.

[80 FR 33178, June 11, 2015]

APPLICATION FOR REGISTRATION

AUTHORITY: Secs. 2.21 to 2.47 also issued
under sec. 1, 60 Stat. 427; 156 U.S.C. 1051.

§2.21 Requirements for receiving a fil-
ing date.

(a) The Office will grant a filing date
to an application under section 1 or
section 44 of the Act that is in the
English language and contains all of
the following:

(1) The name of the applicant;

(2) A name and address for cor-
respondence;

(3) A clear drawing of the mark;
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(4) A listing of the goods or services;
and

(5) The filing fee for at least one class
of goods or services, required by §2.6.

(b) If the applicant does not submit
all the elements required in paragraph
(a) of this section, the Office will deny
a filing date and issue a notice explain-
ing why the filing date was denied.

[64 FR 48918, Sept. 8, 1999, as amended at 68
FR 55762, Sept. 26, 2003; 73 FR 67767, Nov. 17,
2008]

§2.22 Requirements for a TEAS Plus
application.

(a) A trademark/service mark appli-
cation for registration on the Principal
Register under section 1 and/or section
44 of the Act will be entitled to a re-
duced filing fee under §2.6(a)(1)(iv) if it
is filed through TEAS and includes:

(1) The applicant’s name and address;

(2) The applicant’s legal entity;

(8) The citizenship of an individual
applicant, or the state or country of in-
corporation or organization of a juris-
tic applicant;

(4) If the applicant is a partnership,
the names and citizenship of the appli-
cant’s general partners;

(5) A name and address for cor-
respondence;

(6) An e-mail address for correspond-
ence, and an authorization for the Of-
fice to send correspondence concerning
the application to the applicant or ap-
plicant’s attorney by e-mail;

(7) One or more bases for filing that
satisfy all the requirements of §2.34. If
more than one basis is set forth, the
applicant must comply with the re-
quirements of §2.34 for each asserted
basis;

(8) Correctly classified goods and/or
services, with an identification of
goods and/or services from the Office’s
Acceptable Identification of Goods and
Services Manual, available through the
TEAS Plus form. In an application
based on section 44 of the Act, the
scope of the goods and/or services cov-
ered by the section 44 basis may not ex-
ceed the scope of the goods and/or serv-
ices in the foreign application or reg-
istration;

(9) If the application contains goods
and/or services in more than one class,
compliance with §2.86;

37 CFR Ch. | (7-1-18 Edition)

(10) A filing fee for each class of
goods and/or services, as required by
§2.6(a)(1)(iii);

(11) A verified statement that meets
the requirements of §2.33, dated and
signed by a person properly authorized
to sign on behalf of the owner pursuant
to §2.193(e)(1);

(12) A clear drawing of the mark. If
the applicant does not claim standard
characters, the applicant must attach
a digitized image of the mark in .jpg
format. If the mark includes color, the
drawing must show the mark in color;

(13) If the mark is in standard char-
acters, a mark comprised of only char-
acters in the Office’s standard char-
acter set, currently available at http:/
www.uspto.gov, typed in the appro-
priate field of the TEAS Plus form;

(14) If the mark includes color, a
statement naming the color(s) and de-
scribing where the color(s) appears on
the mark, and a claim that the color(s)
is a feature of the mark;

(15) If the mark is not in standard
characters, a description of the mark;

(16) If the mark includes non-English
wording, an English translation of that
wording;

(17) If the mark includes non-Latin
characters, a transliteration of those
characters;

(18) If the mark includes an individ-
ual’s name or portrait, either (i) a
statement that identifies the living in-
dividual whose name or likeness the
mark comprises and written consent of
the individual, or (ii) a statement that
the name or portrait does not identify
a living individual (see section 2(c) of
the Act);

(19) If the applicant owns one or more
registrations for the same mark, and
the owner(s) last listed in Office
records of the prior registration(s) for
the same mark differs from the
owner(s) listed in the application, a
claim of ownership of the registra-
tion(s) identified by the registration
number(s), pursuant to §2.36; and

(20) If the application is a concurrent
use application, compliance with §2.42.

(b) In addition to the filing require-
ments under paragraph (a) of this sec-
tion, the applicant must:

(1) File the following communica-
tions through TEAS:
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(i) Responses to Office actions (ex-
cept notices of appeal under section 20
of the Trademark Act);

(ii) Requests to change the cor-
respondence address and owner’s ad-
dress;

(iii) Appointments and/or revocations
of power of attorney;

(iv) Appointments and/or revocations
of domestic representative;

(v) Voluntary amendments;

(vi) Amendments to allege use under
section 1(c) of the Act or statements of
use under section 1(d) of the Act;

(vii) Requests for extensions of time
to file a statement of use under section
1(d) of the Act; and

(viii) Requests to delete a section 1(b)
basis.

(2) Maintain a valid email cor-
respondence address and continue to
receive communications from the Of-
fice by email.

(c) If an application does not fulfill
the requirements of paragraphs (a) and
(b) of this section, the applicant must
pay the processing fee required by
§2.6(a)(1)(v). The application will retain
its original filing date, provided that
when filed, the application met the fil-
ing date requirements of §2.21.

(d) The following types of applica-
tions cannot be filed as TEAS Plus ap-
plications:

(1) Applications for
marks (see §2.45);

(2) Applications for collective trade-
marks and service marks (see §2.44);

(3) Applications for collective mem-
bership marks (see §2.44); and

(4) Applications for registration on
the Supplemental Register (see §2.47).

[70 FR 38773, July 6, 2005, as amended at 74
FR 54907, Oct. 26, 2009; 79 FR 74638, Dec. 16,
2014; 80 FR 2310, Jan. 16, 2015; 80 FR 33178,
June 11, 2015]

certification

§2.23 Requirements for a TEAS RF ap-
plication.

(a) A trademark, service mark, cer-
tification mark, collective membership
mark, or collective trademark applica-
tion for registration on the Principal
or Supplemental Register under sec-
tion 1 and/or section 44 of the Act will
be entitled to a reduced filing fee under
§2.6(a)(1)(iii) if it is filed through TEAS
and includes:

§2.24

(1) An email address for correspond-
ence; and

(2) An authorization for the Office to
send correspondence concerning the ap-
plication to the applicant or appli-
cant’s attorney by email.

(b) In addition to the filing require-
ments under paragraph (a) of this sec-
tion, the applicant must:

(1) File the following communica-
tions through TEAS:

(i) Responses to Office actions (ex-
cept notices of appeal under section 20
of the Trademark Act);

(ii) Requests to change the cor-
respondence address and owner’s ad-
dress;

(iii) Appointments and/or revocations
of power of attorney;

(iv) Appointments and/or revocations
of domestic representative;

(v) Voluntary amendments;

(vi) Amendments to allege use under
section 1(c) of the Act or statements of
use under section 1(d) of the Act;

(vii) Requests for extensions of time
to file a statement of use under section
1(d) of the Act; and

(viii) Requests to delete a section 1(b)
basis.

(2) Maintain a valid email cor-
respondence address, and continue to
receive communications from the Of-
fice by email.

(c) If an application does not meet
the requirements of paragraphs (a) and
(b) of this section, the applicant must
pay the processing fee required by
§2.6(a)(1)(v). The application will retain
its original filing date, provided that
when filed, the application met the fil-
ing date requirements of §2.21.

[79 FR 74639, Dec. 16, 2014]

§2.24 Designation and revocation of
domestic representative by foreign
applicant.

(a)(1) If an applicant is not domiciled
in the United States, the applicant
may designate a domestic representa-
tive (i.e., a person residing in the
United States on whom notices or proc-
ess in proceedings affecting the mark
may be served) by either:

(i) Setting forth the name and ad-
dress of the domestic representative in
the initial application; or

(ii) Filing a separate designation set-
ting forth the name and address of the
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domestic representative, signed by the
applicant, someone with legal author-
ity to bind the applicant (e.g., a cor-
porate officer or general partner of a
partnership), or a practitioner quali-
fied to practice under §11.14 of this
chapter.

(2) If the applicant does not file a
document designating the name and
address of a person residing in the
United States on whom notices or proc-
ess in proceedings affecting the mark
may be served, or if the last person des-
ignated cannot be found at the address
given in the designation, then notices
or process in proceedings affecting the
mark may be served on the Director.

(3) The mere designation of a domes-
tic representative does not authorize
the person designated to represent the
applicant unless qualified under §11.14
of this chapter.

(b) A request to change or revoke a
designation of domestic representative
must be signed by the applicant, some-
one with legal authority to bind the
applicant (e.g., a corporate officer or
general partner of a partnership), or a
practitioner qualified to practice under
§11.14 of this chapter.

[74 FR 54907, Oct. 26, 2009]

§2.25 Documents not returnable.

Except as provided in §2.27(e), docu-
ments filed in the Office by the appli-
cant or registrant become part of the
official record and will not be returned
or removed.

[73 FR 67768, Nov. 17, 2008]

§2.27 Pending trademark application
index; access to applications.

(a) An index of pending applications
including the name and address of the
applicant, a reproduction or descrip-
tion of the mark, the goods or services
with which the mark is used, the class
number, the dates of use, and the serial
number and filing date of the applica-
tion will be available for public inspec-
tion as soon as practicable after filing.

(b) Except as provided in paragraph
(e) of this section, access to the file of
a particular pending application will be
permitted prior to publication under
§2.80 upon written request.

(c) Decisions of the Director and the
Trademark Trial and Appeal Board in
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applications and proceedings relating
thereto are published or available for
inspection or publication.

(d) Except as provided in paragraph
(e) of this section, the official records
of applications and all proceedings re-
lating thereto are available for public
inspection and copies of the documents
may be furnished upon payment of the
fee required by §2.6.

(e) Anything ordered to be filed under
seal pursuant to a protective order
issued or made by any court or by the
Trademark Trial and Appeal Board in
any proceeding involving an applica-
tion or a registration shall be kept con-
fidential and shall not be made avail-
able for public inspection or copying
unless otherwise ordered by the court
or the Board, or unless the party pro-
tected by the order voluntarily dis-
closes the matter subject thereto.
When possible, only confidential por-
tions of filings with the Board shall be
filed under seal.

[36 FR 25406, Dec. 31, 1971, as amended at 48
FR 23134, May 23, 1983; 48 FR 27225, June 14,
1983; 73 FR 67768, Nov. 17, 2008]

THE WRITTEN APPLICATION
§2.31

§2.32 Requirements for a complete
trademark or service mark applica-
tion.

(a) The application must be in
English and include the following:

(1) A request for registration;

(2) The name of the applicant(s);

(3)(i) The citizenship of the appli-
cant(s); or

(ii) If the applicant is a corporation,
association, partnership or other juris-
tic person, the jurisdiction (usually
state or nation) under the laws of
which the applicant is organized; and

(iii) If the applicant is a domestic
partnership, the names and citizenship
of the general partners; or

(iv) If the applicant is a domestic
joint venture, the names and citizen-
ship of the active members of the joint
venture;

(4) The address of the applicant;

(5) One or more bases, as required by
§2.34(a);

(6) A list of the particular goods or
services on or in connection with which
the applicant uses or intends to use the

[Reserved]
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mark. In a U.S. application filed under
section 44 of the Act, the scope of the
goods or services covered by the sec-
tion 44 basis may not exceed the scope
of the goods or services in the foreign
application or registration;

(7) The international class of goods
or services, if known. See §6.1 of this
chapter for a list of the international
classes of goods and services.

(8) If the mark is not in standard
characters, a description of the mark;

(9) If the mark includes non-English
wording, an English translation of that
wording; and

(10) If the mark includes non-Latin
characters, a transliteration of those
characters, and either a translation of
the transliterated term in English, or a
statement that the transliterated term
has no meaning in English.

(b) The application must include a
verified statement that meets the re-
quirements of §2.33.

(c) The application must include a
drawing that meets the requirements
of §2.51 and §2.52.

(d) The application must include fee
required by §2.6 for each class of goods
or services.

(e) For the requirements of a mul-
tiple-class application, see §2.86.

(f) For the requirements of all collec-
tive mark applications, see §2.44.

(g) For the requirements of a certifi-
cation mark application, see §2.45.

[64 FR 48918, Sept. 8, 1999, as amended at 73
FR 13784, Mar. 14, 2008; 73 FR 67768, Nov. 17,
2008; 80 FR 33178, June 11, 2015]

§2.33 Verified statement for a trade-
mark or service mark.

(a) The application must include a
verified statement.

(b)(1) In an application under section
1(a) of the Act, the verified statement
must allege:

That the applicant believes the applicant is
the owner of the mark; that the mark is in
use in commerce; that to the best of the sig-
natory’s knowledge and belief, no other per-
son has the right to use the mark in com-
merce, either in the identical form or in such
near resemblance as to be likely, when ap-
plied to the goods or services of such other
person, to cause confusion or mistake, or to
deceive; that the specimen shows the mark
as used on or in connection with the goods or
services; and that the facts set forth in the
application are true.

§2.33

(2) In an application under section
1(b) or 44 of the Act, the verified state-
ment must allege:

That the applicant has a bona fide intention
to use the mark in commerce; that the appli-
cant believes the applicant is entitled to use
the mark in commerce on or in connection
with the goods or services specified in the
application; that to the best of the sig-
natory’s knowledge and belief, no other per-
son has the right to use the mark in com-
merce, either in the identical form or in such
near resemblance as to be likely, when ap-
plied to the goods or services of such other
person, to cause confusion or mistake, or to
deceive; and that the facts set forth in the
application are true.

(c) If the verified statement in para-
graph (b)(1) or (2) of this section is not
filed within a reasonable time after it
is signed, the Office may require the
applicant to submit a substitute
verified statement attesting that the
mark was in use in commerce as of the
application filing date, or the applicant
had a bona fide intention to use the
mark in commerce as of the applica-
tion filing date.

(d) [Reserved]

(e) In an application under section
66(a) of the Act, the verified statement,
which is part of the international reg-
istration on file with the International
Bureau, must allege that:

(1) The applicant/holder has a bona fide in-
tention to use the mark in commerce that
the U.S. Congress can regulate on or in con-
nection with the goods or services specified
in the international application/subsequent
designation;

(2) The signatory is properly authorized to
execute the declaration on behalf of the ap-
plicant/holder;

(3) The signatory believes the applicant/
holder to be entitled to use the mark in com-
merce that the U.S. Congress can regulate on
or in connection with the goods or services
specified in the international application/
subsequent designation; and

(4) To the best of his/her knowledge and be-
lief, no other person, firm, corporation, asso-
ciation, or other legal entity has the right to
use the mark in commerce that the U.S.
Congress can regulate either in the identical
form thereof or in such near resemblance
thereto as to be likely, when used on or in
connection with the goods or services of such
other person, firm, corporation, association,
or other legal entity, to cause confusion, or
to cause mistake, or to deceive.

(f) In an application for concurrent
use under §2.42, the verified statement
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in paragraph (b)(1) of this section must
be modified to indicate that no other
person except as specified in the appli-
cation has the right to use the mark in
commerce.

[80 FR 33178, June 11, 2015]

§2.34 Bases for filing a trademark or
service mark application.

(a) An application for a trademark or
service mark must include one or more
of the following five filing bases:

(1) Use in commerce under section 1(a)
of the Act. The requirements for an ap-
plication under section 1(a) of the Act
are:

(i) The applicant’s verified statement
that the mark is in use in commerce. If
the verified statement is not filed with
the initial application, the verified
statement must also allege that the
mark was in use in commerce as of the
application filing date;

(ii) The date of the applicant’s first
use of the mark anywhere on or in con-
nection with the goods or services;

(iii) The date of the applicant’s first
use of the mark in commerce;

(iv) One specimen showing how the
applicant uses the mark in commerce;
and

(v) If the application specifies more
than one item of goods or services in a
class, the dates of use in paragraphs
(a)(1)(ii) and (iii) of this section are re-
quired for only one item of goods or
services specified in that class.

(2) Intent-to-use under section 1(b) of
the Act. In an application under section
1(b) of the Act, the applicant must
verify that the applicant has a bona
fide intention to use the mark in com-
merce. If the verified statement is not
filed with the initial application, the
verified statement must also allege
that the applicant had a bona fide in-
tention to use the mark in commerce
as of the application filing date.

(3) Registration of a mark in a foreign
applicant’s country of origin under sec-
tion 44(e) of the Act. The requirements
for an application under section 44(e) of
the Act are:

(i) The applicant’s verified statement
that the applicant has a bona fide in-
tention to use the mark in commerce.
If the verified statement is not filed
with the initial application, the Office
will require submission of the verified
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statement, which must also allege that
the applicant had a bona fide intention
to use the mark in commerce as of the
application filing date.

(ii) A true copy, a photocopy, a cer-
tification, or a certified copy of a reg-
istration in the applicant’s country of
origin showing that the mark has been
registered in that country, and that
the registration is in full force and ef-
fect. The certification or copy of the
foreign registration must show the
name of the owner, the mark, and the
goods or services for which the mark is
registered. If the foreign registration is
not in the English language, the appli-
cant must submit a translation.

(iii) If the record indicates that the
foreign registration will expire before
the U.S. registration will issue, the ap-
plicant must submit a true copy, a pho-
tocopy, a certification, or a certified
copy of a proof of renewal from the ap-
plicant’s country of origin to establish
that the foreign registration has been
renewed and will be in full force and ef-
fect at the time the U.S. registration
will issue. If the proof of renewal is not
in the English language, the applicant
must submit a translation.

(4) Claim of priority, based upon an ear-
lier-filed foreign application, under sec-
tion 44(d) of the Act. The requirements
for an application under section 44(d) of
the Act are:

(i) A claim of priority, filed within
six months of the filing date of the for-
eign application. Before publication or
registration on the Supplemental Reg-
ister, the applicant must either:

(A) Specify the filing date, serial
number and country of the first regu-
larly filed foreign application; or

(B) State that the application is
based upon a subsequent regularly filed
application in the same foreign coun-
try, and that any prior-filed applica-
tion has been withdrawn, abandoned,
or otherwise disposed of, without hav-
ing been laid open to public inspection
and without having any rights out-
standing, and has not served as a basis
for claiming a right of priority.

(ii) The applicant’s verified state-
ment that the applicant has a bona fide
intention to use the mark in com-
merce. If the verified statement is not
filed with the initial application, the
Office will require submission of the
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verified statement, which must also al-
lege that the applicant had a bona fide
intention to use the mark in commerce
as of the application filing date.

(iii) Before the application can be ap-
proved for publication, or for registra-
tion on the Supplemental Register, the
applicant must establish a basis under
section 1 or 44 of the Act.

(5) Extension of protection of an inter-
national registration under section 66(a)
of the Act. In an application under sec-
tion 66(a) of the Act, the international
application/subsequent designation
must contain a signed declaration that
meets the requirements of §2.33(a), (e).

(b) More than one basis. In an applica-
tion under section 1 or 44 of the Act, an
applicant may claim more than one
basis, provided the applicant satisfies
all requirements for the bases claimed.
In such case, the applicant must speci-
fy each basis and the goods or services
to which that basis applies. An appli-
cant must specify the goods or services
covered by more than one basis. Sec-
tion 1(a) and 1(b) of the Act may not
both be claimed for identical goods or
services in the same application. A
basis under section 66(a) of the Act
may not be combined with another
basis.

[64 FR 48919, Sept. 8, 1999, as amended at 67
FR 79522, Dec. 30, 2002; 68 FR 55763, Sept. 26,
2003; 73 FR 67768, Nov. 17, 2008; 77 FR 30207,
May 22, 2012; 80 FR 33179, June 11, 2015]

§2.35 Adding, deleting, or substituting
bases.

(a) In an application under section
66(a) of the Act, an applicant may not
add, substitute or delete a basis, unless
the applicant meets the requirements
for transformation under section 70(c)
of the Act and §7.31 of this chapter.

(b) In an application under section 1
or section 44 of the Act:

(1) Before publication for opposition,
an applicant may add or substitute a
basis, if the applicant meets all re-
quirements for the new basis, as stated
in §2.34, §2.44, or §2.45. The applicant
may delete a basis at any time.

(2) After publication, an applicant
may add or substitute a basis in an ap-
plication that is not the subject of an
inter partes proceeding before the
Trademark Trial and Appeal Board,
but only with the express permission of
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the Director, after consideration on pe-
tition. Republication will be required.
The amendment of an application that
is the subject of an inter partes pro-
ceeding before the Board is governed by
§2.133(a).

(3) When an applicant substitutes one
basis for another, the Office will pre-
sume that there was a continuing valid
basis, unless there is contradictory evi-
dence in the record, and the applica-
tion will retain the original filing date,
including a priority filing date under
section 44(d), if appropriate.

(4) If an applicant properly claims a
section 44(d) basis in addition to an-
other basis, the applicant will retain
the priority filing date under section
44(d) no matter which basis the appli-
cant perfects.

(6) The applicant may add or sub-
stitute a section 44(d) basis only within
the six-month priority period following
the filing date of the foreign applica-
tion.

(6) When the applicant adds or sub-
stitutes a basis, the applicant must list
each basis and specify the goods, serv-
ices, or collective membership organi-
zation to which that basis applies.

(7) When the applicant deletes a
basis, the applicant must also delete
any goods, services, or collective mem-
bership organization covered solely by
the deleted basis.

(8) Once an applicant claims a section
1(b) basis as to any or all of the goods
or services, or a collective membership
organization, the applicant may not
amend the application to seek registra-
tion under section 1(a) of the Act for
identical goods or services or the same
collective membership organization,
unless the applicant files an allegation
of use under section 1(c) or section 1(d)
of the Act.

[68 FR 55763, Sept. 26, 2003, as amended at 80
FR 33180, June 11, 2015]

§2.36 Identification of prior registra-
tions.

Prior registrations of the same or
similar marks owned by the applicant
should be identified in the application
if the owner(s) last listed in Office
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records of the prior registrations dif-
fers from the owner(s) listed in the ap-
plication.

[80 FR 2310, Jan. 16, 2015]

§2.37 Description of mark.

A description of the mark must be in-
cluded if the mark is not in standard
characters. In an application where the
mark is in standard characters, a de-
scription may be included and must be
included if required by the trademark
examining attorney.

[73 FR 13784, Mar. 14, 2008]

§2.38 Use by predecessor or by related
companies.

(a) If the first use of the mark was by
a predecessor in title or by a related
company (sections 5 and 45 of the Act),
and the use inures to the benefit of the
applicant, the dates of first use
(§8§2.34(a)(1) (ii) and (iii)) may be as-
serted with a statement that first use
was by the predecessor in title or by
the related company, as appropriate.

(b) The Office may require such de-
tails concerning the nature of the rela-
tionship and such proofs as may be nec-
essary and appropriate for the purpose
of showing that the use by related com-
panies inures to the benefit of the ap-
plicant and does not affect the validity
of the mark.

(Sec. 5, 60 Stat. 429; 15 U.S.C. 1055)

[30 FR 13193, Oct. 16, 1965, as amended at 54
FR 37589, Sept. 11, 1989; 64 FR 48920, Sept. 8,
1999; 80 FR 2310, Jan. 16, 2015]

§2.39 [Reserved]

§2.41 Proof of distinctiveness under
section 2(f).

(a) For a trademark or service mark—(1)
Ownership of prior registration(s). In ap-
propriate cases, ownership of one or
more active prior registrations on the
Principal Register or under the Trade-
mark Act of 1905 of the same mark may
be accepted as prima facie evidence of
distinctiveness if the goods or services
are sufficiently similar to the goods or
services in the application; however,
further evidence may be required.

(2) Five years substantially exclusive
and continuous use in commerce. In ap-
propriate cases, if a trademark or serv-
ice mark is said to have become dis-
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tinctive of the applicant’s goods or
services by reason of the applicant’s
substantially exclusive and continuous
use of the mark in commerce for the
five years before the date on which the
claim of distinctiveness is made, a
showing by way of verified statements
in the application may be accepted as
prima facie evidence of distinctiveness;
however, further evidence may be re-
quired.

(38) Other evidence. In appropriate
cases, where the applicant claims that
a mark has become distinctive in com-
merce of the applicant’s goods or serv-
ices, the applicant may, in support of
registrability, submit with the applica-
tion, or in response to a request for evi-
dence or to a refusal to register,
verified statements, depositions, or
other appropriate evidence showing du-
ration, extent, and nature of the use in
commerce and advertising expendi-
tures in connection therewith (identi-
fying types of media and attaching typ-
ical advertisements), and verified
statements, letters or statements from
the trade or public, or both, or other
appropriate evidence of distinctiveness.

(b) For a collective trademark or collec-
tive service mark—(1) Ownership of prior
registration(s). See the requirements of
paragraph (a)(1) of this section.

(2) Five years substantially exclusive
and continuous use in commerce. In ap-
propriate cases, if a collective trade-
mark or collective service mark is said
to have become distinctive of the mem-
bers’ goods or services by reason of the
members’ substantially exclusive and
continuous use of the mark in com-
merce for the five years before the date
on which the claim of distinctiveness is
made, a showing by way of verified
statements in the application may be
accepted as prima facie evidence of dis-
tinctiveness; however, further evidence
may be required.

(3) Other evidence. In appropriate
cases, where the applicant claims that
a mark has become distinctive in com-
merce of the members’ goods or serv-
ices, the applicant may, in support of
registrability, submit with the applica-
tion, or in response to a request for evi-
dence or to a refusal to register,
verified statements, depositions, or
other appropriate evidence showing du-
ration, extent, and nature of the use in
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commerce, and advertising expendi-
tures in connection therewith (identi-
fying types of media and attaching typ-
ical advertisements), and verified
statements, letters or statements from
the trade or public, or both, or other
appropriate evidence of distinctiveness.

(c) For a collective membership mark—
(1) Ownership of prior registration(s). In
appropriate cases, ownership of one or
more active prior registrations on the
Principal Register or under the Act of
1905 of the same mark may be accepted
as prima facie evidence of distinctive-
ness if the goods, services, or nature of
the collective membership organiza-
tion are sufficiently similar to the col-
lective membership organization in the
application; however, further evidence
may be required.

(2) Five years substantially exclusive
and continuous use in commerce. In ap-
propriate cases, if a collective member-
ship mark is said to have become dis-
tinctive of indicating membership in
the applicant’s collective membership
organization by reason of the members’
substantially exclusive and continuous
use of the mark in commerce for the
five years before the date on which the
claim of distinctiveness is made, a
showing by way of verified statements
in the application may be accepted as
prima facie evidence of distinctiveness;
however, further evidence may be re-
quired.

(3) Other evidence. In appropriate
cases, where the applicant claims that
a mark has become distinctive in com-
merce of indicating membership in the
applicant’s collective membership or-
ganization, the applicant may, in sup-
port of registrability, submit with the
application, or in response to a request
for evidence or to a refusal to register,
verified statements, depositions, or
other appropriate evidence showing du-
ration, extent, and nature of the mem-
bers’ use in commerce, and advertising
expenditures in connection therewith
(identifying types of media and attach-
ing typical advertisements), and
verified statements, letters or state-
ments from the trade or public, or
both, or other appropriate evidence of
distinctiveness.

(d) For a certification mark—(1) Owner-
ship of prior certification mark registra-
tion(s). In appropriate cases, ownership
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of one or more active prior certifi-
cation mark registrations on the Prin-
cipal Register or under the Act of 1905
of the same mark may be accepted as
prima facie evidence of distinctiveness
if the authorized users’ goods or serv-
ices are sufficiently similar to the
goods or services certified in the appli-
cation, subject to the limitations of
the statement set forth in
§2.45(a)(4)(i)(C); however, further evi-
dence may be required.

(2) Five years substantially exclusive
and continuous use in commerce. In ap-
propriate cases, if a certification mark
is said to have become distinctive of
the certified goods or services by rea-
son of the authorized users’ substan-
tially exclusive and continuous use of
the mark in commerce for the five
years before the date on which the
claim of distinctiveness is made, a
showing by way of verified statements
in the application may be accepted as
prima facie evidence of distinctiveness;
however, further evidence may be re-
quired.

(3) Other evidence. In appropriate
cases, where the applicant claims that
a mark has become distinctive of the
certified goods or services program, the
applicant may, in support of
registrability, submit with the applica-
tion, or in response to a request for evi-
dence or to a refusal to register,
verified statements, depositions, or
other appropriate evidence showing du-
ration, extent, and nature of the au-
thorized users’ use in commerce and
advertising expenditures in connection
therewith (identifying types of media
and attaching typical advertisements),
and verified statements, letters or
statements from the trade or public, or
both, or other appropriate evidence of
distinctiveness.

(e) Certification marks with geo-
graphical matter. Paragraph (d) of this
section does not apply to geographical
matter in a certification mark certi-
fying regional origin because section
2(e)(2) of the Act does not apply to cer-
tification marks that are indications of
regional origin.

[80 FR 33180, June 11, 2015]
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(a) Prior to seeking concurrent use,
an application for registration on the

Concurrent use.
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Principal Register under the Act must
assert use in commerce and include all
the application elements required by
the preceding sections, in addition to
§2.44 or §2.45, if applicable.

(b) The applicant must also include a
verified statement that indicates the
following, to the extent of the appli-
cant’s knowledge:

(1) For a trademark or service mark,
the geographic area in which the appli-
cant is using the mark in commerce;
for a collective mark or certification
mark, the geographic area in which the
applicant’s members or authorized
users are using the mark in commerce;

(2) For a trademark or service mark,
the applicant’s goods or services; for a
collective trademark, collective serv-
ice mark, or certification mark, the
applicant’s members’ or authorized
users’ goods or services; for a collective
membership mark, the nature of the
applicant’s collective membership or-
ganization;

(3) The mode of use for which the ap-
plicant seeks registration;

(4) The concurrent users’ names and
addresses;

(5) The registrations issued to or ap-
plications filed by such concurrent
users, if any;

(6) For a trademark or service mark,
the geographic areas in which the con-
current user is using the mark in com-
merce; for a collective mark or certifi-
cation mark, the geographic areas in
which the concurrent user’s members
or authorized users are using the mark
in commerce;

(7) For a trademark or service mark,
the concurrent user’s goods or services;
for a collective trademark, collective
service mark, or certification mark,
the concurrent user’s members’ or au-
thorized users’ goods or services; for a
collective membership mark, the na-
ture of the concurrent user’s collective
membership organization;

(8) The mode of use by the concurrent
users or the concurrent users’ members
or authorized users; and

(9) The time periods of such use by
the concurrent users or the concurrent
users’ members or authorized users.

(c) For the requirements to amend an
application to concurrent use, see
§2.73.
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(d) For the requirements of a concur-
rent use proceeding, see §2.99.

[80 FR 33181, June 11, 2015]

§2.43 Service mark.

In an application to register a service
mark, the application shall specify and
contain all the elements required by
the preceding sections for trademarks,
but shall be modified to relate to serv-
ices instead of to goods wherever nec-
essary.

(Sec. 3, 60 Stat. 429; 15 U.S.C. 1052)

§2.44 Requirements for a complete
collective mark application.

(a) A complete application to register
a collective trademark, collective serv-
ice mark, or collective membership
mark must include the following:

(1) The requirements specified in
§2.32(a) introductory text through
(a)(4), (a)(8) through (10), (¢), and (d);

(2)(1) For a collective trademark or
collective service mark, a list of the
particular goods or services on or in
connection with which the applicant’s
members use or intend to use the
mark; or

(ii) For a collective membership
mark, a description of the nature of
the membership organization such as
by type, purpose, or area of activity of
the members; and

(iii) In a U.S. application filed under
section 44 of the Act, the scope of the
goods or services or the nature of the
membership organization covered by
the section 44 basis may not exceed the
scope of the goods or services or nature
of the membership organization in the
foreign application or registration.

(3)(i) For a collective trademark or
collective service mark application,
the international class of goods or
services, if known. See §6.1 of this
chapter for a list of the international
classes of goods and services; or

(ii) For a collective membership
mark application filed under sections 1
or 44 of the Act, classification in U.S.
Class 200; and for a collective member-
ship mark application filed under sec-
tion 66(a) of the Act, the international
class(es) assigned by the International
Bureau in the corresponding inter-
national registration.
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(4) One or more of the following five
filing bases:

(i) Use in commerce under section 1(a)
of the Act. The requirements for an ap-
plication under section 1(a) of the Act
are:

(A) A statement specifying the na-
ture of the applicant’s control over the
use of the mark by the members;

(B) For a collective trademark or col-
lective service mark, the date of the
applicant’s member’s first use of the
mark anywhere on or in connection
with the goods or services and the date
of the applicant’s member’s first use of
the mark in commerce; or for a collec-
tive membership mark, the date of the
applicant’s member’s first use any-
where to indicate membership in the
collective organization and the date of
the applicant’s member’s first use in
commerce. If the application specifies
more than one item of goods or serv-
ices in a class, the dates of use are re-
quired for only one item of goods or
services specified in that class;

(C) One specimen showing how a
member uses the mark in commerce;
and

(D) A verified statement alleging:

That the applicant believes the appli-
cant is the owner of the mark; that the
mark is in use in commerce; that the
applicant is exercising legitimate con-
trol over the use of the mark in com-
merce; that to the best of the sig-
natory’s knowledge and belief, no other
persons except members have the right
to use the mark in commerce, either in
the identical form or in such near re-
semblance as to be likely, when used
on or in connection with the goods,
services, or collective membership or-
ganization of such other persons to
cause confusion or mistake, or to de-
ceive; that the specimen shows the
mark as used in commerce by the ap-
plicant’s members; and that the facts
set forth in the application are true.

(i1) Intent-to-use under section 1(b) of
the Act. The requirement for an appli-
cation based on section 1(b) of the Act
is a verified statement alleging:

That the applicant has a bona fide in-
tention, and is entitled, to exercise le-
gitimate control over the use of the
mark in commerce; that to the best of
the signatory’s knowledge and belief,
no other persons, except members,
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have the right to use the mark in com-
merce, either in the identical form or
in such near resemblance as to be like-
ly, when used on or in connection with
the goods, services, or collective mem-
bership organization of such other per-
sons, to cause confusion or mistake, or
to deceive; and that the facts set forth
in the application are true.

(iii) Registration of a mark in a foreign
applicant’s country of origin under sec-
tion 44(e) of the Act. The requirements
for an application under section 44(e) of
the Act are:

(A) The requirements of §2.34(a)(3)(ii)
and (iii); and

(B) A verified statement in accord-
ance with paragraph (a)(4)(ii) of this
section.

(iv) Claim of priority, based upon an
earlier-filed foreign application, under
section 44(d) of the Act. The require-
ments for an application under section
44(d) of the Act are:

(A) The requirements of §2.34(a)(4)(Q)
and (iii); and

(B) A verified statement in accord-
ance with paragraph (a)(4)(ii) of this
section.

(v) Ertension of protection of an inter-
national registration under section 66(a)
of the Act. The requirement for an ap-
plication under section 66(a) of the Act
is a verified statement alleging that
the applicant/holder has a bona fide in-
tention, and is entitled, to exercise le-
gitimate control over the use of the
mark in commerce that the U.S. Con-
gress can regulate on or in connection
with the goods or services specified in
the international application/subse-
quent designation; that the signatory
is properly authorized to execute the
declaration on behalf of the applicant/
holder; and that to the best of his/her
knowledge and belief, no other person,
firm, corporation, association, or other
legal entity, except members, has the
right to use the mark in commerce
that the U.S. Congress can regulate ei-
ther in the identical form thereof or in
such near resemblance thereto as to be
likely, when used on or in connection
with the goods, services, or collective
membership organization of such other
person, firm, corporation, association,
or other legal entity, to cause confu-
sion, or to cause mistake, or to de-
ceive.
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(b) Verification not filed within reason-
able time or omitted. (1) If the verified
statement in paragraph (a)(4)({)(D),
(a)(D(ii), (a)(@DiD)(B), or (a)(D(Iv)(B) of
this section is not filed within a rea-
sonable time after it is signed, the Of-
fice may require the applicant to sub-
mit a substitute verified statement at-
testing that, as of the application fil-
ing date, the mark was in use in com-
merce and the applicant was exercising
legitimate control over the use of the
mark in commerce; or, as of the appli-
cation filing date, the applicant had a
bona fide intention, and was entitled,
to exercise legitimate control over the
use of the mark in commerce; or

(2) If the verified statement in para-
graph (a)(@)()(D), (a)(4)(ii),
()(@)(ii)(B), (a)(4)(iv)(B), or (a)(4)(v) of
this section is not filed with the initial
application, the verified statement
must also allege that, as of the applica-
tion filing date, the mark was in use in
commerce and the applicant was exer-
cising legitimate control over the use
of the mark in commerce; or, as of the
application filing date, the applicant
had a bona fide intention, and was enti-
tled, to exercise legitimate control
over the use of the mark in commerce.

(c) More than one basis. In an applica-
tion under section 1 or 44 of the Act, an
applicant may claim more than one
basis, provided the applicant satisfies
all requirements for the bases claimed.
In such case, the applicant must speci-
fy each basis, followed by the goods,
services, or collective membership or-
ganization to which that basis applies.
An applicant must specify the goods,
services, or collective membership or-
ganization covered by more than one
basis. Section 1(a) and 1(b) of the Act
may not both be claimed for identical
goods, or services, or the same collec-
tive membership organization in one
application. A basis under section 66(a)
of the Act may not be combined with
another basis.

(d) In an application for concurrent use
under §2.42, the verified statement in
paragraph (a)(4)(i)(D) of this section
must be modified to indicate that no
other persons except members and the
concurrent users as specified in the ap-
plication have the right to use the
mark in commerce.

37 CFR Ch. | (7-1-18 Edition)

(e) Multiple-class applications. For the
requirements of a multiple-class appli-
cation, see §2.86.

[80 FR 33181, June 11, 2015]

§2.45 Requirements for a complete
certification mark application; re-
striction on certification mark ap-
plication.

(a) A complete application to register
a certification mark must include the

following:
(1) The requirements specified in
§2.32(a) introductory text through

(a)(4), (a)(8) through (10), (¢), and (d);

(2) A list of the particular goods or
services on or in connection with which
the applicant’s authorized users use or
intend to use the mark. In an applica-
tion filed under section 44 of the Act,
the scope of the goods or services cov-
ered by the section 44 basis may not ex-
ceed the scope of the goods or services
in the foreign application or registra-
tion;

(3) For applications filed under sec-
tion 1 or 44 of the Act, classification in
U.S. Class A for an application certi-
fying goods and U.S. Class B for an ap-
plication certifying services. For appli-
cations filed under section 66(a) of the
Act, the international class(es) of
goods or services assigned by the Inter-
national Bureau in the corresponding
international registration;

(4) One or more of the following five
filing bases:

(i) Use in commerce under section 1(a)
of the Act. The requirements for an ap-
plication under section 1(a) of the Act
are:

(A) A statement specifying what the
applicant is certifying about the goods
or services in the application;

(B) A copy of the certification stand-
ards governing use of the certification
mark on or in connection with the
goods or services specified in the appli-
cation;

(C) A statement that the applicant is
not engaged in the production or mar-
keting of the goods or services to
which the mark is applied, except to
advertise or promote recognition of the
certification program or of the goods
or services that meet the certification
standards of the applicant;

(D) The date of the applicant’s au-
thorized user’s first use of the mark
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anywhere on or in connection with the
goods or services and the date of the
applicant’s authorized user’s first use
of the mark in commerce. If the appli-
cation specifies more than one item of
goods or services in a class, the dates
of use are required for only one item of
goods or services specified in that
class;

(E) One specimen showing how an au-
thorized user uses the mark in com-
merce; and

(F) A verified statement alleging:

That the applicant believes the appli-
cant is the owner of the mark; that the
mark is in use in commerce; that the
applicant is exercising legitimate con-
trol over the use of the mark in com-
merce; that to the best of the sig-
natory’s knowledge and belief, no other
persons except authorized users have
the right to use the mark in commerce,
either in the identical form or in such
near resemblance as to be likely, when
used on or in connection with the
goods or services of such other persons,
to cause confusion or mistake, or to de-
ceive; that the specimen shows the
mark as used in commerce by the ap-
plicant’s authorized users; and that the
facts set forth in the application are
true.

(ii) Intent-to-use under section 1(b) of
the Act. The requirements for an appli-
cation based on section 1(b) of the Act
are:

(A) A statement specifying what the
applicant will be certifying about the
goods or services in the application;

(B) A statement that the applicant
will not engage in the production or
marketing of the goods or services to
which the mark is applied, except to
advertise or promote recognition of the
certification program or of the goods
or services that meet the certification
standards of the applicant; and

(C) A verified statement alleging:

That the applicant has a bona fide in-
tention, and is entitled, to exercise le-
gitimate control over the use of the
mark in commerce; that to the best of
the signatory’s knowledge and belief,
no other persons, except authorized
users, have the right to use the mark
in commerce, either in the identical
form or in such near resemblance as to
be likely, when used on or in connec-
tion with the goods or services of such
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other persons, to cause confusion or
mistake, or to deceive; and that the
facts set forth in the application are
true.

(iii) Registration of a mark in a foreign
applicant’s country of origin under sec-
tion 44(e) of the Act. The requirements
for an application under section 44(e) of
the Act are:

(A) The requirements of §2.34(a)(3)(ii)
and (iii);

(B) The requirements in paragraphs
(a)(4)(ii)(A) and (B) of this section; and

(C) A verified statement in accord-
ance with paragraph (a)(4)(ii)(C) of this
section.

(iv) Claim of priority, based upon an
earlier-filed foreign application, under
section 44(d) of the Act. The require-
ments for an application under section
44(d) of the Act are:

(A) The requirements of §2.34(a)(4)(i)
and (iii);

(B) The requirements in paragraphs
(a)(4)(i1)(A) and (B) of this section; and

(C) A verified statement in accord-
ance with paragraph (a)(4)(ii)(C) of this
section.

(v) Extension of protection of an inter-
national registration under section 66(a)
of the Act. The requirements for an ap-
plication under section 66(a) of the Act
are:

(A) The requirements of paragraphs
(a)(4)(i1)(A) and (B) of this section; and

(B) A verified statement alleging
that the applicant/holder has a bona
fide intention, and is entitled, to exer-
cise legitimate control over the use of
the mark in commerce that the U.S.
Congress can regulate on or in connec-
tion with the goods or services speci-
fied in the international application/
subsequent designation; that the signa-
tory is properly authorized to execute
the declaration on behalf of the appli-
cant/holder; and that to the best of his/
her knowledge and belief, no other per-
son, firm, corporation, association, or
other legal entity, except authorized
users, has the right to use the mark in
commerce that the U.S. Congress can
regulate either in the identical form
thereof or in such near resemblance
thereto as to be likely, when used on or
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in connection with the goods or serv-
ices of such other person, firm, cor-
poration, association, or other legal en-
tity, to cause confusion, or to cause
mistake, or to deceive.

(b) Verification not filed within reason-
able time or omitted. (1) If the verified
statement in paragraph (a)(4){)(F),
(a)(4)(1i)(C), (a)(4)(iii)(C), or (a)(d)(iv)(C)
of this section is not filed within a rea-
sonable time after it is signed, the Of-
fice may require the applicant to sub-
mit a substitute verified statement at-
testing that, as of the application fil-
ing date, the mark was in use in com-
merce and the applicant was exercising
legitimate control over the use of the
mark in commerce; or, as of the appli-
cation filing date, the applicant had a
bona fide intention, and was entitled,
to exercise legitimate control over the
use of the mark in commerce; or

(2) If the verified statement in para-
graph ()OO, (a)®H IO,
()(DHIN(C), (D Ev)(C), or (a)(@)(v)(B)
of this section is not filed with the ini-
tial application, the verified statement
must also allege that, as of the applica-
tion filing date, the mark was in use in
commerce and the applicant was exer-
cising legitimate control over the use
of the mark in commerce; or, as of the
application filing date, the applicant
had a bona fide intention, and was enti-
tled, to exercise legitimate control
over the use of the mark in commerce.

(c) More than one basis. In an applica-
tion under section 1 or 44 of the Act, an
applicant may claim more than one
basis, provided the applicant satisfies
all requirements for the bases claimed.
In such case, the applicant must speci-
fy each basis, followed by the goods or
services to which that basis applies. An
applicant must specify the goods or
services covered by more than one
basis. Section 1(a) and 1(b) of the Act
may not both be claimed for identical
goods or services in the same applica-
tion. A basis under section 66(a) of the
Act may not be combined with another
basis.

(d) Concurrent use. In an application
for concurrent use under §2.42, the
verified statement in paragraph
(a)(4)(A)(F) of this section must be
modified to indicate that no other per-
sons except authorized users and con-
current users as specified in the appli-
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cation have the right to use the mark
in commerce.

(e) Multiple-class applications. For the
requirements of a multiple-class appli-
cation, see §2.86.

(f) Restriction on certification mark ap-
plication. A single application may not
include a certification mark and an-
other type of mark. The same mark for
the same goods or services is not reg-
istrable as both a certification mark
and another type of mark. See sections
4 and 14(5)(B) of the Act.

[80 FR 33182, June 11, 2015]

§2.46 Principal Register.

All applications will be treated as
seeking registration on the Principal
Register unless otherwise stated in the
application. Service marks, collective
marks, and certification marks, reg-
istrable in accordance with the appli-
cable provisions of section 2 of the Act,
are registered on the Principal Reg-
ister.

§2.47 Supplemental Register.

(a) In an application to register on
the Supplemental Register under sec-
tion 23 of the Act, the application shall
so indicate and shall specify that the
mark has been in use in commerce.

(b) In an application to register on
the Supplemental Register under sec-
tion 44 of the Act, the application shall
so indicate. The statement of lawful
use in commerce may be omitted.

(c) An application under section 66(a)
of the Act is not eligible for registra-
tion on the Supplemental Register.

(d) A mark in an application to reg-
ister on the Principal Register under
section 1(b) of the Act is eligible for
registration on the Supplemental Reg-
ister only after an acceptable amend-
ment to allege use under §2.76 or state-
ment of use under §2.88 has been timely
filed.

(e) An application for registration on
the Supplemental Register must con-
form to the requirements for registra-
tion on the Principal Register under
section 1(a) of the Act, so far as appli-
cable.

[64 FR 37590, Sept. 11, 1989, as amended at 68
FR 55763, Sept. 26, 2003; 73 FR 67769, Nov. 17,
2008]
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§2.48 Office does not issue duplicate
registrations.

If two applications on the same reg-
ister would result in registrations that
are exact duplicates, the Office will
permit only one application to mature
into registration, and will refuse reg-
istration in the other application.

[73 FR 67769, Nov. 17, 2008]

DRAWING

AUTHORITY: Secs. 2.51 to 2.55 also issued
under sec. 1, 60 Stat. 427; 15 U.S.C. 1051.

§2.51 Drawing required.

(a) In an application under section
1(a) of the Act, the drawing of the
mark must be a substantially exact
representation of the mark as used on
or in connection with the goods and/or
services.

(b) In an application under section
1(b) of the Act, the drawing of the
mark must be a substantially exact
representation of the mark as intended
to be used on or in connection with the
goods and/or services specified in the
application, and once an amendment to
allege use under §2.76 or a statement of
use under §2.88 has been filed, the
drawing of the mark must be a sub-
stantially exact representation of the
mark as used on or in connection with
the goods and/or services.

(c) In an application under section 44
of the Act, the drawing of the mark
must be a substantially exact represen-
tation of the mark as it appears in the
drawing in the registration certificate
of a mark duly registered in the appli-
cant’s country of origin.

(d) In an application under section
66(a) of the Act, the drawing of the
mark must be a substantially exact
representation of the mark as it ap-
pears in the international registration.

[68 FR 55763, Sept. 26, 2003]

§2.52 Types of drawings and format
for drawings.

A drawing depicts the mark sought
to be registered. The drawing must
show only one mark. The applicant
must include a clear drawing of the
mark when the application is filed.
There are two types of drawings:

§2.52

(a) Standard character (typed) drawing.
Applicants who seek to register words,
letters, numbers, or any combination
thereof without claim to any par-
ticular font style, size, or color must
submit a standard character drawing
that shows the mark in black on a
white background. An applicant may
submit a standard character drawing
if:

(1) The application includes a state-
ment that the mark is in standard
characters and no claim is made to any
particular font style, size, or color;

(2) The mark does not include a de-
sign element;

(3) All letters and words in the mark
are depicted in Latin characters;

(4) All numerals in the mark are de-
picted in Roman or Arabic numerals;
and

(56) The mark includes only common
punctuation or diacritical marks.

(b) Special form drawing. Applicants
who seek to register a mark that in-
cludes a two or three-dimensional de-
sign; color; and/or words, letters, or
numbers or the combination thereof in
a particular font style or size must
submit a special form drawing. The
drawing should show the mark in black
on a white background, unless the
mark includes color.

(1) Marks that include color. If the
mark includes color, the drawing must
show the mark in color, and the appli-
cant must name the color(s), describe
where the color(s) appear on the mark,
and submit a claim that the color(s) is
a feature of the mark.

(2) Three dimensional marks. If the
mark has three-dimensional features,
the drawing must depict a single ren-
dition of the mark, and the applicant
must indicate that the mark is three-
dimensional.

(3) Motion marks. If the mark has mo-
tion, the drawing may depict a single
point in the movement, or the drawing
may depict up to five freeze frames
showing various points in the move-
ment, whichever best depicts the com-
mercial impression of the mark. The
applicant must also describe the mark.

(4) Broken lines to show placement. If
necessary to adequately depict the
commercial impression of the mark,
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the applicant may be required to sub-
mit a drawing that shows the place-
ment of the mark by surrounding the
mark with a proportionately accurate
broken-line representation of the par-
ticular goods, packaging, or adver-
tising on which the mark appears. The
applicant must also use broken lines to
show any other matter not claimed as
part of the mark. For any drawing
using broken lines to indicate place-
ment of the mark, or matter not
claimed as part of the mark, the appli-
cant must describe the mark and ex-
plain the purpose of the broken lines.

(5) Description of mark. A description
of the mark must be included.

(c) TEAS drawings. A drawing filed
through TEAS must meet the require-
ments of §2.53.

(d) Paper drawings. A paper drawing
must meet the requirements of §2.54.

(e) Sound, scent, and non-visual marks.
An applicant is not required to submit
a drawing if the mark consists only of
a sound, a scent, or other completely
non-visual matter. For these types of
marks, the applicant must submit a de-
tailed description of the mark.

[68 FR 55763, Sept. 26, 2003, as amended at 73
FR 13784, Mar. 14, 2008; 73 FR 67769, Nov. 17,
2008]

§2.53 Requirements for drawings filed
through the TEAS.

The drawing must meet the require-
ments of §2.52. In addition, in a TEAS
submission, the drawing must meet the
following requirements:

(a) Standard character drawings. If an
applicant seeks registration of a stand-
ard character mark, the applicant
must enter the mark in the appropriate
field on the TEAS form, and check the
box to claim that the mark consists of
standard characters.

(b) Special form drawings: If an appli-
cant is filing a special form drawing,
the applicant must attach a digitized
image of the mark to the TEAS sub-
mission that meets the requirements of
paragraph (c) of this section.

(c) Requirements for digiticed image:
The image must be in .jpg format and
scanned at no less than 300 dots per
inch and no more than 350 dots per inch
with a length and width of no less than
250 pixels and no more than 944 pixels.
All lines must be clean, sharp and
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solid, not fine or crowded, and produce
a high quality image when copied.

[68 FR 55764, Sept. 26, 2003, as amended at 70
FR 38774, July 6, 2005; 73 FR 67769, Nov. 17,
2008]

§2.54 Requirements for drawings sub-
mitted on paper.

The drawing must meet the require-
ments of §2.562. In addition, in a paper
submission, the drawing should:

(a) Be on non-shiny white paper that
is separate from the application;

(b) Be on paper that is 8 to 8.5 inches
(20.3 to 21.6 cm.) wide and 11 to 11.69
inches (27.9 to 29.7 cm.) long. One of the
shorter sides of the sheet should be re-
garded as its top edge. The image must
be no larger than 3.15 inches (8 cm)
high by 3.15 inches (8 cm) wide;

(c) Include the caption “DRAWING
PAGE” at the top of the drawing be-
ginning one inch (2.5 cm.) from the top
edge; and

(d) Depict the mark in black ink, or
in color if color is claimed as a feature
of the mark.

(e) Drawings must be typed or made
with a pen or by a process that will
provide high definition when copied. A
photolithographic, printer’s proof copy,
or other high quality reproduction of
the mark may be used. All lines must
be clean, sharp and solid, and must not
be fine or crowded.

[68 FR 55764, Sept. 26, 2003]

§2.56 Specimens.

(a) An application under section 1(a)
of the Act, an amendment to allege use
under §2.76, and a statement of use
under §2.88 must each include one spec-
imen per class showing the mark as
used on or in connection with the
goods or services. When requested by
the Office as reasonably necessary to
proper examination, additional speci-
mens must be provided.

(b)(1) A trademark specimen is a
label, tag, or container for the goods,
or a display associated with the goods.
The Office may accept another docu-
ment related to the goods or the sale of
the goods when it is impracticable to
place the mark on the goods, pack-
aging for the goods, or displays associ-
ated with the goods.
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(2) A service mark specimen must
show the mark as used in the sale or
advertising of the services.

(3) A collective trademark or collec-
tive service mark specimen must show
how a member uses the mark on the
member’s goods or in the sale or adver-
tising of the member’s services.

(4) A collective membership mark
specimen must show use by members
to indicate membership in the collec-
tive organization.

(5) A certification mark specimen
must show how a person other than the
owner uses the mark to reflect certifi-
cation of regional or other origin, ma-
terial, mode of manufacture, quality,
accuracy, or other characteristics of
that person’s goods or services; or that
members of a union or other organiza-
tion performed the work or labor on
the goods or services.

(c) A photocopy or other reproduc-
tion of a specimen of the mark as used
on or in connection with the goods, or
in the sale or advertising of the serv-
ices, is acceptable. However, a photo-
copy of the drawing required by §2.51 is
not a proper specimen.

(d)(1) The specimen should be flat,
and not larger than 8% inches (21.6 cm.)
wide by 11.69 inches (29.7 cm.) long. If a
specimen of this size is not available,
the applicant may substitute a suitable
photograph or other facsimile.

(2) If the applicant files a specimen
exceeding these size requirements (a
“bulky specimen’’), the Office will cre-
ate a digital facsimile of the specimen
that meets the requirements of the
rule (i.e., is flat and no larger than 8%
inches (21.6 cm.) wide by 11.69 inches
(29.7 cm.) long) and put it in the record.
The Office may destroy the original
bulky specimen.

(3) In the absence of non-bulky alter-
natives, a specimen of use in another
appropriate medium may be designated
as acceptable by the Office.

(4) For a TEAS submission, the speci-
men must be a digitized image in .jpg
or .pdf format.

[64 FR 48921, Sept. 8, 1999, as amended at 68
FR 55764, Sept. 26, 2003; 73 FR 67769, Nov. 17,
2008; 77 FR 30207, May 22, 2012; 80 FR 33183,
June 11, 2015]

§2.61

§§2.57-2.58 [Reserved]

§2.59 Filing substitute specimen(s).

(a) In an application under section
1(a) of the Act, the applicant may sub-
mit substitute specimens of the mark
as used on or in connection with the
goods or in the sale or advertising of
the services, or as used to indicate
membership in the collective organiza-
tion. The applicant must submit a
verified statement that the substitute
specimen was in use in commerce at
least as early as the filing date of the
application. The verified statement is
not required if the specimen is a dupli-
cate or facsimile of a specimen already
of record in the application.

(b) In an application under section
1(b) of the Act, after filing either an
amendment to allege use under §2.76 or
a statement of use under §2.88, the ap-
plicant may submit substitute speci-
mens of the mark as used on or in con-
nection with the goods or in the sale or
advertising of the services, or as used
to indicate membership in the collec-
tive organization. If the applicant sub-
mits substitute specimen(s), the appli-
cant must:

(1) For an amendment to allege use
under §2.76, submit a verified state-
ment that the substitute specimen(s)
was in use in commerce prior to filing
the amendment to allege use.

(2) For a statement of use under
§2.88, submit a verified statement that
the substitute specimen(s) was in use
in commerce either prior to filing the
statement of use or prior to the expira-
tion of the deadline for filing the state-
ment of use.

[80 FR 33183, June 11, 2015]

EXAMINATION OF APPLICATION AND
ACTION BY APPLICANTS

AUTHORITY: Secs. 2.61 to 2.69 also issued
under sec. 12, 60 Stat. 432; 15 U.S.C. 1062.

§2.61 Action by examiner.

(a) Applications for registration, in-
cluding amendments to allege use
under section 1(c) of the Act, and state-
ments of use under section 1(d) of the
Act, will be examined and, if the appli-
cant is found not entitled to registra-
tion for any reason, applicant will be
notified and advised of the reasons
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therefor and of any formal require-
ments or objections.

(b) The Office may require the appli-
cant to furnish such information, ex-
hibits, affidavits or declarations, and
such additional specimens as may be
reasonably necessary to the proper ex-
amination of the application.

(c) Whenever it shall be found that
two or more parties whose interests are
in conflict are represented by the same
attorney, each party and also the at-
torney shall be notified of this fact.

[30 FR 13193, Oct. 16, 1965, as amended at 37
FR 2880, Feb. 9, 1972; 54 FR 37592, Sept. 11,
1989; 77 FR 30207, May 22, 2012]

§2.62

(a) Deadline. The applicant’s response
to an Office action must be received
within six months from the date of
issuance.

(b) Signature. The response must be
signed by the applicant, someone with
legal authority to bind the applicant
(e.g., a corporate officer or general
partner of a partnership), or a practi-
tioner qualified to practice under §11.14
of this chapter, in accordance with the
requirements of §2.193(e)(2).

(c) Form. Responses must be filed
through TEAS, transmitted by fac-
simile, mailed, or delivered by hand, as
set out in §2.190(a). Responses sent via
email will not be accorded a date of re-
ceipt.

[73 FR 67769, Nov. 17, 2008, as amended at 74

FR 54908, Oct. 26, 2009; 80 FR 2310, Jan. 16,
2015]

Procedure for filing response.

§2.63 Action after response.

(a) Repeated mon-final refusal or re-
quirement. After response by the appli-
cant, the examining attorney will re-
view all statutory refusals and/or re-
quirement(s) in light of the response.

(1) If, after review of the applicant’s
response, the examining attorney
issues a non-final action that main-
tains any previously issued substantive
refusal(s) to register or repeats any re-
quirement(s), the applicant may sub-
mit a timely response to the action
under §2.62(a).

(2) If, after review of the applicant’s
response, the examining attorney
issues a non-final action that contains
no substantive refusals to register, but
maintains any requirement(s), the ap-
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plicant may respond to such repeated
requirement(s) by filing a timely peti-
tion to the Director for relief from the
repeated requirement(s) if the subject
matter of the repeated requirement(s)
is appropriate for petition to the Direc-
tor (see §2.146(b)).

(b) Final refusal or requirement. Upon
review of a response, the examining at-
torney may state that the refusal(s) to
register, or the requirement(s), is final.

(1) If the examining attorney issues a
final action that maintains any sub-
stantive refusal(s) to register, the ap-
plicant may respond by timely filing:

(i) A request for reconsideration
under paragraph (b)(3) of this section
that seeks to overcome any sub-
stantive refusal(s) to register, and com-
ply with any outstanding require-
ment(s), maintained in the final ac-
tion; or

(ii) An appeal to the Trademark Trial
and Appeal Board under §§2.141 and
2.142.

(2) If the examining attorney issues a
final action that contains no sub-
stantive refusals to register, but main-
tains any requirement(s), the applicant
may respond by timely filing:

(i) A request for reconsideration
under paragraph (b)(3) of this section
that seeks to comply with any out-
standing requirement(s) maintained in
the final action;

(ii) An appeal of the requirement(s)
to the Trademark Trial and Appeal
Board under §§2.141 and 2.142; or

(iii) A petition to the Director under
§2.146 to review the requirement(s), if
the subject matter of the require-
ment(s) is procedural, and therefore ap-
propriate for petition.

(3) Prior to the expiration of the time
for filing an appeal or a petition, the
applicant may file a request for recon-
sideration of the final action that
seeks to overcome any substantive re-
fusal(s) and/or comply with any out-
standing requirement(s). Filing a re-
quest for reconsideration does not stay
or extend the time for filing an appeal
or petition. The Office will enter
amendments accompanying requests
for reconsideration after final action if
the amendments comply with the rules
of practice in trademark cases and the
Act.
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(4) Filing a request for reconsider-
ation that does not result in the with-
drawal of all refusals and require-
ments, without the filing of a timely
appeal or petition, will result in aban-
donment of the application for incom-
plete response, pursuant to §2.65(a).

(c) If a petition to the Director under
§2.146 is denied, the applicant will have
six months from the date of issuance of
the Office action that repeated the re-
quirement(s), or made it final, or thir-
ty days from the date of the decision
on the petition, whichever date is
later, to comply with the require-
ment(s). A requirement that is the sub-
ject of a petition decided by the Direc-
tor subsequently may not be the sub-
ject of an appeal to the Trademark
Trial and Appeal Board.

(d) If an applicant in an application
under section 1(b) of the Act files an
amendment to allege use under §2.76
during the six-month response period
after issuance of a final action, the ex-
amining attorney will examine the
amendment. The filing of such an
amendment does not stay or extend the
time for filing an appeal or petition.

[80 FR 2310, Jan. 16, 2015]

§2.64 Reinstatement of applications
and registrations abandoned, can-
celled, or expired due to Office
error.

(a) Request for Reinstatement of an
Abandoned Application. The applicant
may file a written request to reinstate
an application abandoned due to Office
error. There is no fee for a request for
reinstatement.

(1) Deadline. The applicant must file
the request by not later than:

(i) Two months after the issue date of
the notice of abandonment; or

(ii) Two months after the date of ac-
tual knowledge of the abandonment
and not later than six months after the
date the trademark electronic records
system indicates that the application
is abandoned, where the applicant de-
clares under §2.20 or 28 U.S.C. 1746 that
it did not receive the notice of aban-
donment.

(2) Requirements. A request to rein-
state an application abandoned due to
Office error must include:

(i) Proof that a response to an Office
action, a statement of use, or a request

§2.64

for extension of time to file a state-
ment of use was timely filed and a copy
of the relevant document;

(ii) Proof of actual receipt by the Of-
fice of a response to an Office action, a
statement of use, or a request for ex-
tension of time to file a statement of
use and a copy of the relevant docu-
ment;

(iii) Proof that the Office processed a
fee in connection with the filing at
issue and a copy of the relevant docu-
ment;

(iv) Proof that the Office sent the Of-
fice action or notice of allowance to an
address that is not the designated cor-
respondence address; or

(v) Other evidence, or factual infor-
mation supported by a declaration
under §2.20 or 28 U.S.C. 1746, dem-
onstrating Office error in abandoning
the application.

(b) Request for Reinstatement of Can-
celled or Expired Registration. The reg-
istrant may file a written request to
reinstate a registration cancelled or
expired due to Office error. There is no
fee for the request for reinstatement.

(1) Deadline. The registrant must file
the request by not later than:

(i) Two months after the issue date of
the notice of cancellation/expiration;
or

(ii) Where the registrant has timely
filed an affidavit of use or excusable
non-use under section 8 or 71 of the
Act, or a renewal application under
section 9 of the Act, two months after
the date of actual knowledge of the
cancellation/expiration and not later
than six months after the date the
trademark electronic records system
indicates that the registration is can-
celled/expired, where the registrant de-
clares under §2.20 or 28 U.S.C. 1746 that
it did not receive the notice of can-
cellation/expiration or where the Office
did not issue a notice.

(2) Requirements. A request to rein-
state a registration cancelled/expired
due to Office error must include:

(i) Proof that an affidavit or declara-
tion of use or excusable nonuse, a re-
newal application, or a response to an
Office action was timely filed and a
copy of the relevant document;

(ii) Proof of actual receipt by the Of-
fice of an affidavit or declaration of use
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or excusable nonuse, a renewal applica-
tion, or a response to an Office action
and a copy of the relevant document;

(iii) Proof that the Office processed a
fee in connection with the filing at
issue and a copy of the relevant docu-
ment;

(iv) Proof that the Office sent the Of-
fice action to an address that is not the
designated correspondence address; or

(v) Other evidence, or factual infor-
mation supported by a declaration
under §2.20 or 28 U.S.C. 1746, dem-
onstrating Office error in cancelling/
expiring the registration.

(c) Request for Reinstatement May be
Construed as Petition. If an applicant or
registrant is not entitled to reinstate-
ment, a request for reinstatement may
be construed as a petition to the Direc-
tor under §2.146 or a petition to revive
under §2.66, if appropriate. If the appli-
cant or registrant is unable to meet
the timeliness requirement under para-
graphs (a)(1) or (b)(1) of this section for
filing the request, the applicant or reg-
istrant may submit a petition to the
Director under §2.146(a)(5) to request a
waiver of the rule.

[82 FR 29407, June 29, 2017]

§2.65

(a) An application will be abandoned
if an applicant fails to respond to an
Office action, or to respond completely,
within six months from the date of
issuance. A timely petition to the Di-
rector pursuant to §§2.63(a) and (b) and
2.146 or notice of appeal to the Trade-
mark Trial and Appeal Board pursuant
to §2.142, if appropriate, is a response
that avoids abandonment (see
§2.63(b)(4)).

(1) If all refusals and/or requirements
are expressly limited to certain goods
and/or services, the application will be
abandoned only as to those goods and/
or services.

(2) When a timely response by the ap-
plicant is a bona fide attempt to ad-
vance the examination of the applica-
tion and is a substantially complete re-
sponse to the examining attorney’s ac-
tion, but consideration of some matter
or compliance with a requirement has
been omitted, the examining attorney
may grant the applicant thirty days, or
to the end of the response period set
forth in the action to which the sub-

Abandonment.
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stantially complete response was sub-
mitted, whichever is longer, to explain
and supply the omission before the ex-
amining attorney considers the ques-
tion of abandonment.

(b) An application will be abandoned
if an applicant expressly abandons the
application pursuant to §2.68.

(c) An application will be abandoned
if an applicant in an application under
section 1(b) of the Act fails to timely
file either a statement of use under
§2.88 or a request for an extension of
time for filing a statement of use under
§2.89.

[80 FR 2311, Jan. 16, 2015]

§2.66 Revival of applications aban-
doned in full or in part due to unin-
tentional delay.

(a) Deadline. The applicant may file a
petition to revive an application aban-
doned in full or in part because the ap-
plicant did not timely respond to an
Office action or notice of allowance, if
the delay was unintentional. The appli-
cant must file the petition by not later
than:

(1) Two months after the issue date
of the notice of abandonment in full or
in part; or

(2) Two months after the date of ac-
tual knowledge of the abandonment
and not later than six months after the
date the trademark electronic records
system indicates that the application
is abandoned in full or in part, where
the applicant declares under §2.20 or 28
U.S.C. 1746 that it did not receive the
notice of abandonment.

(b) Petition To Revive Application
Abandoned in Full or in Part for Failure
To Respond to an Office Action. A peti-
tion to revive an application aban-
doned in full or in part because the ap-
plicant did not timely respond to an
Office action must include:

(1) The petition fee required by §2.6;

(2) A statement, signed by someone
with firsthand knowledge of the facts,
that the delay in filing the response on
or before the due date was uninten-
tional; and

(3) A response to the Office action,
signed pursuant to §2.193(e)(2), or a
statement that the applicant did not
receive the Office action or the notifi-
cation that an Office action issued. If
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the applicant asserts that the uninten-
tional delay is based on non-receipt of
an Office action or notification, the ap-
plicant may not assert non-receipt of
the same Office action or notification
in a subsequent petition. When the
abandonment is after a final Office ac-
tion, the response is treated as a re-
quest for reconsideration under
§2.63(b)(3) and the applicant must also
file:

(i) A notice of appeal to the Trade-
mark Trial and Appeal Board under
§2.141 or a petition to the Director
under §2.146, if permitted by
§2.63(b)(2)(iii); or

(i1) A statement that no appeal or pe-
tition is being filed from the final re-
fusal(s) or requirement(s).

(c) Petition To Revive Application
Abandoned for Failure To Respond to a
Notice of Allowance. A petition to revive
an application abandoned because the
applicant did not timely respond to a
notice of allowance must include:

(1) The petition fee required by §2.6;

(2) A statement, signed by someone
with firsthand knowledge of the facts,
that the delay in filing the statement
of use (or request for extension of time
to file a statement of use) on or before
the due date was unintentional; and
one of the following:

(i) A statement of use under §2.88,
signed pursuant to §2.193(e)(1), and the
required fees for the number of re-
quests for extensions of time to file a
statement of use that the applicant
should have filed under §2.89 if the ap-
plication had never been abandoned;

(ii) A request for an extension of time
to file a statement of use under §2.89,
signed pursuant to §2.193(e)(1), and the
required fees for the number of re-
quests for extensions of time to file a
statement of use that the applicant
should have filed under §2.89 if the ap-
plication had never been abandoned;

(iii) A statement that the applicant
did not receive the notice of allowance
and a request to cancel said notice and
issue a new notice. If the applicant as-
serts that the unintentional delay in
responding is based on non-receipt of
the notice of allowance, the applicant
may not assert non-receipt of the no-
tice of allowance in a subsequent peti-
tion; or

§2.67

(iv) In a multiple-basis application,
an amendment, signed pursuant to
§2.193(e)(2), deleting the section 1(b)
basis and seeking registration based on
section 1(a) and/or section 44(e) of the
Act.

(3) The applicant must file any fur-
ther requests for extensions of time to
file a statement of use under §2.89 that
become due while the petition is pend-
ing, or file a statement of use under
§2.88.

(d) Statement of Use or Petition To Sub-
stitute a Basis May Not Be Filed More
Than 36 Months After Issuance of the No-
tice of Allowance. In an application
under section 1(b) of the Act, the Direc-
tor will not grant a petition under this
section if doing so would permit an ap-
plicant to file a statement of use, or a
petition under §2.35(b) to substitute a
basis, more than 36 months after the
issue date of the notice of allowance
under section 13(b)(2) of the Act.

(e) Request for Reconsideration. If the
Director denies a petition to revive
under this section, the applicant may
request reconsideration, if:

(1) The applicant files the request by
not later than:

(1) Two months after the issue date of
the decision denying the petition; or

(ii) Two months after the date of ac-
tual knowledge of the decision denying
the petition and not later than six
months after the issue date of the deci-
sion where the applicant declares under
§2.20 or 28 U.S.C. 1746 that it did not re-
ceive the decision; and

(2) The applicant pays a second peti-
tion fee under §2.6.

[82 FR 29408, June 29, 2017]

§2.67 Suspension of action by the Pat-
ent and Trademark Office.

Action by the Patent and Trademark
Office may be suspended for a reason-
able time for good and sufficient cause.
The fact that a proceeding is pending
before the Patent and Trademark Of-
fice or a court which is relevant to the
issue of registrability of the applicant’s
mark, or the fact that the basis for reg-
istration is, under the provisions of
section 44(e) of the Act, registration of
the mark in a foreign country and the
foreign application is still pending, will
be considered prima facie good and suf-
ficient cause. An applicant’s request
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for a suspension of action under this
section filed within the 6-month re-
sponse period (see §2.62) may be consid-
ered responsive to the previous Office
action. The first suspension is within
the discretion of the Examiner of
Trademarks and any subsequent sus-
pension must be approved by the Direc-
tor.

[37 FR 3898, Feb. 24, 1972]

§2.68 Express abandonment
drawal) of application.

(a) Written document required. An ap-
plicant may expressly abandon an ap-
plication by filing a written request for
abandonment or withdrawal of the ap-
plication, signed by the applicant,
someone with legal authority to bind
the applicant (e.g., a corporate officer
or general partner of a partnership), or
a practitioner qualified to practice
under §11.14 of this chapter, in accord-
ance with the requirements of
§2.193(e)(2). A request for abandonment
or withdrawal may not subsequently be
withdrawn.

(b) Rights in the mark not affected. Ex-
cept as provided in §2.135, the fact that
an application has been expressly aban-
doned shall not affect any rights that
the applicant may have in the mark set
forth in the abandoned application in
any proceeding before the Office.

[80 FR 2311, Jan. 16, 2015]

(with-

§2.69 Compliance with other laws.

When the sale or transportation of
any product for which registration of a
trademark is sought is regulated under
an Act of Congress, the Patent and
Trademark Office may make appro-
priate inquiry as to compliance with
such Act for the sole purpose of deter-
mining lawfulness of the commerce re-
cited in the application.

[54 FR 37592, Sept. 11, 1989]
AMENDMENT OF APPLICATION

§2.71 Amendments to correct infor-
malities.

The applicant may amend the appli-
cation during the course of examina-
tion, when required by the Office or for
other reasons.

(a) The applicant may amend the ap-
plication to clarify or limit, but not to
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broaden, the identification of goods
and/or services or the description of the
nature of the collective membership
organization.

(b)(1) If the verified statement in an
application under §2.33 is unsigned or
signed by the wrong party, the appli-
cant may submit a substitute
verification.

(2) If the verified statement in a
statement of use under §2.88, or a re-
quest for extension of time to file a
statement of use under §2.89, is un-
signed or signed by the wrong party,
the applicant must submit a substitute
verification before the expiration of
the statutory deadline for filing the
statement of use.

(c) The applicant may amend the
dates of use, provided that the amend-
ment is verified, except that the fol-
lowing amendments are not permitted:

(1) In an application under section
1(a) of the Act, the applicant may not
amend the application to specify a date
of use that is subsequent to the filing
date of the application;

(2) In an application under section
1(b) of the Act, after filing a statement
of use under §2.88, the applicant may
not amend the statement of use to
specify a date of use that is subsequent
to the expiration of the deadline for fil-
ing the statement of use.

(d) The applicant may amend the ap-
plication to correct the name of the ap-
plicant, if there is a mistake in the
manner in which the name of the appli-
cant is set out in the application. The
amendment must be verified. However,
the application cannot be amended to
set forth a different entity as the appli-
cant. An application filed in the name
of an entity that did not own the mark
as of the filing date of the application
is void.

(e) An amendment that would mate-
rially alter the certification statement
specified in §2.45(a)(4)(1)(A) or
(a)(4)(i1)(A) will not be permitted.

[64 FR 48922, Sept. 8, 1999, as amended at 80

FR 33184, June 11, 2015]

§2.72 Amendments to description or
drawing of the mark.

(a) In an application based on use in
commerce under section 1(a) of the
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Act, the applicant may amend the de-
scription or drawing of the mark only
if:

(1) The specimens originally filed, or
substitute specimens filed under
§2.59(a), support the proposed amend-
ment; and

(2) The proposed amendment does not
materially alter the mark. The Office
will determine whether a proposed
amendment materially alters a mark
by comparing the proposed amendment
with the description or drawing of the
mark filed with the original applica-
tion.

(b) In an application based on a bona
fide intention to use a mark in com-
merce under section 1(b) of the Act, the
applicant may amend the description
or drawing of the mark only if:

(1) The specimens filed with an
amendment to allege use or statement
of use, or substitute specimens filed
under §2.59(b), support the proposed
amendment; and

(2) The proposed amendment does not
materially alter the mark. The Office
will determine whether a proposed
amendment materially alters a mark
by comparing the proposed amendment
with the description or drawing of the
mark filed with the original applica-
tion.

(c) In an application based on a claim
of priority under section 44(d) of the
Act, or on a mark duly registered in
the country of origin of the foreign ap-
plicant under section 44(e) of the Act,
the applicant may amend the descrip-
tion or drawing of the mark only if:

(1) The description or drawing of the
mark in the foreign registration cer-
tificate supports the amendment; and

(2) The proposed amendment does not
materially alter the mark. The Office
will determine whether a proposed
amendment materially alters a mark
by comparing the proposed amendment
with the description or drawing of the
mark filed with the original applica-
tion.

[64 FR 48922, Sept. 8, 1999]

§2.73 Amendment to recite concurrent
use.

An application that includes section
1(a) of the Trademark Act as a filing
basis, or for which an acceptable alle-
gation of use under §2.76 or §2.88 has

§2.75

been filed, may be amended to an appli-
cation for concurrent use registration,
provided that the application as
amended meets the requirements of
§2.42. The trademark examining attor-
ney will determine whether the appli-
cation, as amended, is acceptable.

[73 FR 67770, Nov. 17, 2008]

§2.74 Form and signature of amend-
ment.

(a) Form of Amendment. Amendments
should be set forth clearly and com-
pletely. Applicant should either set
forth the entire wording, including the
proposed changes, or, if it would be
more efficient, indicate which words
should be added and which words
should be deleted. The examining at-
torney may require the applicant to re-
write the entire amendment, if nec-
essary for clarification of the record.

(b) Signature. A request for amend-
ment of an application must be signed
by the applicant, someone with legal
authority to bind the applicant (e.g., a
corporate officer or general partner of
a partnership), or a practitioner quali-
fied to practice under §11.14 of this

chapter, in accordance with the re-
quirements of §2.193(e)(2). If the
amendment requires verification, see

§2.2(n).

[73 FR 67770, Nov. 17, 2008, as amended at 74
FR 54908, Oct. 26, 2009; 80 FR 33184, June 11,
2015]

§2.75 Amendment to change applica-
tion to different register.

(a) An application for registration on
the Principal Register under section
1(a) or 44 of the Act may be changed to
an application for registration on the
Supplemental Register and vice versa
by amending the application to comply
with the rules relating to the appro-
priate register, as the case may be.

(b) An application under section 1(b)
of the Act may be amended to change
the application to a different register
only after submission of an acceptable
amendment to allege use under §2.76 or
statement of use under §2.88. When
such an application is changed from
the Principal Register to the Supple-
mental Register, the effective filing
date of the application is the date of
the filing of the allegation of use under
section 1(c) or 1(d) of the Act.
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(¢c) In an application under section
66(a) of the Act, the applicant may not
amend the application to the Supple-
mental Register.

[64 FR 37593, Sept. 11, 1989, as amended at 68
FR 55765, Sept. 26, 2003]

§2.76 Amendment to allege use.

(a) When to file an amendment to allege
use. (1) An application under section
1(b) of the Act may be amended to al-
lege use of the mark in commerce
under section 1(c) of the Act at any
time between the filing of the applica-
tion and the date the examiner ap-
proves the mark for publication. There-
after, an allegation of use may be sub-
mitted only as a statement of use
under §2.88 after the issuance of a no-
tice of allowance under section 13(b)(2)
of the Act. An amendment to allege use
filed outside the time period specified
in this paragraph will not be reviewed.

(2)(1) For a trademark, service mark,
collective trademark, collective serv-
ice mark, and certification mark, an
amendment to allege use may be filed
only when the mark has been in use in
commerce on or in connection with all
the goods or services specified in the
application for which the applicant
will seek registration. For a collective
membership mark, an amendment to
allege use may be filed only when the
mark has been in use in commerce to
indicate membership in the collective
organization specified in the applica-
tion for which the applicant will seek
registration.

(ii) An amendment to allege use may
be accompanied by a request in accord-
ance with §2.87 to divide out from the
application the goods, services, or
classes not yet in use in commerce.

(b) A complete amendment to allege use.
A complete amendment to allege use
must include the following:

(1) A verified statement alleging:

(i) The applicant believes the appli-
cant is the owner of the mark;

(ii) The mark is in use in commerce;

(iii) The date of first use of the mark
anywhere on or in connection with the
goods or services, and/or to indicate
membership in the collective organiza-
tion specified in the application, and
the date of first use of the mark in
commerce. If the amendment to allege
use specifies more than one item of
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goods or services in a class, the dates
of use are required for only one item of
goods or services specified in that
class;

(iv) The goods, services, and/or na-
ture of the collective membership orga-
nization specified in the application;
and

(v) For a collective mark and certifi-
cation mark, the applicant is exer-
cising legitimate control over the use
in commerce of the mark.

(2) One specimen showing how the ap-
plicant, member, or authorized user
uses the mark in commerce. See §2.56
for the requirements for specimens;

(3) The fee per class required by §2.6;

(4) For a collective mark, the re-
quirements of §2.44(a)(4)(i)(A);

(5) For a certification mark, the re-
quirements of §2.45(a)(4)(1)(A)—(C); and

(6) The title “Amendment to Allege
Use” should appear at the top of the
first page of the document, if not filed
through TEAS.

(c) Minimum filing requirements for a
timely filed amendment to allege use. The
Office will review a timely filed amend-
ment to allege use to determine wheth-
er it meets the following minimum re-
quirements:

(1) The fee required by §2.6 for at
least one class;

(2) One specimen of the mark as used
in commerce; and

(3) The verified statement in para-
graph (b)(1)(ii) of this section.

(d) Deficiency mnotification. If the
amendment to allege use is filed within
the permitted time period but does not
meet the minimum requirements speci-
fied in paragraph (c) of this section, the
Office will notify the applicant of the
deficiency. The deficiency may be cor-
rected provided the mark has not been
approved for publication. If an accept-
able amendment to correct the defi-
ciency is not filed prior to approval of
the mark for publication, the amend-
ment will not be examined, and the ap-
plicant must instead file a statement
of use after the notice of allowance
issues.

(e) Notification of refusals and require-
ments. A timely filed amendment to al-
lege use that meets the minimum re-
quirements specified in paragraph (c)
of this section will be examined in ac-
cordance with §§2.61 through 2.69. If, as
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a result of the examination of the
amendment to allege use, the applicant
is found not entitled to registration for
any reason not previously stated, the
applicant will be notified and advised
of the reasons and of any formal re-
quirements or refusals. The notifica-
tion shall restate or incorporate by ref-
erence all unresolved refusals or re-
quirements previously stated. The
amendment to allege use may be
amended in accordance with §§2.59 and
2.71 through 2.75.

(f) Withdrawal. An amendment to al-
lege use may be withdrawn for any rea-
son prior to approval of a mark for
publication.

(g) Verification not filed within reason-
able time. If the verified statements in
paragraphs (b)(1)(ii) and, if applicable,
(b)(1)(v) of this section are not filed
within a reasonable time after they are
signed, the Office may require the ap-
plicant to submit substitute verified
statements attesting that the mark is
in use in commerce, and, if applicable,
the applicant is exercising legitimate
control over the use of the mark in
commerce.

(h) An amendment to allege use is not a
response but may include amendments.
The filing of an amendment to allege
use does not constitute a response to
any outstanding action by the exam-
iner. See §2.62. The amendment to al-
lege use may include amendments in
accordance with §§2.59 and 2.71 through
2.75.

(i) If the application is amended to con-
current use under §2.73, the amendment
to allege use must include a verified
statement modified in accordance with
§2.33(f), §2.44(d), or §2.45(d).

(3j) Multiple-class application. For the
requirements of a multiple-class appli-
cation, see §2.86.

[80 FR 33184, June 11, 2015]

§2.77 Amendments between notice of
allowance and statement of use.

(a) The only amendments that may
be entered in an application between
the issuance of the notice of allowance
and the submission of a statement of
use are:

(1) The deletion of specified goods or
services, or the entire description of
the nature of the collective member-

§2.81

ship organization, from the identifica-
tion;

(2) The deletion of a basis in a mul-
tiple-basis application; and

(3) A change of attorney or change of
address.

(b) Other amendments may be en-
tered during this period only with the
express permission of the Director,
after consideration on petition under
§2.146. If the Director determines that
the amendment requires review by the
examining attorney, the petition will
be denied and the amendment may be
resubmitted with the statement of use
in order for the applicant to preserve
its right to review.

[78 FR 67770, Nov. 17, 2008, as amended at 80
FR 2311, Jan. 16, 2015; 80 FR 33185, June 11,
2015]

PUBLICATION AND POST PUBLICATION

§2.80 Publication for opposition.

If, on examination or reexamination
of an application for registration on
the Principal Register, it appears that
the applicant is entitled to have his
mark registered, the mark will be pub-
lished in the Official Gazette for opposi-
tion. The mark will also be published
in the case of an application to be
placed in interference or concurrent
use proceedings, if otherwise reg-
istrable.

[41 FR 758, Jan. 5, 1976]

§2.81 Post publication.

(a) Except in an application under
section 1(b) of the Act for which no
amendment to allege use under §2.76
has been submitted and accepted, if no
opposition is filed within the time per-
mitted or all oppositions filed are dis-
missed, and if no interference is de-
clared and no concurrent use pro-
ceeding is instituted, the application
will be prepared for issuance of the cer-
tificate of registration as provided in
§2.151.

(b) In an application under section
1(b) of the Act for which no amendment
to allege use under §2.76 has been sub-
mitted and accepted, if no opposition is
filed within the time permitted or all
oppositions filed are dismissed, and if
no interference is declared, a notice of
allowance will issue. Thereafter, the
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applicant must submit a statement of
use as provided in §2.88.

[64 FR 37594, Sept. 11, 1989, as amended at 73
FR 67770, Nov. 17, 2008; 80 FR 2311, Jan. 16,
2015]

§2.82 Marks on Supplemental Register
published only upon registration.

In the case of an application for reg-
istration on the Supplemental Register
the mark will not be published for op-
position but if it appears, after exam-
ination or reexamination, that the ap-
plicant is entitled to have the mark
registered, a certificate of registration
will issue as provided in §2.151. The
mark will be published in the Official
Gaczette when registered.

[564 FR 37594, Sept. 11, 1989]

§2.83 Conflicting marks.

(a) Whenever an application is made
for registration of a mark which so re-
sembles another mark or marks pend-
ing registration as to be likely to cause
confusion or mistake or to deceive, the
mark with the earliest effective filing
date will be published in the Official
Gaczette for opposition if eligible for the
Principal Register, or issued a certifi-
cate of registration if eligible for the
Supplemental Register.

(b) In situations in which conflicting
applications have the same effective
filing date, the application with the
earliest date of execution will be pub-
lished in the Official Gazette for opposi-
tion or issued on the Supplemental
Register.

(c) Action on the conflicting applica-
tion which is not published in the Offi-
cial Gazette for opposition or not issued
on the Supplemental Register will be
suspended by the Examiner of Trade-
marks until the published or issued ap-
plication is registered or abandoned.

[37 FR 2880, Feb. 9, 1972, as amended at 54 FR
37594, Sept. 11, 1989]

§2.84 Jurisdiction over published ap-
plications.

(a) The trademark examining attor-
ney may exercise jurisdiction over an
application up to the date the mark is
published in the Official Gazette. After
publication of an application under
section 1(a), 44 or 66(a) of the Act, the
trademark examining attorney may,
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with the permission of the Director, ex-
ercise jurisdiction over the application.
After publication of an application
under section 1(b) of the Act, the trade-
mark examining attorney may exercise
jurisdiction over the application after
the issuance of the notice of allowance
under section 13(b)(2) of the Act. After
publication, and prior to issuance of a
notice of allowance in an application
under section 1(b), the trademark ex-
amining attorney may, with the per-
mission of the Director, exercise juris-
diction over the application.

(b) After publication, but before the
certificate of registration is issued in
an application under section 1(a), 44, or
66(a) of the Act, or before the notice of
allowance is issued in an application
under section 1(b) of the Act, an appli-
cation that is not the subject of an
inter partes proceeding before the
Trademark Trial and Appeal Board
may be amended if the amendment
meets the requirements of §§2.71, 2.72,
and 2.74. Otherwise, an amendment to
such an application may be submitted
only upon petition to the Director to
restore jurisdiction over the applica-
tion to the examining attorney for con-
sideration of the amendment and fur-
ther examination. The amendment of
an application that is the subject of an
inter partes proceeding before the
Trademark Trial and Appeal Board is
governed by §2.133.

[68 FR 55765, Sept. 26, 2003, as amended at 73
FR 67770, Nov. 17, 2008; 80 FR 2311, Jan. 16,
2015]

CLASSIFICATION

§2.85 Classification schedules.

(a) International classification system.
Section 6.1 of this chapter sets forth
the international system of classifica-
tion for goods and services, which ap-
plies for all statutory purposes to:

(1) Applications filed in the Office on
or after September 1, 1973, and result-
ing registrations; and

(2) Registrations resulting from ap-
plications filed on or before August 31,
1973, that have been amended to adopt
international classification pursuant
to §2.85(e)(3).

(b) Prior United States classification
system. Section 6.2 of this chapter sets
forth the prior United States system of
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classification for goods and services,
which applies for all statutory pur-
poses to registrations resulting from
applications filed on or before August
31, 1973, unless:

(1) The registration has been amend-
ed to adopt international classification
pursuant to §2.85(e)(3); or

(2) The registration was issued under
a classification system prior to that
set forth in §6.2.

(c) Certification marks and collective
membership marks. Sections 6.3 and 6.4
specify the system of classification
which applies to certification marks
and collective membership marks in
applications based on sections 1 and 44
of the Act, and to registrations result-
ing from applications based on sections
1 and 44. These sections do not apply to
applications under section 66(a) or to
registered extensions of protection.

(d) Section 66(a) applications and reg-
istered extensions of protection. In an ap-
plication under section 66(a) of the Act
or registered extension of protection,
the classification cannot be changed
from the classification assigned by the
International Bureau of the World In-
tellectual Property Organization, un-
less the International Bureau corrects
the classification. Classes cannot be
added, and goods or services cannot be
transferred from one class to another
in a multiple-class application.

(e) Changes to Nice Agreement. The
international classification system
changes periodically, pursuant to the
Nice Agreement Concerning the Inter-
national Classification of Goods and
Services for the Purposes of the Reg-
istration of Marks. These changes are
listed in the International Classification
of Goods and Services for the Purposes of
the Registration of Marks, which is pub-
lished by the World Intellectual Prop-
erty Organization.

(1) If international classification
changes pursuant to the Nice Agree-
ment, the new classification applies
only to applications filed on or after
the effective date of the change.

(2) In a section 1 or section 44 appli-
cation filed before the effective date of
a change to the Nice Agreement, the
applicant may amend the application
to comply with the requirements of the
current edition. The applicant must
comply with the current edition for all

§2.86

goods or services identified in the ap-
plication. The applicant must pay the
fees for any added class(es).

(3) In a registration resulting from a
section 1 or section 44 application that
was filed before the effective date of a
change to the Nice Agreement, the
owner may amend the registration to
comply with the requirements of the
current edition. The owner must re-
classify all goods or services identified
in the registration to the current edi-
tion. The owner must pay the fee re-
quired by §2.6 for amendments under
section 7 of the Act. The owner may re-
classify registrations from multiple
United States classes (§2.85(b)) into a
single international classification,
where appropriate.

(f) Classification schedules shall not
limit or extend the applicant’s rights,
except that in a section 66(a) applica-
tion, the scope of the identification of
goods or services for purposes of per-
missible amendments (see §2.71(a)) is
limited by the class, pursuant to
§2.85(d).

[73 FR 67770, Nov. 17, 2008]

§2.86

(a) In a single application for a trade-
mark, service mark, and/or collective
mark, an applicant may apply to reg-
ister the same mark for goods, serv-
ices, and/or a collective membership
organization in multiple classes. In a
multiple-class application, the appli-
cant must satisfy the following, in ad-
dition to the application requirements
of §2.32 for a trademark or service
mark, and §2.44 for collective marks:

(1) For an application filed under sec-
tion 1 or 44 of the Act, identify the
goods or services in each international
class and/or the nature of the collective
membership organization in U.S. Class
200; for applications filed under section
66(a) of the Act, identify the goods,
services, and/or the nature of the col-
lective membership organization in
each international class assigned by
the International Bureau in the cor-
responding international registration;

(2) Submit the application filing fee
required by §2.6 for each class; and

(3) Include either dates of use and one
specimen for each class based on sec-
tion 1(a) of the Act; or a statement

Multiple-class applications.
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that the applicant has a bona fide in-
tention to use the mark in commerce,
for a trademark or service mark, or a
statement that the applicant has a
bona fide intention, and is entitled, to
exercise legitimate control over the
use of the mark in commerce, for col-
lective marks, for each class based on
section 1(b), 44, or 66(a) of the Act.
When requested by the Office, addi-
tional specimens must be provided.

(b) In a single application for a certifi-
cation mark, an applicant may apply to
register the same certification mark
for goods and services. In such case,
the applicant must satisfy the fol-
lowing, in addition to the application
requirements of §2.45:

(1) For an application filed under sec-
tion 1 or 44 of the Act, identify the
goods in U.S. Class A and the services
in U.S. Class B; for applications filed
under section 66(a) of the Act, identify
the goods and services in each inter-
national class assigned by the Inter-
national Bureau in the corresponding
international registration;

(2) Submit the application filing fee
required by §2.6 for both classes; and

(3) Include either dates of use and one
specimen for each class based on sec-
tion 1(a) of the Act; or a statement
that the applicant has a bona fide in-
tention, and is entitled, to exercise le-
gitimate control over the use of the
mark in commerce for each class based
on section 1(b), 44, or 66(a) of the Act.
When requested by the Office, addi-
tional specimens must be provided.

(c) In a single application, both sec-
tion 1(a) and 1(b) of the Act may not be
claimed for identical goods or services.

(d) In a single application based on
section 1 or 44 of the Act, goods or
services in U.S. Classes A and/or B may
not be combined with either goods or
services in any international class or
with a collective membership organiza-
tion in U.S. Class 200; and in a single
application based on section 66(a) of
the Act, a certification mark applica-
tion may not be combined with goods,
services, or a collective membership
organization in any international
class. See §2.45(f).

(e) An amendment to allege use
under §2.76 or a statement of use under
§2.88 for multiple classes must include,
for each class, the required fee, dates of
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use, and one specimen. When requested
by the Office, additional specimens
must be provided. The applicant may
not file an amendment to allege use or
a statement of use until the applicant
has used the mark on or in connection
with all the goods, services, or classes,
unless the applicant also files a request
to divide under §2.87.

(f) The Office will issue a single cer-
tificate of registration for the mark,
unless the applicant files a request to
divide under §2.87.

[80 FR 33185, June 11, 2015]

§2.87 Dividing an application.

(a) Application may be divided. An ap-
plication may be divided into two or
more separate applications upon the
payment of a fee for each new applica-
tion created and submission by the ap-
plicant of a request in accordance with
paragraph (d) of this section.

(b) Fee. In the case of a request to di-
vide out one or more entire classes
from an application, only the fee for di-
viding an application as set forth in
§2.6(a)(19) will be required. However, in
the case of a request to divide out
some, but not all, of the goods or serv-
ices in a class, the applicant must sub-
mit the application filing fee as set
forth in §2.6(a)(1) for each new separate
application to be created by the divi-
sion, in addition to the fee for dividing
an application.

(c) Time for filing. (1) A request to di-
vide an application may be filed at any
time between the application filing
date and the date on which the trade-
mark examining attorney approves the
mark for publication; or during an op-
position, concurrent use, or inter-
ference proceeding, upon motion grant-
ed by the Trademark Trial and Appeal
Board.

(2) In an application under section
1(b) of the Act, a request to divide may
also be filed with a statement of use
under §2.88 or at any time between the
filing of a statement of use and the
date on which the trademark exam-
ining attorney approves the mark for
registration.

(3) In a multiple-basis application, a
request to divide out goods or services
having a particular basis may also be
filed during the period between the
issuance of the notice of allowance
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under section 13(b)(2) of the Act and
the filing of a statement of use under
§2.88.

(d) Form. A request to divide an appli-
cation should be made in a separate
document from any other amendment
or response in the application. The
title “Request to Divide Application”
should appear at the top of the first
page of the document.

(e) Outstanding time periods apply to
newly created applications. Any time pe-
riod for action by the applicant which
is outstanding in the original applica-
tion at the time of the division will
apply to each separate new application
created by the division, except as fol-
lows:

(1) If an Office action pertaining to
less than all the classes in a multiple-
class application is outstanding, and
the applicant files a request to divide
out the goods, services, and/or class(es)
to which the Office action does not per-
tain before the response deadline, a re-
sponse to the Office action is not due in
the new (child) application(s) created
by the division of the application;

(2) If an Office action pertaining to
less than all the bases in a multiple-
basis application is outstanding, and
the applicant files a request to divide
out the goods/services having the basis
or bases to which the Office action does
not pertain before the response dead-
line, a response to the Office action is
not due in the new (child) applica-
tion(s) created by the division of the
application; or

(3) In a multiple-basis application in
which a notice of allowance has issued,
if the applicant files a request to divide
out the goods/services having the basis
or bases to which the notice of allow-
ance does not pertain before the dead-
line for filing the statement of use, the
new (child) applications created by the
division are not affected by the notice
of allowance.

(f) Signature. The request to divide
must be signed by the applicant, some-
one with legal authority to bind the
applicant (e.g., a corporate officer or
general partner of a partnership), or a
practitioner who meets the require-
ments of §11.14, in accordance with the
requirements of §2.193(e)(2).

(g) Section 66(a) applications—change
of ownership with respect to some but not

§2.88

all of the goods or services. (1) When the
International Bureau of the World In-
tellectual Property Organization noti-
fies the Office that an international
registration has been divided as the re-
sult of a change of ownership with re-
spect to some but not all of the goods
or services, the Office will construe the
International Bureau’s notice as a re-
quest to divide. The Office will record
the partial change of ownership in the
Assignment Services Branch, and di-
vide out the assigned goods/services
from the original (parent) application.
The Office will create a new (child) ap-
plication serial number, and enter the
information about the new application
in its automated records.

(2) To obtain a certificate of registra-
tion in the name of the new owner for
the goods/services that have been di-
vided out, the new owner must pay the
fee(s) for the request to divide, as re-
quired by §2.6 and paragraph (b) of this
section. The examining attorney will
issue an Office action in the child ap-
plication requiring the new owner to
pay the required fee(s). If the owner of
the child application fails to respond,
the child application will be aban-
doned. It is not necessary for the new
owner to file a separate request to di-
vide.

(3) The Office will not divide a sec-
tion 66(a) application based upon a
change of ownership unless the Inter-
national Bureau notifies the Office
that the international registration has
been divided.

[73 FR 67771, Nov. 17, 2008, as amended at 74
FR 54908, Oct. 26, 2009]

POST NOTICE OF ALLOWANCE

§2.88 Statement of use after notice of
allowance.

(a) When to file a statement of use. (1)
In an application under section 1(b) of
the Act, a statement of use, required
under section 1(d) of the Act, must be
filed within six months after issuance
of a notice of allowance under section
13(b)(2) of the Act, or within an exten-
sion of time granted under §2.89. A
statement of use filed prior to issuance
of a notice of allowance is premature
and will not be reviewed.
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(2)(iQ) For a trademark, service mark,
collective trademark, collective serv-
ice mark, and certification mark, a
statement of use may be filed only
when the mark has been in use in com-
merce on or in connection with all the
goods or services specified in the notice
of allowance for which the applicant
will seek registration in that applica-
tion. For a collective membership
mark, a statement of use may be filed
only when the mark has been in use in
commerce to indicate membership in
the collective membership organiza-
tion specified in the notice of allow-
ance for which the applicant will seek
registration in that application.

(i) A statement of use may be ac-
companied by a request in accordance
with §2.87 to divide out from the appli-
cation the goods, services, or classes
not yet in use in commerce.

(b) A complete statement of use. A com-
plete statement of use must include
the following:

(1) A verified statement alleging:

(i) The applicant believes the appli-
cant is the owner of the mark;

(ii) The mark is in use in commerce;

(iii) The date of first use of the mark
anywhere on or in connection with the
goods, services, and/or to indicate
membership in the collective organiza-
tion specified in the application, and
the date of first use of the mark in
commerce. If the statement of use
specifies more than one item of goods
or services in a class, the dates of use
are required for only one item of goods
or services specified in that class;

(iv) The goods, services, and/or na-
ture of the collective membership orga-
nization specified in the notice of al-
lowance. The goods or services speci-
fied in a statement of use must con-
form to those goods or services speci-
fied in the notice of allowance for
trademark, service mark, collective
trademark, collective service mark, or
certification mark applications. Any
goods or services specified in the notice
of allowance that are omitted from the
identification of goods or services in
the statement of use will be presumed
to be deleted and the deleted goods or
services may not be reinserted in the
application. For collective membership
mark applications, the description of
the nature of the collective member-
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ship organization in the statement of
use must conform to that specified in
the notice of allowance; and

(v) For a collective mark and certifi-
cation mark, the applicant is exer-
cising legitimate control over the use
in commerce of the mark;

(2) One specimen showing how the ap-
plicant, member, or authorized user
uses the mark in commerce. See §2.56
for the requirements for specimens;

(3) Fee(s). The fee required by §2.6 per
class. The applicant must pay a filing
fee sufficient to cover at least one class
within the statutory time for filing the
statement of use, or the application
will be abandoned. If the applicant sub-
mits a fee insufficient to cover all the
classes in a multiple-class application,
the applicant should specify the classes
to be abandoned. If the applicant time-
ly submits a fee sufficient to pay for at
least one class, but insufficient to
cover all the classes, and the applicant
has not specified the class(es) to be
abandoned, the Office will issue a no-
tice granting the applicant additional
time to submit the fee(s) for the re-
maining class(es) or to specify the
class(es) to be abandoned. If the appli-
cant does not submit the required
fee(s) or specify the class(es) to be
abandoned within the set time period,
the Office will apply the fees paid, be-
ginning with the lowest numbered
class, in ascending order. The Office
will delete the class(es) not covered by
the fees submitted;

(4) For a collective mark, the re-
quirements of §2.44(a)(4)(i)(A);

(5) For a certification mark, the re-
quirements of §2.45(a)(4)(i)(A) through
(C); and

(6) The title ‘‘Statement of Use”
should appear at the top of the first
page of the document, if not filed
through TEAS.

(c) Minimum filing requirements for a
timely filed statement of use. The Office
will review a timely filed statement of
use to determine whether it meets the
following minimum requirements:

(1) The fee required by §2.6 for at
least one class;

(2) One specimen of the mark as used
in commerce; and

(3) The verified statement in para-
graph (b)(1)(ii) of this section. If this
verified statement 1is unsigned or

296



U.S. Patent and Trademark Office, Commerce

signed by the wrong party, the appli-
cant must submit a substitute verified
statement on or before the statutory
deadline for filing the statement of
use.

(d) Deficiency notification. If the state-
ment of use is filed within the per-
mitted time period but does not meet
the minimum requirements specified in
paragraph (c) of this section, the Office
will notify the applicant of the defi-
ciency. If the time permitted for the
applicant to file a statement of use has
not expired, the applicant may correct
the deficiency.

(e) Notification of refusals and require-
ments. A timely filed statement of use
that meets the minimum requirements
specified in paragraph (c) of this sec-
tion will be examined in accordance
with §§2.61 through 2.69. If, as a result
of the examination of the statement of
use, the applicant is found not entitled
to registration, the applicant will be
notified and advised of the reasons and
of any formal requirements or refusals.
The statement of use may be amended
in accordance with §§2.59 and 2.71
through 2.75.

(f) Statement of use may not be with-
drawn. The applicant may not with-
draw a timely filed statement of use to
return to the previous status of await-
ing submission of a statement of use,
regardless of whether it is in compli-
ance with paragraph (c) of this section.

(g) Verification not filed within reason-
able time. If the verified statements in
paragraphs (b)(1)(ii) and, if applicable,
(b)(1)(v) of this section are not filed
within a reasonable time after they are
signed, the Office may require the ap-
plicant to submit substitute verified
statements attesting that the mark is
in use in commerce, and, if applicable,
the applicant is exercising legitimate
control over the use of the mark in
commerce.

(h) Amending the application. The
statement of use may include amend-
ments in accordance with §§2.51, 2.59,
and 2.71 through 2.75.

(1) Concurrent use. If the application
is amended to concurrent use under
§2.73, the statement of use must in-
clude a verified statement modified in
accordance with §2.33(f), §2.44(d), or
§2.45(d).

§2.89

(j) Multiple-class application. For the
requirements of a multiple-class appli-
cation, see §2.86.

(k) Abandonment. The failure to time-
ly file a statement of use which meets
the minimum requirements specified in
paragraph (c) of this section shall re-
sult in the abandonment of the applica-
tion.

[80 FR 33185, June 11, 2015]

§2.89 Extensions of time for filing a
statement of use.

(a) First extension request after
issuance of notice of allowance. The ap-
plicant may request a six-month exten-
sion of time to file the statement of
use required by §2.88. The extension re-
quest must be filed within six months
of the date of issuance of the notice of
allowance under section 13(b)(2) of the
Act and must include the following:

(1) A written request for an extension
of time to file the statement of use;

(2) The fee required by §2.6 per class.
The applicant must pay a filing fee suf-
ficient to cover at least one class with-
in the statutory time for filing the ex-
tension request, or the request will be
denied. If the applicant submits a fee
insufficient to cover all the classes in a
multiple-class application, the appli-
cant should specify the classes to be
abandoned. If the applicant timely sub-
mits a fee sufficient to pay for at least
one class, but insufficient to cover all
the classes, and the applicant has not
specified the class(es) to be abandoned,
the Office will issue a notice granting
the applicant additional time to sub-
mit the fee(s) for the remaining class-
es, or specify the class(es) to be aban-
doned. If the applicant does not submit
the required fee(s) or specify the
class(es) to be abandoned within the
set time period, the Office will apply
the fees paid, beginning with the low-
est numbered class, in ascending order.
The Office will delete the class(es) not
covered by the fees submitted; and

(3) A verified statement that the ap-
plicant has a continued bona fide in-
tention to use the mark in commerce,
specifying the relevant goods or serv-
ices, for trademarks or service marks;
or that the applicant has a continued
bona fide intention, and is entitled, to
exercise legitimate control over the
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use of the mark in commerce, speci-
fying the relevant goods, services, or
collective membership organization,
for collective marks or certification
marks. If this verified statement is un-
signed or signed by the wrong party,
the applicant must submit a substitute
verified statement within six months
of the date of issuance of the notice of
allowance.

(b) Subsequent extension requests. Be-
fore the expiration of the previously
granted extension of time, the appli-
cant may request further six-month ex-
tensions of time to file the statement
of use by submitting the following:

(1) A written request for an extension
of time to file the statement of use;

(2) The requirements of paragraph
(a)(2) of this section for a fee;

(3) A verified statement that the ap-
plicant has a continued bona fide in-
tention to use the mark in commerce,
specifying the relevant goods or serv-
ices, for trademarks or service marks;
or that the applicant has a continued
bona fide intention, and is entitled, to
exercise legitimate control over the
use of the mark in commerce, speci-
fying the relevant goods, services, or
collective membership organization,
for collective marks or certification
marks. If this verified statement is un-
signed or signed by the wrong party,
the applicant must submit a substitute
verified statement before the expira-
tion of the previously granted exten-
sion; and

(4) A showing of good cause, as speci-
fied in paragraph (d) of this section.

(c) Four subsequent extension requests
permitted. Extension requests specified
in paragraph (b) of this section will be
granted only in six-month increments
and may not aggregate more than 24
months total.

(d) Good cause. A showing of good
cause must include:

(1) For a trademark or service mark,
a statement of the applicant’s ongoing
efforts to make use of the mark in
commerce on or in connection with
each of the relevant goods or services.
Those efforts may include product or
service research or development, mar-
ket research, manufacturing activities,
promotional activities, steps to acquire
distributors, steps to obtain govern-
mental approval, or other similar ac-
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tivities. In the alternative, the appli-
cant must submit a satisfactory expla-
nation for the failure to make efforts
to use the mark in commerce.

(2) For a collective mark, a state-
ment of ongoing efforts to make use of
the mark in commerce by members on
or in connection with each of the rel-
evant goods or services or in connec-
tion with the applicant’s collective
membership organization. Those ef-
forts may include the development of
standards, the steps taken to acquire
members such as marketing and pro-
motional activities targeted to poten-
tial members, training members re-
garding the standards, or other similar
activities. In the alternative, the appli-
cant must submit a satisfactory expla-
nation for the failure to make efforts
for applicant’s members to use the
mark in commerce.

(3) For a certification mark, a state-
ment of ongoing efforts to make use of
the mark in commerce by authorized
users on or in connection with each of
the relevant goods or services. Those
efforts may include the development of
certification standards, steps taken to
obtain governmental approval or ac-
quire authorized users, marketing and
promoting the recognition of the cer-
tification program or of the goods or
services that meet the certification
standards of the applicant, training au-
thorized users regarding the standards,
or other similar activities. In the alter-
native, the applicant must submit a
satisfactory explanation for the failure
to make efforts for applicant’s author-
ized users to use the mark in com-
merce.

(e) Extension request filed in conjunc-
tion with or after a statement of use. (1)
An applicant may file one request for a
six-month extension of time for filing a
statement of use when filing a state-
ment of use or after filing a statement
of use if time remains in the existing
six-month period in which the state-
ment of use was filed, provided that the
time requested would not extend be-
yond 36 months from the date of
issuance of the notice of allowance.
Thereafter, applicant may not request
any further extensions of time.

(2) A request for an extension of time
that is filed under paragraph (e)(1) of
this section, must comply with all the
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requirements of paragraph (a) of this
section, if it is an applicant’s first ex-
tension request, or paragraph (b) of
this section, if it is a second or subse-
quent extension request. However, in a
request under paragraph (b) of this sec-
tion, an applicant may satisfy the re-
quirement for a showing of good cause
by asserting the applicant believes the
applicant has made valid use of the
mark in commerce, as evidenced by the
submitted statement of use, but that if
the statement of use is found by the Of-
fice to be fatally defective, the appli-
cant will need additional time in which
to file a new statement of use.

(f) Goods or services. For trademark,
service mark, collective trademark,
collective service mark, or certifi-
cation mark applications, the goods or
services specified in a request for an
extension of time for filing a statement
of use must conform to those goods or
services specified in the notice of al-
lowance. Any goods or services speci-
fied in the notice of allowance that are
omitted from the identification of
goods or services in the request for ex-
tension of time will be presumed to be
deleted and the deleted goods or serv-
ices may not thereafter be reinserted
in the application. For collective mem-
bership mark applications, the descrip-
tion of the nature of the collective
membership organization in the re-
quest for extension of time must con-
form to that set forth in the notice of
allowance.

(g) Notice of grant or denial. The appli-
cant will be notified of the grant or de-
nial of a request for an extension of
time, and of the reasons for a denial.
Failure to notify the applicant of the
grant or denial of the request prior to
the expiration of the existing period or
requested extension does not relieve
the applicant of the responsibility of
timely filing a statement of use under
§2.88. If, after denial of an extension re-
quest, there is time remaining in the
existing six-month period for filing a
statement of use, applicant may sub-
mit a substitute request for extension
of time to correct the defects of the
prior request. Otherwise, the only re-
course available after denial of a re-
quest for an extension of time is to file
a petition to the Director in accord-
ance with §2.66 or §2.146. A petition

§2.91

from the denial of an extension request
must be filed within two months of the
date of issuance of the denial of the re-
quest. If the petition is granted, the
term of the requested six-month exten-
sion that was the subject of the peti-
tion will run from the date of expira-
tion of the previously existing six-
month period for filing a statement of
use.

(h) Verification not filed within reason-
able time. If the verified statement in
paragraph (a)(3) or (b)(3) of this section
is not filed within a reasonable time
after it is signed, the Office may re-
quire the applicant to submit a sub-
stitute verified statement attesting
that the applicant has a continued
bona fide intention to use the mark in
commerce, for trademarks or service
marks; or that the applicant has a con-
tinued bona fide intention, and is enti-
tled, to exercise legitimate control
over the use of the mark in commerce,
for collective marks or certification
marks.

[80 FR 33186, June 11, 2015]

INTERFERENCES AND CONCURRENT USE
PROCEEDINGS

AUTHORITY: Secs. 2.91 to 2.99 also issued
under secs. 16, 17, 60 Stat. 434; 15 U.S.C. 1066,
1067.

§2.91 Declaration of interference.

(a) An interference will not be de-
clared between two applications or be-
tween an application and a registration
except upon petition to the Director.
Interferences will be declared by the
Director only upon a showing of ex-
traordinary circumstances which
would result in a party being unduly
prejudiced without an interference. In
ordinary circumstances, the avail-
ability of an opposition or cancellation
proceeding to the party will be deemed
to remove any undue prejudice.

(b) Registrations and applications to
register on the Supplemental Register,
registrations under the Act of 1920, and
registrations of marks the right to use
of which has become incontestable are
not subject to interference.

[37 FR 2881, Feb. 9, 1972, as amended at 54 FR
34897, Aug. 22, 1989]
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§2.92 Preliminary to interference.

An interference which has been de-
clared by the Director will not be insti-
tuted by the Trademark Trial and Ap-
peal Board until the examining attor-
ney has determined that the marks
which are to form the subject matter of
the controversy are registrable, and all
of the marks have been published in
the Official Gazette for opposition.

[81 FR 69971, Oct. 7, 2016]

§2.93 Institution of interference.

An interference is instituted by the
issuance of a notice of interference to
the parties. The notice shall be sent to
each applicant, in care of the appli-
cant’s attorney or other representative
of record, if any, and if one of the par-
ties is a registrant, the notice shall be
sent to the registrant or the reg-
istrant’s assignee of record. The notice
shall give the name and address of
every adverse party and of the adverse
party’s attorney or other authorized
representative, if any, together with
the serial number and date of filing and
publication of each of the applications,
or the registration number and date of
issuance of each of the registrations,
involved.

[73 FR 67772, Nov. 17, 2008]
§§2.94-2.95 [Reserved]

§2.96 Issue; burden of proof.

The issue in an interference between
applications is normally priority of
use, but the rights of the parties to
registration may also be determined.
The party whose application involved
in the interference has the latest filing
date is the junior party and has the
burden of proof. When there are more
than two parties to an interference, a
party shall be a junior party to and
shall have the burden of proof as
against every other party whose appli-
cation involved in the interference has
an earlier filing date. If the involved
applications of any parties have the
same filing date, the application with
the latest date of execution will be
deemed to have the latest filing date
and that applicant will be the junior
party. The issue in an interference be-
tween an application and a registration
shall be the same, but in the event the
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final decision is adverse to the reg-
istrant, a registration to the applicant
will not be authorized so long as the
interfering registration remains on the
register.

[48 FR 23135, May 23, 1983; 48 FR 27225, June
14, 1983]

§2.97 [Reserved]

§2.98 Adding party to interference.

A party may be added to an inter-
ference only upon petition to the Di-
rector by that party. If an application
which is or might be the subject of a
petition for addition to an interference
is not added, the examining attorney
may suspend action on the application
pending termination of the inter-
ference proceeding.

[48 FR 23135, May 23, 1983, as amended at 81
FR 69971, Oct. 7, 2016]

§2.99 Application to register as con-
current user.

(a) An application for registration as
a lawful concurrent user will be exam-
ined in the same manner as other ap-
plications for registration.

(b) If it appears that the applicant is
entitled to have the mark registered,
subject to a concurrent use proceeding,
the mark will be published in the Offi-
cial Gazette as provided by §2.80.

(c) If no opposition is filed, or if all
oppositions that are filed are dismissed
or withdrawn, the Trademark Trial and
Appeal Board will send a notice of in-
stitution to the applicant for concur-
rent use registration (plaintiff) and to
each applicant, registrant or user spec-
ified as a concurrent user in the appli-
cation (defendants). The notice for
each defendant shall state the name
and address of the plaintiff and of the
plaintiff’s attorney or other authorized
representative, if any, together with
the serial number and filing date of the
application. If a party has provided the
Office with an email address, the no-
tice may be transmitted via email.

(d)(1) The Board’s notice of institu-
tion will include a web link or web ad-
dress to access the concurrent use ap-
plication proceeding contained in Of-
fice records.

(2) An answer to the notice is not re-
quired in the case of an applicant or
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registrant whose application or reg-
istration is acknowledged by the con-
current use applicant in the concurrent
use application, but a statement, if de-
sired, may be filed within forty days
after the issuance of the notice; in the
case of any other party specified as a
concurrent user in the application, an
answer must be filed within forty days
after the issuance of the notice.

(3) If an answer, when required, is not
filed, judgment will be entered pre-
cluding the defaulting user from claim-
ing any right more extensive than that
acknowledged in the application(s) for
concurrent use registration, but the
burden of proving entitlement to reg-
istration(s) will remain with the con-
current use applicant(s).

(e) The applicant for a concurrent use
registration has the burden of proving
entitlement thereto. If there are two or
more applications for concurrent use
registration involved in a proceeding,
the party whose application has the
latest filing date is the junior party. A
party whose application has a filing
date between the filing dates of the
earliest involved application and the
latest involved application is a junior
party to every party whose involved
application has an earlier filing date. If
any applications have the same filing
date, the application with the latest
date of execution will be deemed to
have the latest filing date and that ap-
plicant will be the junior party. A per-
son specified as an excepted user in a
concurrent use application but who has
not filed an application shall be consid-
ered a party senior to every party that
has an application involved in the pro-
ceeding.

(f) When a concurrent use registra-
tion is sought on the basis that a court
of competent jurisdiction has finally
determined that the parties are enti-
tled to use the same or similar marks
in commerce, a concurrent use reg-
istration proceeding will not be insti-
tuted if all of the following conditions
are fulfilled:

(1) The applicant is entitled to reg-
istration subject only to the concur-
rent lawful use of a party to the court
proceeding; and

(2) The court decree specifies the
rights of the parties; and

§2.101

(3) A true copy of the court decree is
submitted to the examining attorney;
and

(4) The concurrent use application
complies fully and exactly with the
court decree; and

(5) The excepted use specified in the
concurrent use application does not in-
volve a registration, or any involved
registration has been restricted by the
Director in accordance with the court
decree.

If any of the conditions specified in
this paragraph is not satisfied, a con-
current use registration proceeding
shall be prepared and instituted as pro-
vided in paragraphs (a) through (e) of
this section.

(g) Registrations and applications to
register on the Supplemental Register
and registrations under the Act of 1920
are not subject to concurrent use reg-
istration proceedings. Applications
under section 1(b) of the Act of 1946 are
subject to concurrent use registration
proceedings only after the applicant
files an acceptable allegation of use
under §2.76 or §2.88. Applications based
solely on section 44 or section 66(a) of
the Act are not subject to concurrent
use registration proceedings.

(h) The Trademark Trial and Appeal
Board will consider and determine con-
current use rights only in the context
of a concurrent use registration pro-
ceeding.

[48 FR 23135, May 23, 1983; 48 FR 27225, 27226,
June 14, 1983, as amended at 54 FR 37596,
Sept. 11, 1989; 72 FR 42258, Aug. 1, 2007; 73 FR
67772, Nov. 17, 2008; 81 FR 69971, Oct. 7, 2016]

OPPOSITION

AUTHORITY: Secs. 2.101 to 2.106 also issued
under secs. 13, 17, 60 Stat. 433, 434; 15 U.S.C.
1063, 1067.

§2.101 Filing an opposition.

(a) An opposition proceeding is com-
menced by filing in the Office a timely
notice of opposition with the required
fee.

(b) Any person who believes that he,
she or it would be damaged by the reg-
istration of a mark on the Principal
Register may file an opposition ad-
dressed to the Trademark Trial and
Appeal Board. The opposition need not
be verified, but must be signed by the
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opposer or the opposer’s attorney, as
specified in §11.1 of this chapter, or
other authorized representative, as
specified in §11.14(b) of this chapter.
Electronic signatures pursuant to
§2.193(c) are required for oppositions
filed through ESTTA under paragraph
(b)(1) or (2) of this section.

(1) An opposition to an application
must be filed by the due date set forth
in paragraph (c) of this section through
ESTTA.

(2) In the event that ESTTA is un-
available due to technical problems, or
when extraordinary circumstances are
present, an opposition against an appli-
cation based on Section 1 or 44 of the
Act may be filed in paper form. A paper
opposition to an application based on
Section 1 or 44 of the Act must be filed
by the due date set forth in paragraph
(c) of this section and be accompanied
by a Petition to the Director under
§2.146, with the fees therefor and the
showing required under this paragraph.
Timeliness of the paper submission will
be determined in accordance with
§§2.195 through 2.198.

(3) An opposition to an application
based on Section 66(a) of the Act must
be filed through ESTTA and may not
under any circumstances be filed in
paper form.

(c) The opposition must be filed with-
in thirty days after publication (§2.80)
of the application being opposed or
within an extension of time (§2.102) for
filing an opposition. The opposition
must be accompanied by the required
fee for each party joined as opposer for
each class in the application for which
registration is opposed (see §2.6).

(d) An otherwise timely opposition
cannot be filed via ESTTA unless the
opposition is accompanied by a fee that
is sufficient to pay in full for each
named party opposer to oppose the reg-
istration of a mark in each class speci-
fied in the opposition. A paper opposi-
tion that is not accompanied by the re-
quired fee sufficient to pay in full for
each named party opposer for each
class in the application for which reg-
istration is opposed may not be insti-
tuted. If time remains in the opposi-
tion period as originally set or as ex-
tended by the Board, the potential op-
poser may resubmit the opposition
with the required fee.
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(e) The filing date of an opposition is
the date of electronic receipt in the Of-
fice of the notice of opposition, and re-
quired fee. In the rare instances that
filing by paper is permitted under these
rules, the filing date will be deter-
mined in accordance with §§2.195
through 2.198.

[81 FR 69971, Oct. 7, 2016]

§2.102 Extension of time for filing an
opposition.

(a) Any person who believes that he,
she or it would be damaged by the reg-
istration of a mark on the Principal
Register may file a request with the
Trademark Trial and Appeal Board to
extend the time for filing an opposi-
tion. The request need not be verified,
but must be signed by the potential op-
poser or by the potential opposer’s at-
torney, as specified in §11.1 of this
chapter, or authorized representative,
as specified in §11.14(b) of this chapter.
Electronic signatures pursuant to
§2.193(c) are required for electronically
filed extension requests.

(1) A request to extend the time for
filing an opposition to an application
must be filed through ESTTA by the
opposition due date set forth in
§2.101(c). In the event that ESTTA is
unavailable due to technical problems,
or when extraordinary circumstances
are present, a request to extend the op-
position period for an application based
on Section 1 or 44 of the Act may be
filed in paper form by the opposition
due date set forth in §2.101(c). A re-
quest to extend the opposition period
for an application based on Section
66(a) of the Act must be filed through
ESTTA and may not under any cir-
cumstances be filed in paper form.

(2) A paper request to extend the op-
position period for an application based
on Section 1 or 44 of the Act must be
filed by the due date set forth in
§2.101(c) and be accompanied by a Peti-
tion to the Director under §2.146, with
the fees therefor and the showing re-
quired under paragraph (a)(1) of this
section. Timeliness of the paper sub-
mission will be determined in accord-
ance with §§2.195 through 2.198.

(b) A request to extend the time for
filing an opposition must identify the
potential opposer with reasonable cer-
tainty. Any opposition filed during an
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extension of time must be in the name
of the person to whom the extension
was granted, except that an opposition
may be accepted if the person in whose
name the extension was requested was
misidentified through mistake or if the
opposition is filed in the name of a per-
son in privity with the person who re-
quested and was granted the extension
of time.

(c) The time for filing an opposition
shall not be extended beyond 180 days
from the date of publication. Any re-
quest to extend the time for filing an
opposition must be filed before thirty
days have expired from the date of pub-
lication or before the expiration of a
previously granted extension of time,
as appropriate. Requests to extend the
time for filing an opposition must be
filed as follows:

(1) A person may file a first request
for:

(i) Either a thirty-day extension of
time, which will be granted upon re-
quest; or

(ii) A ninety-day extension of time,
which will be granted only for good
cause shown. A sixty-day extension is
not available as a first extension of
time to oppose.

(2) If a person was granted an initial
thirty-day extension of time, that per-
son may file a request for an additional
sixty-day extension of time, which will
be granted only for good cause shown.

(3) After receiving one or two exten-
sions of time totaling ninety days, a
person may file one final request for an
extension of time for an additional
sixty days. No other time period will be
allowed for a final extension of the op-
position period. The Board will grant
this request only upon written consent
or stipulation signed by the applicant
or its authorized representative, or a
written request by the potential op-
poser or its authorized representative
stating that the applicant or its au-
thorized representative has consented
to the request, or a showing of extraor-
dinary circumstances. No further ex-
tensions of time to file an opposition
will be granted under any cir-
cumstances.

(d) The filing date of a request to ex-
tend the time for filing an opposition is
the date of electronic receipt in the Of-
fice of the request. In the rare instance

§2.105

that filing by paper is permitted under
these rules, the filing date will be de-
termined in accordance with §§2.195
through 2.198.

(e) [Reserved]

[68 FR 55765, Sept. 26, 2003, as amended at 73
FR 47685, Aug. 14, 2008; 74 FR 54909, Oct. 26,
2009; 81 FR 69972, Oct. 7, 2016]

§2.103 [Reserved]

§2.104 Contents of opposition.

(a) The opposition must set forth a
short and plain statement showing why
the opposer believes he, she or it would
be damaged by the registration of the
opposed mark and state the grounds for
opposition. ESTTA requires the op-
poser to select relevant grounds for op-
position. The required accompanying
statement supports and explains the
grounds.

(b) Oppositions to different applica-
tions owned by the same party may be
joined in a consolidated opposition
when appropriate, but the required fee
must be included for each party joined
as opposer for each class in which reg-
istration is opposed in each application
against which the opposition is filed.

(c) Oppositions to applications filed
under Section 66(a) of the Act are lim-
ited to the goods, services and grounds
set forth in the ESTTA cover sheet.

[64 FR 34897, Aug. 22, 1989, as amended at 68
FR 55766, Sept. 26, 2003; 81 FR 69972, Oct. 7,
2016]

§2.105 Notification to parties of oppo-
sition proceeding(s).

(a) When an opposition in proper
form (see §§2.101 and 2.104) has been
filed with the correct fee(s), and the op-
position has been determined to be
timely and complete, the Trademark
Trial and Appeal Board shall prepare a
notice of institution, which shall iden-
tify the proceeding as an opposition,
number of the proceeding, and the ap-
plication(s) involved; and the notice
shall designate a time, not less than
thirty days from the mailing date of
the notice, within which an answer
must be filed. The notice, which will
include a Web link or Web address to
access the electronic proceeding
record, constitutes service of the no-
tice of opposition to the applicant.
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(b) The Board shall forward a copy of
the notice to opposer, as follows:

(1) If the opposition is transmitted by
an attorney, or a written power of at-
torney is filed, the Board will send the
notice to the attorney transmitting
the opposition or to the attorney des-
ignated in the power of attorney, pro-
vided that the person is an ‘‘attorney”
as defined in §11.1 of this chapter, at
the email or correspondence address for
the attorney.

(2) If opposer is not represented by an
attorney in the opposition, but opposer
has appointed a domestic representa-
tive, the Board will send the notice to
the domestic representative, at the
email or correspondence address of
record for the domestic representative,
unless opposer designates in writing
another correspondence address.

(3) If opposer is not represented by an
attorney in the opposition, and no do-
mestic representative has been ap-
pointed, the Board will send the notice
directly to opposer at the email or cor-
respondence address of record for op-
poser, unless opposer designates in
writing another correspondence ad-
dress.

(c) The Board shall forward a copy of
the notice to applicant, as follows:

(1) If the opposed application con-
tains a clear indication that the appli-
cation is being prosecuted by an attor-
ney, as defined in §11.1 of this chapter,
the Board shall send the notice de-
scribed in this section to applicant’s
attorney at the email or correspond-
ence address of record for the attorney.

(2) If the opposed application is not
being prosecuted by an attorney but a
domestic representative has been ap-
pointed, the Board will send the notice
described in this section to the domes-
tic representative, at the email or cor-
respondence address of record for the
domestic representative, unless appli-
cant designates in writing another cor-
respondence address.

(3) If the opposed application is not
being prosecuted by an attorney, and
no domestic representative has been
appointed, the Board will send the no-
tice described in this section directly
to applicant, at the email or cor-
respondence address of record for the
applicant, unless applicant designates
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in writing another correspondence ad-
dress.

[81 FR 69972, Oct. 7, 2016]

§2.106 Answer.

(a) If no answer is filed within the
time initially set, or as may later be
reset by the Board, the opposition may
be decided as in case of default. The
failure to file a timely answer tolls all
deadlines, including the discovery con-
ference, until the issue of default is re-
solved.

(b)(1) An answer must be filed
through ESTTA. In the event that
ESTTA is unavailable due to technical
problems, or when extraordinary cir-
cumstances are present, an answer may
be filed in paper form. An answer filed
in paper form must be accompanied by
a Petition to the Director under §2.146,
with the fees therefor and the showing
required under this paragraph (b).

(2) An answer shall state in short and
plain terms the applicant’s defenses to
each claim asserted and shall admit or
deny the averments upon which the op-
poser relies. If the applicant is without
knowledge or information sufficient to
form a belief as to the truth of an aver-
ment, applicant shall so state and this
will have the effect of a denial. Denials
may take any of the forms specified in
Rule 8(b) of the Federal Rules of Civil
Procedure. An answer may contain any
defense, including the affirmative de-
fenses of unclean hands, laches, estop-
pel, acquiescence, fraud, mistake, prior
judgment, or any other matter consti-
tuting an avoidance or affirmative de-
fense. When pleading special matters,
the Federal Rules of Civil Procedure
shall be followed. A reply to an affirm-
ative defense shall not be filed. When a
defense attacks the validity of a reg-
istration pleaded in the opposition,
paragraph (b)(3) of this section shall
govern. A pleaded registration is a reg-
istration identified by number by the
party in the position of plaintiff in an
original notice of opposition or in any
amendment thereto made under Rule
15 of the Federal Rules of Civil Proce-
dure.

(3)(Q) A defense attacking the validity
of any one or more of the registrations
pleaded in the opposition shall be a
compulsory counterclaim if grounds for
such counterclaim exist at the time
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when the answer is filed. If grounds for
a counterclaim are known to the appli-
cant when the answer to the opposition
is filed, the counterclaim shall be
pleaded with or as part of the answer.
If grounds for a counterclaim are
learned during the course of the opposi-
tion proceeding, the counterclaim shall
be pleaded promptly after the grounds
therefor are learned. A counterclaim
need not be filed if the claim is the
subject of another proceeding between
the same parties or anyone in privity
therewith; but the applicant must
promptly inform the Board, in the con-
text of the opposition proceeding, of
the filing of the other proceeding.

(ii) An attack on the validity of a
registration pleaded by an opposer will
not be heard unless a counterclaim or
separate petition is filed to seek the
cancellation of such registration.

(iii) The provisions of §§2.111 through
2.115, inclusive, shall be applicable to
counterclaims. A time, not less than
thirty days, will be designated by the
Board within which an answer to the
counterclaim must be filed.

(iv) The times for pleading, dis-
covery, testimony, briefs or oral argu-
ment may be reset or extended when
necessary, upon motion by a party, or
as the Board may deem necessary, to
enable a party fully to present or meet
a counterclaim or separate petition for
cancellation of a registration.

(c) The opposition may be withdrawn
without prejudice before the answer is
filed. After the answer is filed, the op-
position may not be withdrawn with-
out prejudice except with the written
consent of the applicant or the appli-
cant’s attorney or other authorized
representative.

[30 FR 13193, Oct. 16, 1965, as amended at 46
FR 6940, Jan. 22, 1981; 48 FR 23136, May 23,
1983; 54 FR 34897, Aug. 22, 1989; 81 FR 69973,
Oct. 7, 2016]

§2.107 Amendment of pleadings in an
opposition proceeding.

(a) Pleadings in an opposition pro-
ceeding against an application filed
under section 1 or 44 of the Act may be
amended in the same manner and to
the same extent as in a civil action in
a United States district court, except
that, after the close of the time period
for filing an opposition including any

§2.111

extension of time for filing an opposi-
tion, an opposition may not be amend-
ed to add to the goods or services op-
posed, or to add a joint opposer.

(b) Pleadings in an opposition pro-
ceeding against an application filed
under section 66(a) of the Act may be
amended in the same manner and to
the same extent as in a civil action in
a United States district court, except
that, once filed, the opposition may
not be amended to add grounds for op-
position or goods or services beyond
those identified in the notice of opposi-
tion, or to add a joint opposer. The
grounds for opposition, the goods or
services opposed, and the named oppos-
ers are limited to those identified in
the ESTTA cover sheet regardless of
what is contained in any attached
statement.

[81 FR 69973, Oct. 7, 2016]

CANCELLATION

AUTHORITY: Secs. 2.111 to 2.114 also issued
under secs. 14, 17, 24, 60 Stat. 433, 434, 436; 15
U.S.C. 1064, 1067, 1092.

§2.111 Filing petition for cancellation.

(a) A cancellation proceeding is com-
menced by filing in the Office a timely
petition for cancellation with the re-
quired fee.

(b) Any person who believes that he,
she or it is or will be damaged by a reg-
istration may file a petition, addressed
to the Trademark Trial and Appeal
Board, for cancellation of the registra-
tion in whole or in part. The petition
for cancellation need not be verified,
but must be signed by the petitioner or
the petitioner’s attorney, as specified
in §11.1 of this chapter, or other au-
thorized representative, as specified in
§11.14(b) of this chapter. Electronic sig-
natures pursuant to §2.193(c) are re-
quired for petitions submitted elec-
tronically via ESTTA. The petition for
cancellation may be filed at any time
in the case of registrations on the Sup-
plemental Register or under the Act of
1920, or registrations under the Act of
1881 or the Act of 1905 which have not
been published under section 12(c) of
the Act, or on any ground specified in
section 14(3) or (b) of the Act. In all
other cases, the petition for cancella-
tion and the required fee must be filed
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within five years from the date of reg-
istration of the mark under the Act or
from the date of publication under sec-
tion 12(c) of the Act.

(c)(1) A petition to cancel a registra-
tion must be filed through ESTTA.

(2) In the event that ESTTA is un-
available due to technical problems, or
when extraordinary circumstances are
present, a petition to cancel may be
filed in paper form. A paper petition to
cancel a registration must be accom-
panied by a Petition to the Director
under §2.146, with the fees therefor and
the showing required under this para-
graph (c). Timeliness of the paper sub-
mission, if relevant to a ground as-
serted in the petition to cancel, will be
determined in accordance with §§2.195
through 2.198.

(d) The petition for cancellation
must be accompanied by the required
fee for each party joined as petitioner
for each class in the registration(s) for
which cancellation is sought (see §2.6).
A petition cannot be filed via ESTTA
unless the petition is accompanied by a
fee that is sufficient to pay in full for
each named petitioner to seek can-
cellation of the registration(s) in each
class specified in the petition. A peti-
tion filed in paper form that is not ac-
companied by a fee sufficient to pay in
full for each named petitioner for each
class in the registration(s) for which
cancellation is sought may not be in-
stituted.

(e) The filing date of a petition for
cancellation is the date of electronic
receipt in the Office of the petition and
required fee. In the rare instances that
filing by paper is permitted under these
rules, the filing date of a petition for
cancellation will be determined in ac-
cordance with §§2.195 through 2.198.

[81 FR 69973, Oct. 7, 2016]

§2.112 Contents of petition for can-
cellation.

(a) The petition for cancellation
must set forth a short and plain state-
ment showing why the petitioner be-
lieves he, she or it is or will be dam-
aged by the registration, state the
ground for cancellation, and indicate,
to the best of petitioner’s knowledge,
the name and address, and a current
email address(es), of the current owner
of the registration. ESTTA requires
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the petitioner to select relevant
grounds for petition to cancel. The re-
quired accompanying statement sup-
ports and explains the grounds.

(b) When appropriate, petitions for
cancellation of different registrations
owned by the same party may be joined
in a consolidated petition for cancella-
tion. The required fee must be included
for each party joined as a petitioner for
each class sought to be cancelled in
each registration against which the pe-
tition for cancellation has been filed.

[81 FR 69974, Oct. 7, 2016]

§2.113 Notification of
proceeding.

cancellation

(a) When a petition for cancellation
in proper form (see §§2.111 and 2.112)
has been filed and the correct fee has
been submitted, the Trademark Trial
and Appeal Board shall prepare a no-
tice of institution which shall identify
the proceeding as a cancellation, num-
ber of the proceeding and the registra-
tion(s) involved; and shall designate a
time, not less than thirty days from
the mailing date of the notice, within
which an answer must be filed. The no-
tice, which will include a Web link or
Web address to access the electronic
proceeding record, constitutes service
to the registrant of the petition to can-
cel.

(b) The Board shall forward a copy of
the notice to petitioner, as follows:

(1) If the petition for cancellation is
transmitted by an attorney, or a writ-
ten power of attorney is filed, the
Board will send the notice to the attor-
ney transmitting the petition for can-
cellation or to the attorney designated
in the power of attorney, provided that
person is an ‘“‘attorney’ as defined in
§11.1 of this chapter, to the attorney’s
email or correspondence address of
record for the attorney.

(2) If petitioner is not represented by
an attorney in the cancellation pro-
ceeding, but petitioner has appointed a
domestic representative, the Board will
send the notice to the domestic rep-
resentative, at the email or cor-
respondence address of record for the
domestic representative, unless peti-
tioner designates in writing another
correspondence address.
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(3) If petitioner is not represented by
an attorney in the cancellation pro-
ceeding, and no domestic representa-
tive has been appointed, the Board will
send the notice directly to petitioner,
at the email or correspondence address
of record for petitioner, unless peti-
tioner designates in writing another
correspondence address.

(c)(1) The Board shall forward a copy
of the notice to the party shown by the
records of the Office to be the current
owner of the registration(s) sought to
be cancelled at the email or address of
record for the current owner, except
that the Board, in its discretion, may
join or substitute as respondent a
party who makes a showing of a cur-
rent ownership interest in such reg-
istration(s).

(2) If the respondent has appointed a
domestic representative, and such ap-
pointment is reflected in the Office’s
records, the Board will send the notice
only to the domestic representative at
the email or correspondence address of
record for the domestic representative.

(d) When the party alleged by the pe-
titioner, pursuant to §2.112(a), as the
current owner of the registration(s) is
not the record owner, a courtesy copy
of the notice with a Web link or Web
address to access the electronic pro-
ceeding record shall be forwarded to
the alleged current owner. The alleged
current owner may file a motion to be
joined or substituted as respondent.

[81 FR 69974, Oct. 7, 2016]

§2.114 Answer.

(a) If no answer is filed within the
time initially set, or as may later be
reset by the Board, the petition may be
decided as in case of default. The fail-
ure to file a timely answer tolls all
deadlines, including the discovery con-
ference, until the issue of default is re-
solved.

(b)(1) An answer must be filed
through ESTTA. In the event that
ESTTA is unavailable due to technical
problems, or when extraordinary cir-
cumstances are present, an answer may
be filed in paper form. An answer filed
in paper form must be accompanied by
a Petition to the Director under §2.146,
with the fees therefor and the showing
required under this paragraph (b).

§2.114

(2) An answer shall state in short and
plain terms the respondent’s defenses
to each claim asserted and shall admit
or deny the averments upon which the
petitioner relies. If the respondent is
without knowledge or information suf-
ficient to form a belief as to the truth
of an averment, respondent shall so
state and this will have the effect of a
denial. Denials may take any of the
forms specified in Rule 8(b) of the Fed-
eral Rules of Civil Procedure. An an-
swer may contain any defense, includ-
ing the affirmative defenses of unclean
hands, laches, estoppel, acquiescence,
fraud, mistake, prior judgment, or any
other matter constituting an avoidance
or affirmative defense. When pleading
special matters, the Federal Rules of
Civil Procedure shall be followed. A
reply to an affirmative defense shall
not be filed. When a defense attacks
the validity of a registration pleaded in
the petition, paragraph (b)(3) of this
section shall govern. A pleaded reg-
istration is a registration identified by
number by the party in position of
plaintiff in an original petition for can-
cellation, or a counterclaim petition
for cancellation, or in any amendment
thereto made under Rule 15 of the Fed-
eral Rules of Civil Procedure.

(3)(Q) A defense attacking the validity
of any one or more of the registrations
pleaded in the petition shall be a com-
pulsory counterclaim if grounds for
such counterclaim exist at the time
when the answer is filed. If grounds for
a counterclaim are known to respond-
ent when the answer to the petition is
filed, the counterclaim shall be pleaded
with or as part of the answer. If
grounds for a counterclaim are learned
during the course of the cancellation
proceeding, the counterclaim shall be
pleaded promptly after the grounds
therefor are learned. A counterclaim
need not be filed if the claim is the
subject of another proceeding between
the same parties or anyone in privity
therewith; but the party in position of
respondent and counterclaim plaintiff
must promptly inform the Board, in
the context of the primary cancellation
proceeding, of the filing of the other
proceeding.

(ii) An attack on the validity of a
registration pleaded by a petitioner for
cancellation will not be heard unless a
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counterclaim or separate petition is
filed to seek the cancellation of such
registration.

(iii) The provisions of §§2.111 through
2.115, inclusive, shall be applicable to
counterclaims. A time, not less than
thirty days, will be designated by the
Board within which an answer to the
counterclaim must be filed. Such re-
sponse period may be reset as nec-
essary by the Board, for a time period
to be determined by the Board.

(iv) The times for pleading, dis-
covery, testimony, briefs, or oral argu-
ment may be reset or extended when
necessary, upon motion by a party, or
as the Board may deem necessary, to
enable a party fully to present or meet
a counterclaim or separate petition for
cancellation of a registration.

(c) The petition for cancellation or
counterclaim petition for cancellation
may be withdrawn without prejudice
before the answer is filed. After the an-
swer is filed, such petition or counter-
claim petition may not be withdrawn
without prejudice except with the writ-
ten consent of the registrant or the
registrant’s attorney or other author-
ized representative.

[81 FR 69974, Oct. 7, 2016]

§2.115 Amendment of pleadings in a
cancellation proceeding.

Pleadings in a cancellation pro-
ceeding may be amended in the same
manner and to the same extent as in a
civil action in a United States district
court.

[48 FR 23136, May 23, 1983]

PROCEDURE IN Inter Partes PROCEEDINGS

AUTHORITY: Secs. 2.116 to 2.136 also issued
under sec. 17, 60 Stat. 434; 15 U.S.C. 1067.

§2.116 Federal Rules of Civil Proce-
dure.

(a) Except as otherwise provided, and
wherever applicable and appropriate,
procedure and practice in inter partes
proceedings shall be governed by the
Federal Rules of Civil Procedure.

(b) The opposer in an opposition pro-
ceeding or the petitioner in a cancella-
tion proceeding shall be in the position
of plaintiff, and the applicant in an op-
position proceeding or the respondent
in a cancellation proceeding shall be in
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the position of defendant. A party that
is a junior party in an interference pro-
ceeding or in a concurrent use registra-
tion proceeding shall be in the position
of plaintiff against every party that is
senior, and the party that is a senior
party in an interference proceeding or
in a concurrent use registration pro-
ceeding shall be a defendant against
every party that is junior.

(c) The notice of opposition or the pe-
tition for cancellation and the answer
correspond to the complaint and an-
swer in a court proceeding.

(d) The assignment of testimony peri-
ods corresponds to setting a case for
trial in court proceedings.

(e) The submission of notices of reli-
ance, declarations and affidavits, as
well as the taking of depositions, dur-
ing the assigned testimony periods cor-
respond to the trial in court pro-
ceedings.

(f) Oral hearing, if requested, of argu-
ments on the record and merits cor-
responds to oral summation in court
proceedings.

(g) The Trademark Trial and Appeal
Board’s standard protective order is
automatically imposed in all inter
partes proceedings unless the parties,
by stipulation approved by the Board,
agree to an alternative order, or a mo-
tion by a party to use an alternative
order is granted by the Board. The
standard protective order is available
at the Office’s Web site. No material
disclosed or produced by a party, pre-
sented at trial, or filed with the Board,
including motions or briefs which dis-
cuss such material, shall be treated as
confidential or shielded from public
view unless designated as protected
under the Board’s standard protective
order, or under an alternative order
stipulated to by the parties and ap-
proved by the Board, or under an order
submitted by motion of a party grant-
ed by the Board. The Board may treat
as not confidential that material which
cannot reasonably be considered con-
fidential, notwithstanding a designa-
tion as such by a party.

[30 FR 13193, Oct. 16, 1965. Redesignated and
amended at 37 FR 7606, Apr. 18, 1972; 48 FR
23136, May 23, 1983; 72 FR 42259, Aug. 1, 2007;
81 FR 69975, Oct. 7, 2016]
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§2.117 Suspension of proceedings.

(a) Whenever it shall come to the at-
tention of the Trademark Trial and Ap-
peal Board that a party or parties to a
pending case are engaged in a civil ac-
tion or another Board proceeding
which may have a bearing on the case,
proceedings before the Board may be
suspended until termination of the
civil action or the other Board pro-
ceeding.

(b) Whenever there is pending before
the Board both a motion to suspend
and a motion which is potentially dis-
positive of the case, the potentially
dispositive motion may be decided be-
fore the question of suspension is con-
sidered regardless of the order in which
the motions were filed.

(c) Proceedings may also be sus-
pended sua sponte by the Board, or, for
good cause, upon motion or a stipula-
tion of the parties approved by the
Board. Many consented or stipulated
motions to suspend are suitable for
automatic approval by ESTTA, but the
Board retains discretion to condition
approval on the party or parties pro-
viding necessary information about the
status of settlement talks, discovery
activities, or trial activities, as may be
appropriate.

[48 FR 23136, May 23, 1983, as amended at 63
FR 48097, Sept. 9, 1998; 81 FR 69975, Oct. 7,
2016]

§2.118 Undelivered Office notices.

When a notice sent by the Office to
any registrant or applicant is returned
to the Office undelivered, including no-
tification to the Office of non-delivery
in paper or electronic form, additional
notice may be given by publication in
the Official Gazette.

[81 FR 69975, Oct. 7, 2016]

§2.119 Service and signing.

(a) Except for the notice of opposi-
tion or the petition to cancel, every
submission filed in the Office in inter
partes cases, including notices of ap-
peal to the courts, must be served upon
the other party or parties. Proof of
such service must be made before the
submission will be considered by the
Office. A statement signed by the at-
torney or other authorized representa-
tive, attached to or appearing on the
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original submission when filed, clearly
stating the date and manner in which
service was made will be accepted as
prima facie proof of service.

(b) Service of submissions filed with
the Board and any other papers served
on a party not required to be filed with
the Board, must be on the attorney or
other authorized representative of the
party if there be such or on the party
if there is no attorney or other author-
ized representative, and must be made
by email, unless otherwise stipulated,
or if the serving party can show by
written explanation accompanying the
submission or paper, or in a subsequent
amended certificate of service, that
service by email was attempted but
could not be made due to technical
problems or extraordinary cir-
cumstances, then service may be made
in any of the following ways:

(1) By delivering a copy of the sub-
mission or paper to the person served;

(2) By leaving a copy at the usual
place of business of the person served,
with someone in the person’s employ-
ment;

(3) When the person served has no
usual place of business, by leaving a
copy at the person’s residence, with
some person of suitable age and discre-
tion who resides there;\

(4) Transmission by the Priority Mail
Express® Post Office to Addressee serv-
ice of the United States Postal Service
or by first-class mail, which may also
be certified or registered;

(5) Transmission by overnight cou-
rier; or

(6) Other forms of electronic trans-
mission.

(c) When service is made by first-
class mail, Priority Mail Express®, or
overnight courier, the date of mailing
or of delivery to the overnight courier
will be considered the date of service.

(d) If a party to an inter partes pro-
ceeding is not domiciled in the United
States and is not represented by an at-
torney or other authorized representa-
tive located in the United States, none
of the parties to the proceeding is eligi-
ble to use the service option under
paragraph (b)(4) of this section. The
party not domiciled in the TUnited
States may designate by submission
filed in the Office the name and address
of a person residing in the United
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States on whom may be served notices
or process in the proceeding. If the
party has appointed a domestic rep-
resentative, official communications of
the Office will be addressed to the do-
mestic representative unless the pro-
ceeding is being prosecuted by an at-
torney at law or other qualified person
duly authorized under §11.14(c) of this
chapter. If the party has not appointed
a domestic representative and the pro-
ceeding is not being prosecuted by an
attorney at law or other qualified per-
son, the Office will send correspond-
ence directly to the party, unless the
party designates in writing another ad-
dress to which correspondence is to be
sent. The mere designation of a domes-
tic representative does not authorize
the person designated to prosecute the
proceeding unless qualified under
§11.14(a) of this chapter, or qualified
under §11.14(b) of this chapter and au-
thorized under §2.17(f).

(e) Every submission filed in an inter
partes proceeding, and every request
for an extension of time to file an oppo-
sition, must be signed by the party fil-
ing it, or by the party’s attorney or
other authorized representative, but an
unsigned submission will not be refused
consideration if a signed copy is sub-
mitted to the Office within the time
limit set in the notification of this de-
fect by the Office.

[81 FR 69975, Oct. 7, 2016]

§2.120 Discovery.

(a) In general. (1) Except as otherwise
provided in this section, and wherever
appropriate, the provisions of the Fed-
eral Rules of Civil Procedure relating
to disclosure and discovery shall apply
in opposition, cancellation, inter-
ference and concurrent use registration
proceedings. The provisions of Rule 26
of the Federal Rules of Civil Procedure
relating to required disclosures, the
conference of the parties to discuss set-
tlement and to develop a disclosure and
discovery plan, the scope, proportion-
ality, timing and sequence of dis-
covery, protective orders, signing of
disclosures and discovery responses,
and supplementation of disclosures and
discovery responses, are applicable to
Board proceedings in modified form, as
noted in these rules and as may be de-
tailed in any order instituting an inter
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partes proceeding or subsequent sched-
uling order. The Board will specify the
deadline for a discovery conference, the
opening and closing dates for the tak-
ing of discovery, and the deadlines
within the discovery period for making
initial disclosures and expert disclo-
sure. The trial order setting these
deadlines and dates will be included
within the notice of institution of the
proceeding.

(2)(1) The discovery conference shall
occur no later than the opening of the
discovery period, and the parties must
discuss the subjects set forth in Rule
26(f) of the Federal Rules of Civil Pro-
cedure and any subjects set forth in the
Board’s institution order. A Board In-
terlocutory Attorney or Administra-
tive Trademark Judge will participate
in the conference upon request of any
party made after answer but no later
than ten days prior to the deadline for
the conference, or when the Board
deems it useful for the parties to have
Board involvement. The participating
attorney or judge may expand or re-
duce the number or nature of subjects
to be discussed in the conference as
may be deemed appropriate. The dis-
covery period will be set for a period of
180 days.

(ii) Initial disclosures must be made
no later than thirty days after the
opening of the discovery period.

(iii) Disclosure of expert testimony
must occur in the manner and sequence
provided in Rule 26(a)(2) of the Federal
Rules of Civil Procedure, unless alter-
nate directions have been provided by
the Board in an institution order or
any subsequent order resetting disclo-
sure, discovery or trial dates. If the ex-
pert is retained after the deadline for
disclosure of expert testimony, the
party must promptly file a motion for
leave to use expert testimony. Upon
disclosure by any party of plans to use
expert testimony, whether before or
after the deadline for disclosing expert
testimony, the Board, either on its own
initiative or on notice from either
party of the disclosure of expert testi-
mony, may issue an order regarding ex-
pert discovery and/or set a deadline for
any other party to disclose plans to use
a rebuttal expert.

(iv) The parties may stipulate to a
shortening of the discovery period,
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that there will be no discovery, that
the number of discovery requests or
depositions be limited, or that recip-
rocal disclosures be used in place of
discovery. Limited extensions of the
discovery period may be granted upon
stipulation of the parties approved by
the Board, or upon motion granted by
the Board, or by order of the Board. If
a motion for an extension is denied, the
discovery period may remain as origi-
nally set or as reset. Disclosure dead-
lines and obligations may be modified
upon written stipulation of the parties
approved by the Board, or upon motion
granted by the Board, or by order of
the Board, but the expert disclosure
deadline must always be scheduled
prior to the close of discovery. If a stip-
ulation or motion for modification is
denied, discovery disclosure deadlines
may remain as originally set or reset
and obligations may remain unaltered.
(v) The parties are not required to
prepare or transmit to the Board a
written report outlining their dis-
covery conference discussions, unless
the parties have agreed to alter disclo-
sure or discovery obligations set forth
by these rules or applicable Federal
Rules of Civil Procedure, or unless di-
rected to file such a report by a partici-
pating Board Interlocutory Attorney
or Administrative Trademark Judge.
(3) A party must make its initial dis-
closures prior to seeking discovery, ab-
sent modification of this requirement
by a stipulation of the parties approved
by the Board, or a motion granted by
the Board, or by order of the Board.
Discovery depositions must be properly
noticed and taken during the discovery
period. Interrogatories, requests for
production of documents and things,
and requests for admission must be
served early enough in the discovery
period, as originally set or as may have
been reset by the Board, so that re-
sponses will be due no later than the
close of discovery. Responses to inter-
rogatories, requests for production of
documents and things, and requests for
admission must be served within thirty
days from the date of service of such
discovery requests. The time to re-
spond may be extended upon stipula-
tion of the parties, or upon motion
granted by the Board, or by order of
the Board, but the response may not be
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due later than the close of discovery.
The resetting of a party’s time to re-
spond to an outstanding request for
discovery will not result in the auto-
matic rescheduling of the discovery
and/or testimony periods; such dates
will be rescheduled only upon stipula-
tion of the parties approved by the
Board, or upon motion granted by the
Board, or by order of the Board.

(b) Discovery deposition within the
United States. The deposition of a nat-
ural person shall be taken in the Fed-
eral judicial district where the person
resides or is regularly employed or at
any place on which the parties agree in
writing. The responsibility rests whol-
ly with the party taking discovery to
secure the attendance of a proposed de-
ponent other than a party or anyone
who, at the time set for the taking of
the deposition, is an officer, director,
or managing agent of a party, or a per-
son designated under Rule 30(b)(6) or
Rule 31(a) of the Federal Rules of Civil
Procedure. (See 35 U.S.C. 24.)

(c) Discovery deposition in foreign
countries; or of foreign party within juris-
diction of the United States. (1) The dis-
covery deposition of a natural person
residing in a foreign country who is a
party or who, at the time set for the
taking of the deposition, is an officer,
director, or managing agent of a party,
or a person designated under Rule
30(b)(6) or Rule 31(a) of the Federal
Rules of Civil Procedure, shall, if taken
in a foreign country, be taken in the
manner prescribed by §2.124 unless the
Trademark Trial and Appeal Board,
upon motion for good cause, orders
that the deposition be taken by oral
examination, or the parties so stipu-
late.

(2) Whenever a foreign party is or
will be, during a time set for discovery,
present within the United States or
any territory which is under the con-
trol and jurisdiction of the United
States, such party may be deposed by
oral examination upon notice by the
party seeking discovery. Whenever a
foreign party has or will have, during a
time set for discovery, an officer, direc-
tor, managing agent, or other person
who consents to testify on its behalf,
present within the United States or
any territory which is under the con-
trol and jurisdiction of the United
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States, such officer, director, managing
agent, or other person who consents to
testify in its behalf may be deposed by
oral examination upon notice by the
party seeking discovery. The party
seeking discovery may have one or
more officers, directors, managing
agents, or other persons who consent to
testify on behalf of the adverse party,
designated under Rule 30(b)(6) of the
Federal Rules of Civil Procedure. The
deposition of a person under this para-
graph shall be taken in the Federal ju-
dicial district where the witness re-
sides or is regularly employed, or, if
the witness neither resides nor is regu-
larly employed in a Federal judicial
district, where the witness is at the
time of the deposition. This paragraph
(c)(2) does not preclude the taking of a
discovery deposition of a foreign party
by any other procedure provided by
paragraph (c¢)(1) of this section.

(d) Interrogatories. The total number
of written interrogatories which a
party may serve upon another party
pursuant to Rule 33 of the Federal
Rules of Civil Procedure, in a pro-
ceeding, shall not exceed seventy-five,
counting subparts, except that the
Trademark Trial and Appeal Board, in
its discretion, may allow additional in-
terrogatories upon motion therefor
showing good cause, or upon stipula-
tion of the parties, approved by the
Board. A motion for leave to serve ad-
ditional interrogatories must be filed
and granted prior to the service of the
proposed additional interrogatories and
must be accompanied by a copy of the
interrogatories, if any, which have al-
ready been served by the moving party,
and by a copy of the interrogatories
proposed to be served. If a party upon
which interrogatories have been served
believes that the number of interrog-
atories exceeds the limitation specified
in this paragraph (d), and is not willing
to waive this basis for objection, the
party shall, within the time for (and
instead of) serving answers and specific
objections to the interrogatories, serve
a general objection on the ground of
their excessive number. If the inquiring
party, in turn, files a motion to compel
discovery, the motion must be accom-
panied by a copy of the set(s) of the in-
terrogatories which together are said
to exceed the limitation, and must oth-
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erwise comply with the requirements
of paragraph (f) of this section.

(e) Requests for production. The total
number of requests for production
which a party may serve upon another
party pursuant to Rule 34 of the Fed-
eral Rules of Civil Procedure, in a pro-
ceeding, shall not exceed seventy-five,
counting subparts, except that the
Trademark Trial and Appeal Board, in
its discretion, may allow additional re-
quests upon motion therefor showing
good cause, or upon stipulation of the
parties, approved by the Board. A mo-
tion for leave to serve additional re-
quests must be filed and granted prior
to the service of the proposed addi-
tional requests and must be accom-
panied by a copy of the requests, if
any, which have already been served by
the moving party, and by a copy of the
requests proposed to be served. If a
party upon which requests have been
served believes that the number of re-
quests exceeds the limitation specified
in this paragraph, and is not willing to
waive this basis for objection, the
party shall, within the time for (and
instead of) serving responses and spe-
cific objections to the requests, serve a
general objection on the ground of
their excessive number. If the inquiring
party, in turn, files a motion to compel
discovery, the motion must be accom-
panied by a copy of the set(s) of the re-
quests which together are said to ex-
ceed the limitation, and must other-
wise comply with the requirements of
paragraph (f) of this section. The time,
place, and manner for production of
documents, electronically stored infor-
mation, and tangible things shall com-
port with the provisions of Rule 34 of
the Federal Rules of Civil Procedure,
or be made pursuant to agreement of
the parties, or where and in the man-
ner which the Trademark Trial and Ap-
peal Board, upon motion, orders.

(f) Motion for an order to compel disclo-
sure or discovery. (1) If a party fails to
make required initial disclosures or ex-
pert testimony disclosure, or fails to
designate a person pursuant to Rule
30(b)(6) or Rule 3l(a) of the Federal
Rules of Civil Procedure, or if a party,
or such designated person, or an offi-
cer, director or managing agent of a
party fails to attend a deposition or
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fails to answer any question pro-
pounded in a discovery deposition, or
any interrogatory, or fails to produce
and permit the inspection and copying
of any document, electronically stored
information, or tangible thing, the
party entitled to disclosure or seeking
discovery may file a motion to compel
disclosure, a designation, or attend-
ance at a deposition, or an answer, or
production and an opportunity to in-
spect and copy. A motion to compel
initial disclosures must be filed within
thirty days after the deadline therefor
and include a copy of the disclosure(s),
if any, and a motion to compel an ex-
pert testimony disclosure must be filed
prior to the close of the discovery pe-
riod. A motion to compel discovery
must be filed before the day of the
deadline for pretrial disclosures for the
first testimony period as originally set
or as reset. A motion to compel dis-
covery shall include a copy of the re-
quest for designation of a witness or of
the relevant portion of the discovery
deposition; or a copy of the interrog-
atory with any answer or objection
that was made; or a copy of the request
for production, any proffer of produc-
tion or objection to production in re-
sponse to the request, and a list and
brief description of the documents,
electronically stored information, or
tangible things that were not produced
for inspection and copying. A motion
to compel initial disclosures, expert
testimony disclosure, or discovery
must be supported by a showing from
the moving party that such party or
the attorney therefor has made a good
faith effort, by conference or cor-
respondence, to resolve with the other
party or the attorney therefor the
issues presented in the motion but the
parties were unable to resolve their dif-
ferences. If issues raised in the motion
are subsequently resolved by agree-
ment of the parties, the moving party
should inform the Board in writing of
the issues in the motion which no
longer require adjudication.

(2) When a party files a motion for an
order to compel initial disclosures, ex-
pert testimony disclosure, or dis-
covery, the case will be suspended by
the Board with respect to all matters
not germane to the motion. After the
motion to compel is filed and served,
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no party should file any paper that is
not germane to the motion, except as
otherwise specified in the Board’s sus-
pension order. Nor may any party serve
any additional discovery until the pe-
riod of suspension is lifted or expires
by or under order of the Board. The fil-
ing of a motion to compel any disclo-
sure or discovery shall not toll the
time for a party to comply with any
disclosure requirement or to respond to
any outstanding discovery requests or
to appear for any noticed discovery
deposition. If discovery has closed,
however, the parties need not make
pretrial disclosures until directed to do
so by the Board.

(g) Motion for a protective order. Upon
motion by a party obligated to make
initial disclosures or expert testimony
disclosure or from whom discovery is
sought, and for good cause, the Trade-
mark Trial and Appeal Board may
make any order which justice requires
to protect a party from annoyance, em-
barrassment, oppression, or undue bur-
den or expense, including one or more
of the types of orders provided by
clauses (A) through (H), inclusive, of
Rule 26(c)(1) of the Federal Rules of
Civil Procedure. If the motion for a
protective order is denied in whole or
in part, the Board may, on such condi-
tions (other than an award of expenses
to the party prevailing on the motion)
as are just, order that any party com-
ply with disclosure obligations or pro-
vide or permit discovery.

(h) Sanctions. (1) If a party fails to
participate in the required discovery
conference, or if a party fails to comply
with an order of the Trademark Trial
and Appeal Board relating to disclosure
or discovery, including a protective
order, the Board may make any appro-
priate order, including those provided
in Rule 37(b)(2) of the Federal Rules of
Civil Procedure, except that the Board
will not hold any person in contempt
or award expenses to any party. The
Board may impose against a party any
of the sanctions provided in Rule
37(b)(2) in the event that said party or
any attorney, agent, or designated wit-
ness of that party fails to comply with
a protective order made pursuant to
Rule 26(c) of the Federal Rules of Civil
Procedure. A motion for sanctions
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against a party for its failure to par-
ticipate in the required discovery con-
ference must be filed prior to the dead-
line for any party to make initial dis-
closures.

(2) If a party fails to make required
initial disclosures or expert testimony
disclosure, and such party or the par-
ty’s attorney or other authorized rep-
resentative informs the party or par-
ties entitled to receive disclosures that
required disclosures will not be made,
the Board may make any appropriate
order, as specified in paragraph (h)(1)
of this section. If a party, or an officer,
director, or managing agent of a party,
or a person designated under Rule
30(b)(6) or 31(a) of the Federal Rules of
Civil Procedure to testify on behalf of
a party, fails to attend the party’s or
person’s discovery deposition, after
being served with proper notice, or
fails to provide any response to a set of
interrogatories or to a set of requests
for production of documents and
things, and such party or the party’s
attorney or other authorized represent-
ative informs the party seeking dis-
covery that no response will be made
thereto, the Board may make any ap-
propriate order, as specified in para-
graph (h)(1) of this section.

(i) Requests for admission. The total
number of requests for admission
which a party may serve upon another
party pursuant to Rule 36 of the Fed-
eral Rules of Civil Procedure, in a pro-
ceeding, shall not exceed seventy-five,
counting subparts, except that the
Trademark Trial and Appeal Board, in
its discretion, may allow additional re-
quests upon motion therefor showing
good cause, or upon stipulation of the
parties, approved by the Board. A mo-
tion for leave to serve additional re-
quests must be filed and granted prior
to the service of the proposed addi-
tional requests and must be accom-
panied by a copy of the requests, if
any, which have already been served by
the moving party, and by a copy of the
requests proposed to be served. If a
party upon which requests for admis-
sion have been served believes that the
number of requests for admission ex-
ceeds the limitation specified in this
paragraph, and is not willing to waive
this basis for objection, the party shall,
within the time for (and instead of)
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serving answers and specific objections
to the requests for admission, serve a
general objection on the ground of
their excessive number. However, inde-
pendent of this limit, a party may
make one comprehensive request for
admission of any adverse party that
has produced documents for an admis-
sion authenticating specific docu-
ments, or specifying which of those
documents cannot be authenticated.

(1) Any motion by a party to deter-
mine the sufficiency of an answer or
objection, including testing the suffi-
ciency of a general objection on the
ground of excessive number, to a re-
quest made by that party for an admis-
sion must be filed before the day of the
deadline for pretrial disclosures for the
first testimony period, as originally set
or as reset. The motion shall include a
copy of the request for admission and
any exhibits thereto and of the answer
or objection. The motion must be sup-
ported by a written statement from the
moving party showing that such party
or the attorney therefor has made a
good faith effort, by conference or cor-
respondence, to resolve with the other
party or the attorney therefor the
issues presented in the motion and has
been unable to reach agreement. If
issues raised in the motion are subse-
quently resolved by agreement of the
parties, the moving party should in-
form the Board in writing of the issues
in the motion which no longer require
adjudication.

(2) When a party files a motion to de-
termine the sufficiency of an answer or
objection to a request for an admission,
the case will be suspended by the Board
with respect to all matters not ger-
mane to the motion. After the motion
is filed and served, no party should file
any paper that is not germane to the
motion, except as otherwise specified
in the Board’s suspension order. Nor
may any party serve any additional
discovery until the period of suspen-
sion is lifted or expires by or under
order of the Board. The filing of a mo-
tion to determine the sufficiency of an
answer or objection to a request for ad-
mission shall not toll the time for a
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party to comply with any disclosure re-
quirement or to respond to any out-
standing discovery requests or to ap-
pear for any noticed discovery deposi-
tion. If discovery has closed, however,
the parties need not make pretrial dis-
closures until directed to do so by the
Board.

(j) Telephone and pretrial conferences.
(1) Whenever it appears to the Trade-
mark Trial and Appeal Board that a
stipulation or motion filed in an inter
partes proceeding is of such nature
that a telephone conference would be
beneficial, the Board may, upon its
own initiative or upon request made by
one or both of the parties, schedule a
telephone conference.

(2) Whenever it appears to the Trade-
mark Trial and Appeal Board that
questions or issues arising during the
interlocutory phase of an inter partes
proceeding have become so complex
that their resolution by correspond-
ence or telephone conference is not
practical and that resolution would
likely be facilitated by a conference in
person of the parties or their attorneys
with an Administrative Trademark
Judge or an Interlocutory Attorney of
the Board, the Board may, upon its
own initiative, direct that the parties
and/or their attorneys meet with the
Board for a disclosure, discovery or
pretrial conference on such terms as
the Board may order.

(3) Parties may not make a recording
of the conferences referenced in para-
graphs (j)(1) and (2) of this section.

(k) Use of discovery deposition, answer
to interrogatory, admission or written dis-
closure. (1) The discovery deposition of
a party or of anyone who at the time of
taking the deposition was an officer,
director or managing agent of a party,
or a person designated by a party pur-
suant to Rule 30(b)(6) or Rule 31(a) of
the Federal Rules of Civil Procedure,
may be offered in evidence by an ad-
verse party.

(2) Except as provided in paragraph
(k)(1) of this section, the discovery dep-
osition of a witness, whether or not a
party, shall not be offered in evidence
unless the person whose deposition was
taken is, during the testimony period
of the party offering the deposition,
dead; or out of the United States (un-
less it appears that the absence of the
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witness was procured by the party of-
fering the deposition); or unable to tes-
tify because of age, illness, infirmity,
or imprisonment; or cannot be served
with a subpoena to compel attendance
at a testimonial deposition; or there is
a stipulation by the parties; or upon a
showing that such exceptional cir-
cumstances exist as to make it desir-
able, in the interest of justice, to allow
the deposition to be used. The use of a
discovery deposition by any party
under this paragraph will be allowed
only by stipulation of the parties ap-
proved by the Trademark Trial and Ap-
peal Board, or by order of the Board on
motion, which shall be filed when the
party makes its pretrial disclosures,
unless the motion is based upon a
claim that such exceptional cir-
cumstances exist as to make it desir-
able, in the interest of justice, to allow
the deposition to be used, even though
such deadline has passed, in which case
the motion shall be filed promptly
after the circumstances claimed to jus-
tify use of the deposition became
known.

(3)(i) A discovery deposition, an an-
swer to an interrogatory, an admission
to a request for admission, or a written
initial disclosure, which may be offered
in evidence under the provisions of
paragraph (k) of this section, may be
made of record in the case by filing the
deposition or any part thereof with any
exhibit to the part that is filed, or a
copy of the interrogatory and answer
thereto with any exhibit made part of
the answer, or a copy of the request for
admission and any exhibit thereto and
the admission (or a statement that the
party from which an admission was re-
quested failed to respond thereto), or a
copy of the written initial disclosure,
together with a notice of reliance in
accordance with §2.122(g). The notice of
reliance and the material submitted
thereunder should be filed during the
testimony period of the party that files
the notice of reliance. An objection
made at a discovery deposition by a
party answering a question subject to
the objection will be considered at
final hearing.

(ii) A party that has obtained docu-
ments from another party through dis-
closure or under Rule 34 of the Federal
Rules of Civil Procedure may not make
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the documents of record by notice of
reliance alone, except to the extent
that they are admissible by notice of
reliance under the provisions of
§2.122(e), or the party has obtained an
admission or stipulation from the pro-
ducing party that authenticates the
documents.

(4) If only part of a discovery deposi-
tion is submitted and made part of the
record by a party, an adverse party
may introduce under a notice of reli-
ance any other part of the deposition
which should in fairness be considered
s0 as to make not misleading what was
offered by the submitting party. A no-
tice of reliance filed by an adverse
party must be supported by a written
statement explaining why the adverse
party needs to rely upon each addi-
tional part listed in the adverse party’s
notice, failing which the Board, in its
discretion, may refuse to consider the
additional parts.

(5) Written disclosures, an answer to
an interrogatory, or an admission to a
request for admission, may be sub-
mitted and made part of the record
only by the receiving or inquiring
party except that, if fewer than all of
the written disclosures, answers to in-
terrogatories, or fewer than all of the
admissions, are offered in evidence by
the receiving or inquiring party, the
disclosing or responding party may in-
troduce under a notice of reliance any
other written disclosures, answers to
interrogatories, or any other admis-
sions, which should in fairness be con-
sidered so as to make not misleading
what was offered by the receiving or in-
quiring party. The notice of reliance
filed by the disclosing or responding
party must be supported by a written
statement explaining why the dis-
closing or responding party needs to
rely upon each of the additional writ-
ten disclosures or discovery responses
listed in the disclosing or responding
party’s notice, and absent such state-
ment, the Board, in its discretion, may
refuse to consider the additional writ-
ten disclosures or responses.

(6) Paragraph (k) of this section will
not be interpreted to preclude reading
or use of written disclosures or docu-
ments, a discovery deposition, or an-
swer to an interrogatory, or admission
as part of the examination or cross-ex-
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amination of any witness during the
testimony period of any party.

(7) When a written disclosure, a dis-
covery deposition, or a part thereof, or
an answer to an interrogatory, or an
admission, or an authenticated pro-
duced document has been made of
record by one party in accordance with
the provisions of paragraph (k)3) of
this section, it may be referred to by
any party for any purpose permitted by
the Federal Rules of Evidence.

(8) Written disclosures or disclosed
documents, requests for discovery, re-
sponses thereto, and materials or depo-
sitions obtained through the disclosure
or discovery process should not be filed
with the Board, except when submitted
with a motion relating to disclosure or
discovery, or in support of or in re-
sponse to a motion for summary judg-
ment, or under a notice of reliance,
when permitted, during a party’s testi-
mony period.

[81 FR 69976, Oct. 7, 2016, as amended at 82 FR
33805, July 21, 2017]

§2.121 Assignment of times for taking
testimony and presenting evidence.

(a) The Trademark Trial and Appeal
Board will issue a trial order setting a
deadline for each party’s required pre-
trial disclosures and assigning to each
party its time for taking testimony
and presenting evidence (‘‘testimony
period’’). No testimony shall be taken
or evidence presented except during
the times assigned, unless by stipula-
tion of the parties approved by the
Board, or upon motion granted by the
Board, or by order of the Board. The
deadlines for pretrial disclosures and
the testimony periods may be resched-
uled by stipulation of the parties ap-
proved by the Board, or upon motion
granted by the Board, or by order of
the Board. If a motion to reschedule
any pretrial disclosure deadline and/or
testimony period is denied, the pretrial
disclosure deadline or testimony period
and any subsequent remaining periods
may remain as set. The resetting of the
closing date for discovery will result in
the rescheduling of pretrial disclosure
deadlines and testimony periods with-
out action by any party. The resetting
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of a party’s testimony period will re-
sult in the rescheduling of the remain-
ing pretrial disclosure deadlines with-
out action by any party.

(b)(1) The Trademark Trial and Ap-
peal Board will schedule a testimony
period for the plaintiff to present its
case in chief, a testimony period for
the defendant to present its case and to
meet the case of the plaintiff, and a
testimony period for the plaintiff to
present evidence in rebuttal.

(2) When there is a counterclaim, or
when proceedings have been consoli-
dated and one party is in the position
of plaintiff in one of the involved pro-
ceedings and in the position of defend-
ant in another of the involved pro-
ceedings, or when there is an inter-
ference or a concurrent use registra-
tion proceeding involving more than
two parties, the Board will schedule
testimony periods so that each party in
the position of plaintiff will have a pe-
riod for presenting its case in chief
against each party in the position of
defendant, each party in the position of
defendant will have a period for pre-
senting its case and meeting the case
of each plaintiff, and each party in the
position of plaintiff will have a period
for presenting evidence in rebuttal.

(c) A testimony period which is sole-
ly for rebuttal will be set for fifteen
days. All other testimony periods will
be set for thirty days. The periods may
be shortened or extended by stipulation
of the parties approved by the Trade-
mark Trial and Appeal Board, or may
be extended upon motion granted by
the Board, or by order of the Board. If
a motion for an extension is denied, the
testimony periods and their associated
pretrial disclosure deadlines may re-
main as set.

(d) When parties stipulate to the re-
scheduling of a deadline for pretrial
disclosures and subsequent testimony
periods or to the rescheduling of the
closing date for discovery and the re-
scheduling of subsequent deadlines for
pretrial disclosures and testimony peri-
ods, a stipulation presented in the form
used in a trial order, signed by the par-
ties, or a motion in said form signed by
one party and including a statement
that every other party has agreed
thereto, shall be submitted to the
Board through ESTTA, with the rel-

§2.121

evant dates set forth and an express
statement that all parties agree to the
new dates.

(e) A party need not disclose, prior to
its testimony period, any notices of re-
liance it intends to file during its testi-
mony period. However, no later than
fifteen days prior to the opening of
each testimony period, or on such al-
ternate schedule as may be provided by
order of the Board, the party scheduled
to present evidence must disclose the
name and, if not previously provided,
the telephone number and address of
each witness from whom it intends to
take testimony, or may take testi-
mony if the need arises, general identi-
fying information about the witness,
such as relationship to any party, in-
cluding job title if employed by a
party, or, if neither a party nor related
to a party, occupation and job title, a
general summary or list of subjects on
which the witness is expected to tes-
tify, and a general summary or list of
the types of documents and things
which may be introduced as exhibits
during the testimony of the witness.
The testimony of a witness may be
taken upon oral examination and tran-
scribed, or presented in the form of an
affidavit or declaration, as provided in
§2.123. Pretrial disclosure of a witness
under this paragraph (e) does not sub-
stitute for issuance of a proper notice
of examination under §2.123(c) or
§2.124(b). If a party does not plan to
take testimony from any witnesses, it
must so state in its pretrial disclosure.
When a party fails to make required
pretrial disclosures, any adverse party
or parties may have remedy by way of
a motion to the Board to delay or reset
any subsequent pretrial disclosure
deadlines and/or testimony periods. A
party may move to quash a noticed tes-
timony deposition of a witness not
identified or improperly identified in
pretrial disclosures before the deposi-
tion. When testimony has been pre-
sented by affidavit or declaration, but
was not covered by an earlier pretrial
disclosure, the remedy for any adverse
party is the prompt filing of a motion
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to strike, as provided in §§2.123 and
2.124.

[48 FR 23138, May 23, 1983; 48 FR 27226, June
14, 1983, as amended at 54 FR 34899, Aug. 22,
1989; 63 FR 48099, Sept. 9, 1998; 68 FR 55767,
Sept. 26, 2003; 72 FR 42262, Aug. 1, 2007; 81 FR
69979, Oct. 7, 2016]

§2.122 Matters in evidence.

(a) Applicable rules. Unless the parties
otherwise stipulate, the rules of evi-
dence for proceedings before the Trade-
mark Trial and Appeal Board are the
Federal Rules of Evidence, the relevant
provisions of the Federal Rules of Civil
Procedure, the relevant provisions of
Title 28 of the United States Code, and
the provisions of this part. When evi-
dence has been made of record by one
party in accordance with these rules, it
may be referred to by any party for
any purpose permitted by the Federal
Rules of Evidence.

(b) Application and registration files.
(1) The file of each application or reg-
istration specified in a notice of inter-
ference, of each application or registra-
tion specified in the notice of a concur-
rent use registration proceeding, of the
application against which a notice of
opposition is filed, or of each registra-
tion against which a petition or coun-
terclaim for cancellation is filed forms
part of the record of the proceeding
without any action by the parties and
reference may be made to the file for
any relevant and competent purpose in
accordance with paragraph (b)(2) of
this section.

(2) The allegation in an application
for registration, or in a registration, of
a date of use is not evidence on behalf
of the applicant or registrant; a date of
use of a mark must be established by
competent evidence. Specimens in the
file of an application for registration,
or in the file of a registration, are not
evidence on behalf of the applicant or
registrant unless identified and intro-
duced in evidence as exhibits during
the period for the taking of testimony.
Statements made in an affidavit or
declaration in the file of an application
for registration, or in the file of a reg-
istration, are not testimony on behalf
of the applicant or registrant. Estab-
lishing the truth of these or any other
matters asserted in the files of these
applications and registrations shall be
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governed by the Federal Rules of Evi-
dence, the relevant provisions of the
Federal Rules of Civil Procedure, the
relevant provisions of Title 28 of the
United States Code, and the provisions
of this part.

(c) Ezxhibits to pleadings. Except as
provided in paragraph (d)(1) of this sec-
tion, an exhibit attached to a pleading
is not evidence on behalf of the party
to whose pleading the exhibit is at-
tached, and must be identified and in-
troduced in evidence as an exhibit dur-
ing the period for the taking of testi-
mony.

(d) Registrations. (1) A registration of
the opposer or petitioner pleaded in an
opposition or petition to cancel will be
received in evidence and made part of
the record if the opposition or petition
is accompanied by an original or photo-
copy of the registration prepared and
issued by the Office showing both the
current status of and current title to
the registration, or by a current copy
of information from the electronic
database records of the Office showing
the current status and title of the reg-
istration. For the cost of a copy of a
registration showing status and title,
see §2.6(b)(4).

(2) A registration owned by any party
to a proceeding may be made of record
in the proceeding by that party by ap-
propriate identification and introduc-
tion during the taking of testimony or
by filing a notice of reliance in accord-
ance with paragraph (g) of this section,
which shall be accompanied by a copy
(original or photocopy) of the registra-
tion prepared and issued by the Office
showing both the current status of and
current title to the registration, or by
a current copy of information from the
electronic database records of the Of-
fice showing the current status and
title of the registration. The notice of
reliance shall be filed during the testi-
mony period of the party that files the
notice.

(e) Printed publications and official
records. (1) Printed publications, such
as books and periodicals, available to
the general public in libraries or of
general circulation among members of
the public or that segment of the pub-
lic which is relevant in a particular
proceeding, and official records, if the
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publication or official record is com-
petent evidence and relevant to an
issue, may be introduced in evidence by
filing a notice of reliance on the mate-
rial being offered in accordance with
paragraph (g) of this section. The no-
tice of reliance shall specify the print-
ed publication (including information
sufficient to identify the source and
the date of the publication) or the offi-
cial record and the pages to be read;
and be accompanied by the official
record or a copy thereof whose authen-
ticity is established under the Federal
Rules of Evidence, or by the printed
publication or a copy of the relevant
portion thereof. A copy of an official
record of the Office need not be cer-
tified to be offered in evidence.

(2) Internet materials may be admit-
ted into evidence under a notice of reli-
ance in accordance with paragraph (g)
of this section, in the same manner as
a printed publication in general cir-
culation, so long as the date the inter-
net materials were accessed and their
source (e.g., URL) are provided.

(f) Testimony from other proceedings.
By order of the Trademark Trial and
Appeal Board, on motion, testimony
taken in another proceeding, or testi-
mony taken in a suit or action in a
court, between the same parties or
those in privity may be used in a pro-
ceeding, so far as relevant and mate-
rial, subject, however, to the right of
any adverse party to recall or demand
the recall for examination or cross-ex-
amination of any witness whose prior
testimony has been offered and to
rebut the testimony.

(g) Notices of reliance. The types of
evidence admissible by notice of reli-
ance are identified in paragraphs (d)(2)
and (e)(1) and (2) of this section and
§2.120(k). A notice of reliance shall be
filed during the testimony period of the
party that files the notice. For all evi-
dence offered by notice of reliance, the
notice must indicate generally the rel-
evance of the evidence and associate it
with one or more issues in the pro-
ceeding. Failure to identify the rel-
evance of the evidence, or associate it
with issues in the proceeding, with suf-
ficient specificity is a procedural de-
fect that can be cured by the offering
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party within the time set by Board
order.

[48 FR 23138, May 23, 1983, as amended at 54
FR 34899, Aug. 22, 1989; 54 FR 38041, Sept. 14,
1989; 63 FR 48099, Sept. 9, 1998; 72 FR 42262,
Aug. 1, 2007; 81 FR 69980, Oct. 7, 2016]

§2.123 Trial testimony in inter partes
cases.

(a)(1) The testimony of witnesses in
inter partes cases may be submitted in
the form of an affidavit or a declara-
tion pursuant to §2.20 and in conform-
ance with the Federal Rules of Evi-
dence, filed during the proffering par-
ty’s testimony period, subject to the
right of any adverse party to elect to
take and bear the expense of oral cross-
examination of that witness as pro-
vided under paragraph (c) of this sec-
tion if such witness is within the juris-
diction of the United States, or con-
duct cross-examination by written
questions as provided in §2.124 if such
witness is outside the jurisdiction of
the United States, and the offering
party must make that witness avail-
able; or taken by deposition upon oral
examination as provided by this sec-
tion; or by deposition upon written
questions as provided by §2.124.

(2) Testimony taken in a foreign
country shall be taken: by deposition
upon written questions as provided by
§2.124, unless the Board, upon motion
for good cause, orders that the deposi-
tion be taken by oral examination, or
the parties so stipulate; or by affidavit
or declaration, subject to the right of
any adverse party to elect to take and
bear the expense of cross-examination
by written questions of that witness. If
a party serves notice of the taking of a
testimonial deposition upon written
questions of a witness who is, or will be
at the time of the deposition, present
within the United States or any terri-
tory which is under the control and ju-
risdiction of the United States, any ad-
verse party may, within twenty days
from the date of service of the notice,
file a motion with the Trademark Trial
and Appeal Board, for good cause, for
an order that the deposition be taken
by oral examination.

(b) Stipulations. If the parties so stip-
ulate in writing, depositions may be
taken before any person authorized to
administer oaths, at any place, upon
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any notice, and in any manner, and
when so taken may be used like other
depositions. The parties may stipulate
in writing what a particular witness
would testify to if called; or any rel-
evant facts in the case may be stipu-
lated in writing.

(c) Notice of examination of witnesses.
Before the oral depositions of witnesses
shall be taken by a party, due notice in
writing shall be given to the adverse
party or parties, as provided in
§2.119(b), of the time when and place
where the depositions will be taken, of
the cause or matter in which they are
to be used, and the name and address of
each witness to be examined. Deposi-
tions may be noticed for any reason-
able time and place in the United
States. A deposition may not be no-
ticed for a place in a foreign country
except as provided in paragraph (a)(2)
of this section. No party shall take
depositions in more than one place at
the same time, nor so nearly at the
same time that reasonable opportunity
for travel from one place of examina-
tion to the other is not available. When
a party elects to take oral cross-exam-
ination of an affiant or declarant, the
notice of such election must be served
on the adverse party and a copy filed
with the Board within 20 days from the
date of service of the affidavit or dec-
laration and completed within 30 days
from the date of service of the notice of
election. Upon motion for good cause
by any party, or upon its own initia-
tive, the Board may extend the periods
for electing and taking oral cross-ex-
amination. When such election has
been made but cannot be completed
within that testimony period, the
Board, after the close of that testi-
mony period, shall suspend or resched-
ule other proceedings in the matter to
allow for the orderly completion of the
oral cross-examination(s).

(d) Persons before whom depositions
may be taken. Depositions may be taken
before persons designated by Rule 28 of
the Federal Rules of Civil Procedure.

(e) Examination of witnesses. (1) Each
witness before providing oral testi-
mony shall be duly sworn according to
law by the officer before whom the dep-
osition is to be taken. Where oral depo-
sitions are taken, every adverse party
shall have a full opportunity to cross-
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examine each witness. When testimony
is proffered by affidavit or declaration,
every adverse party will have the right
to elect oral cross-examination of any
witness within the jurisdiction of the
United States. For examination of wit-
nesses outside the jurisdiction of the
United States, see §2.124.

(2) The deposition shall be taken in
answer to questions, with the questions
and answers recorded in their regular
order by the officer, or by some other
person (who shall be subject to the pro-
visions of Rule 28 of the Federal Rules
of Civil Procedure) in the presence of
the officer except when the officer’s
presence is waived on the record by
agreement of the parties. The testi-
mony shall be recorded and tran-
scribed, unless the parties present
agree otherwise. Exhibits which are
marked and identified at the deposi-
tion will be deemed to have been of-
fered into evidence, without any formal
offer thereof, unless the intention of
the party marking the exhibits is
clearly expressed to the contrary.

(3) If pretrial disclosures or the no-
tice of examination of witnesses served
pursuant to paragraph (c) of this sec-
tion are improper or inadequate with
respect to any witness, an adverse
party may cross-examine that witness
under protest while reserving the right
to object to the receipt of the testi-
mony in evidence. Promptly after the
testimony is completed, the adverse
party, to preserve the objection, shall
move to strike the testimony from the
record, which motion will be decided
on the basis of all the relevant cir-
cumstances.

(i) A motion to strike the testimony
of a witness for lack of proper or ade-
quate pretrial disclosure may seek ex-
clusion of the entire testimony, when
there was no pretrial disclosure, or
may seek exclusion of that portion of
the testimony that was not adequately
disclosed in accordance with §2.121(e).

(ii) A motion to strike the testimony
of a witness for lack of proper or ade-
quate notice of examination must re-
quest the exclusion of the entire testi-
mony of that witness and not only a
part of that testimony.
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(4) All objections made at the time of
an oral examination to the qualifica-
tions of the officer taking the deposi-
tion, or to the manner of taking it, or
to the evidence presented, or to the
conduct of any party, and any other ob-
jection to the proceedings, shall be
noted by the officer upon the deposi-
tion. Evidence objected to shall be
taken subject to the objections.

(5) When the oral deposition has been
transcribed, the deposition transcript
shall be carefully read over by the wit-
ness or by the officer to the witness,
and shall then be signed by the witness
in the presence of any officer author-
ized to administer oaths unless the
reading and the signature be waived on
the record by agreement of all parties.

(f) Certification and filing of deposition.
(1) The officer shall annex to the depo-
sition his or her certificate showing:

(i) Due administration of the oath by
the officer to the witness before the
commencement of his or her deposi-
tion;

(ii) The name of the person by whom
the deposition was taken down, and
whether, if not taken down by the offi-
cer, it was taken down in his or her
presence;

(iii) The presence or absence of the
adverse party;

(iv) The place, day, and hour of com-
mencing and taking the deposition;

(v) The fact that the officer was not
disqualified as specified in Rule 28 of
the Federal Rules of Civil Procedure.

(2) If any of the foregoing require-
ments in paragraph (f)(1) of this section
are waived, the certificate shall so
state. The officer shall sign the certifi-
cate and affix thereto his or her seal of
office, if he or she has such a seal. The
party taking the deposition, or its at-
torney or other authorized representa-
tive, shall then promptly file the tran-
script and exhibits in electronic form
using ESTTA. If the nature of an ex-
hibit precludes electronic transmission
via ESTTA, it shall be submitted by
mail by the party taking the deposi-
tion, or its attorney or other author-
ized representative.

(g) Form of deposition. (1) The pages of
each deposition must be numbered con-
secutively, and the name of the witness
plainly and conspicuously written at
the top of each page. A deposition must
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be in written form. The questions pro-
pounded to each witness must be con-
secutively numbered unless the pages
have numbered lines. Each question
must be followed by its answer. The
deposition transcript must be sub-
mitted in full-sized format (one page
per sheet), not condensed (multiple
pages per sheet).

(2) Exhibits must be numbered or let-
tered consecutively and each must be
marked with the number and title of
the case and the name of the party of-
fering the exhibit. Entry and consider-
ation may be refused to improperly
marked exhibits.

(3) Each deposition must contain a
word index and an index of the names
of the witnesses, giving the pages
where the words appear in the deposi-
tion and where witness examination
and cross-examination begin, and an
index of the exhibits, briefly describing
their nature and giving the pages at
which they are introduced and offered
in evidence.

(h) Depositions must be filed. All depo-
sitions which are taken must be duly
filed in the Office. On refusal to file,
the Office at its discretion will not fur-
ther hear or consider the contestant
with whom the refusal lies; and the Of-
fice may, at its discretion, receive and
consider a copy of the withheld deposi-
tion, attested by such evidence as is
procurable.

(i) Effect of errors and irregularities in
depositions. Rule 32(d)(1), (2), and (3)(A)
and (B) of the Federal Rules of Civil
Procedure shall apply to errors and
irregularities in depositions. Notice
will not be taken of merely formal or
technical objections which shall not
appear to have wrought a substantial
injury to the party raising them; and
in case of such injury it must be made
to appear that the objection was raised
at the time specified in said rule.

(j) Objections to admissibility. Subject
to the provisions of paragraph (i) of
this section, objection may be made to
receiving in evidence any declaration,
affidavit, or deposition, or part thereof,
or any other evidence, for any reason
which would require the exclusion of
the evidence from consideration. Objec-
tions to the competency of a witness or
to the competency, relevancy, or mate-
riality of testimony must be raised at
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the time specified in Rule 32(d)(3)(A) of
the Federal Rules of Civil Procedure.
Such objections may not be considered
until final hearing.

(k) Evidence not considered. Evidence
not obtained and filed in compliance
with these sections will not be consid-
ered.

[37 FR 7607, Apr. 18, 1972, as amended at 41
FR 760, Jan. 5, 1976; 48 FR 23139, May 23, 1983;
54 FR 34899, Aug. 22, 1989; 54 FR 38041, Sept.
14, 1989; 63 FR 48099, Sept. 9, 1998; 68 FR 14337,
Mar. 25, 2003; 68 FR 48289, Aug. 13, 2003; 68 FR
55767, Sept. 26, 2003; 72 FR 42262, Aug. 1, 2007;
81 FR 69981, Oct. 7, 2016; 81 FR 89383, Dec. 12,
2016]

§2.124 Depositions upon written ques-
tions.

(a) A deposition upon written ques-
tions may be taken before any person
before whom depositions may be taken
as provided by Rule 28 of the Federal
Rules of Civil Procedure.

(b)(1) A party desiring to take a testi-
monial deposition upon written ques-
tions shall serve notice thereof upon
each adverse party within ten days
from the opening date of the testimony
period of the party who serves the no-
tice. The notice shall state the name
and address of the witness. A copy of
the notice, but not copies of the ques-
tions, shall be filed with the Trade-
mark Trial and Appeal Board.

(2) A party desiring to take a dis-
covery deposition upon written ques-
tions shall serve notice thereof upon
each adverse party and shall file a copy
of the notice, but not copies of the
questions, with the Board. The notice
shall state the name and address, if
known, of the person whose deposition
is to be taken. If the name of the per-
son is not known, a general description
sufficient to identify the witness or the
particular class or group to which he or
she belongs shall be stated in the no-
tice, and the party from whom the dis-
covery deposition is to be taken shall
designate one or more persons to be de-
posed in the same manner as is pro-
vided by Rule 30(b)(6) of the Federal
Rules of Civil Procedure.

(3) A party desiring to take cross-ex-
amination, by written questions, of a
witness who has provided testimony by
affidavit or declaration shall serve no-
tice thereof upon each adverse party
and shall file a copy of the notice, but
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not copies of the questions, with the
Board.

(c) Every notice given under the pro-
visions of paragraph (b) of this section
shall be accompanied by the name or
descriptive title of the officer before
whom the deposition is to be taken.

(d)(1) Every notice served on any ad-
verse party under the provisions of
paragraphs (b)(1) and (2) of this section,
for the taking of direct examination,
shall be accompanied by the written
questions to be propounded on behalf of
the party who proposes to take the
deposition. Every notice served on any
adverse party under the provisions of
paragraph (b)(3) of this section, for the
taking of cross-examination, shall be
accompanied by the written questions
to be propounded on behalf of the party
who proposes to take the cross-exam-
ination. Within twenty days from the
date of service of the notice of taking
direct examination, or service of a tes-
timony affidavit or declaration, any
adverse party may serve cross ques-
tions upon the party who proposes to
take the deposition. Any party who
serves cross questions, whether in re-
sponse to direct examination questions
or under paragraph (b)(3) of this sec-
tion, shall also serve every other ad-
verse party. Within ten days from the
date of service of the cross questions,
the party who proposes to take the
deposition, or who earlier offered testi-
mony of the witness by affidavit or
declaration, may serve redirect ques-
tions on every adverse party. Within
ten days from the date of service of the
redirect questions, any party who
served cross questions may serve
recross questions upon the party who
proposes to take the deposition or who
earlier offered testimony of the witness
by affidavit or declaration; any party
who serves recross questions shall also
serve every other adverse party. Writ-
ten objections to questions may be
served on a party propounding ques-
tions; any party who objects shall
serve a copy of the objections on every
other adverse party. In response to ob-
jections, substitute questions may be
served on the objecting party within
ten days of the date of service of the
objections; substitute questions shall
be served on every other adverse party.
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(2) Upon motion for good cause by
any party, or upon its own initiative,
the Trademark Trial and Appeal Board
may extend any of the time periods
provided by paragraph (d)(1) of this sec-
tion. Upon receipt of written notice
that one or more testimonial deposi-
tions are to be taken upon written
questions, the Trademark Trial and
Appeal Board shall suspend or resched-
ule other proceedings in the matter to
allow for the orderly completion of the
depositions upon written questions.

(3) Service of written questions, re-

sponses, and cross-examination ques-
tions shall be in accordance with
§2.119(b).

(e) Within ten days after the last
date when questions, objections, or
substitute questions may be served, the
party who proposes to take the deposi-
tion shall mail a copy of the notice and
copies of all the questions to the officer
designated in the notice; a copy of the
notice and of all the questions mailed
to the officer shall be served on every
adverse party. The officer designated in
the notice shall take the testimony of
the witness in response to the ques-
tions and shall record each answer im-
mediately after the corresponding
question. The officer shall then certify
the transcript and mail the transcript
and exhibits to the party who took the
deposition.

(f) The party who took the deposition
shall promptly serve a copy of the
transcript, copies of documentary ex-
hibits, and duplicates or photographs
of physical exhibits on every adverse
party. It is the responsibility of the
party who takes the deposition to as-
sure that the transcript is correct (see
§2.125(c)). If the deposition is a dis-
covery deposition, it may be made of
record as provided by §2.120(k). If the
deposition is a testimonial deposition,
the original, together with copies of
documentary exhibits and duplicates or
photographs of physical exhibits, shall
be filed promptly with the Trademark
Trial and Appeal Board.

(g) Objections to questions and an-
swers in depositions upon written ques-
tions may be considered at final hear-
ing.

[48 FR 23139, May 23, 1983, as amended at 81
FR 69982, Oct. 7, 2016; 81 FR 89383, Dec. 12,
2016]

§2.125

§2.125 Filing and service of testimony.

(a) One copy of the declaration or af-
fidavit prepared in accordance with
§2.123, together with copies of docu-
mentary exhibits and duplicates or
photographs of physical exhibits, shall
be served on each adverse party at the
time the declaration or affidavit is sub-
mitted to the Trademark Trial and Ap-
peal Board during the assigned testi-
mony period.

(b) One copy of the transcript of each
testimony deposition taken in accord-
ance with §2.123 or §2.124, together
with copies of documentary exhibits
and duplicates or photographs of phys-
ical exhibits, shall be served on each
adverse party within thirty days after
completion of the taking of that testi-
mony. If the transcript with exhibits is
not served on each adverse party with-
in thirty days or within an extension of
time for the purpose, any adverse party
which was not served may have remedy
by way of a motion to the Trademark
Trial and Appeal Board to reset such
adverse party’s testimony and/or brief-
ing periods, as may be appropriate. If
the deposing party fails to serve a copy
of the transcript with exhibits on an
adverse party after having been or-
dered to do so by the Board, the Board,
in its discretion, may strike the deposi-
tion, or enter judgment as by default
against the deposing party, or take any
such other action as may be deemed
appropriate.

(c) The party who takes testimony is
responsible for having all typo-
graphical errors in the transcript and
all errors of arrangement, indexing and
form of the transcript corrected, on no-
tice to each adverse party, prior to the
filing of one certified transcript with
the Trademark Trial and Appeal Board.
The party who takes testimony is re-
sponsible for serving on each adverse
party one copy of the corrected tran-
script or, if reasonably feasible, cor-
rected pages to be inserted into the
transcript previously served.

(d) One certified transcript and ex-
hibits shall be filed with the Trade-
mark Trial and Appeal Board. Notice of
such filing shall be served on each ad-
verse party and a copy of each notice
shall be filed with the Board.
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(e) Each transcript shall comply with
§2.123(g) with respect to arrangement,
indexing and form.

(f) Upon motion by any party, for
good cause, the Trademark Trial and
Appeal Board may order that any part
of an affidavit or declaration or a depo-
sition transcript or any exhibits that
directly disclose any trade secret or
other confidential research, develop-
ment, or commercial information may
be filed under seal and kept confiden-
tial under the provisions of §2.27(e). If
any party or any attorney or agent of
a party fails to comply with an order
made under this paragraph, the Board
may impose any of the sanctions au-
thorized by §2.120(h).

[81 FR 69983, Oct. 7, 2016]

§2.126 Form of submissions to the
Trademark Trial and Appeal Board.

(a) Submissions must be made to the
Trademark Trial and Appeal Board via
ESTTA.

(1) Text in an electronic submission
must be filed in at least 11-point type
and double-spaced.

(2) Exhibits pertaining to an elec-
tronic submission must be made elec-
tronically as an attachment to the sub-
mission and must be clear and legible.

(b) In the event that ESTTA is un-
available due to technical problems, or
when extraordinary circumstances are
present, submissions may be filed in
paper form. All submissions in paper
form, except the extensions of time to
file a notice of opposition, the notice of
opposition, the petition to cancel, or
answers thereto (see §§2.101(b)(2),
2.102(a)(2), 2.106(b)(1), 2.111(c)(2), and
2.114(b)(1)), must include a written ex-
planation of such technical problems or
extraordinary circumstances. Paper
submissions that do not meet the
showing required under this paragraph
(b) will not be considered. A paper sub-
mission, including exhibits and deposi-
tions, must meet the following require-
ments:

(1) A paper submission must be print-
ed in at least 11-point type and double-
spaced, with text on one side only of
each sheet;

(2) A paper submission must be 8 to
8.5 inches (20.3 to 21.6 cm.) wide and 11
to 11.69 inches (27.9 to 29.7 cm.) long,
and contain no tabs or other such de-

37 CFR Ch. | (7-1-18 Edition)

vices extending beyond the edges of the
paper;

(3) If a paper submission contains di-
viders, the dividers must not have any
extruding tabs or other devices, and
must be on the same size and weight
paper as the submission;

(4) A paper submission must not be
stapled or bound;

() All pages of a paper submission
must be numbered and exhibits shall be
identified in the manner prescribed in
§2.123(g)(2);

(6) Exhibits pertaining to a paper
submission must be filed on paper and
comply with the requirements for a
paper submission.

(c) To be handled as confidential,
submissions to the Trademark Trial
and Appeal Board that are confidential
in whole or part pursuant to §2.125(f)
must be submitted using the ‘‘Con-
fidential” selection available in
ESTTA or, where appropriate, under a
separate paper cover. Both the submis-
sion and its cover must be marked con-
fidential and must identify the case
number and the parties. A copy of the
submission for public viewing with the
confidential portions redacted must be
submitted concurrently.

[81 FR 69983, Oct. 7, 2016, as amended at 81 FR
89383, Dec. 12, 2016]

§2.127 Motions.

(a) Every motion must be submitted
in written form and must meet the re-
quirements prescribed in §2.126. It shall
contain a full statement of the
grounds, and shall embody or be ac-
companied by a brief. Except as pro-
vided in paragraph (e)(1) of this sec-
tion, a brief in response to a motion
shall be filed within twenty days from
the date of service of the motion unless
another time is specified by the Trade-
mark Trial and Appeal Board, or the
time is extended by stipulation of the
parties approved by the Board, or upon
motion granted by the Board, or upon
order of the Board. If a motion for an
extension is denied, the time for re-
sponding to the motion remains as
specified under this section, unless oth-
erwise ordered. Except as provided in
paragraph (e)(1) of this section, a reply
brief, if filed, shall be filed within
twenty days from the date of service of
the brief in response to the motion.
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The time for filing a reply brief will
not be extended or reopened. The Board
will consider no further papers in sup-
port of or in opposition to a motion.
Neither the brief in support of a mo-
tion nor the brief in response to a mo-
tion shall exceed twenty-five pages in
length in its entirety, including table
of contents, index of cases, description
of the record, statement of the issues,
recitation of the facts, argument, and
summary. A reply brief shall not ex-
ceed ten pages in length in its entirety.
Exhibits submitted in support of or in
opposition to a motion are not consid-
ered part of the brief for purposes of de-
termining the length of the brief. When
a party fails to file a brief in response
to a motion, the Board may treat the
motion as conceded. An oral hearing
will not be held on a motion except on
order by the Board.

(b) Any request for reconsideration
or modification of an order or decision
issued on a motion must be filed within
one month from the date thereof. A
brief in response must be filed within
twenty days from the date of service of
the request.

(c) Interlocutory motions, requests,
conceded matters, and other matters
not actually or potentially dispositive
of a proceeding may be acted upon by a
single Administrative Trademark
Judge of the Trademark Trial and Ap-
peal Board, or by an Interlocutory At-
torney or Paralegal of the Board to
whom authority to act has been dele-
gated, or by ESTTA. Motions disposed
of by orders entitled ‘“‘By the Trade-
mark Trial and Appeal Board” have
the same legal effect as orders by a
panel of three Administrative Trade-
mark Judges of the Board.

(d) When any party timely files a po-
tentially dispositive motion, including,
but not limited to, a motion to dismiss,
a motion for judgment on the plead-
ings, or a motion for summary judg-
ment, the case is suspended by the
Trademark Trial and Appeal Board
with respect to all matters not ger-
mane to the motion and no party
should file any paper which is not ger-
mane to the motion except as other-
wise may be specified in a Board order.
If the case is not disposed of as a result
of the motion, proceedings will be re-

§2.127

sumed pursuant to an order of the
Board when the motion is decided.

(e)(1) A party may not file a motion
for summary judgment until the party
has made its initial disclosures, except
for a motion asserting claim or issue
preclusion or lack of jurisdiction by
the Trademark Trial and Appeal Board.
A motion for summary judgment must
be filed before the day of the deadline
for pretrial disclosures for the first tes-
timony period, as originally set or as
reset. A motion under Rule 56(d) of the
Federal Rules of Civil Procedure, if
filed in response to a motion for sum-
mary judgment, shall be filed within
thirty days from the date of service of
the summary judgment motion. The
time for filing a motion under Rule
56(d) will not be extended or reopened.
If no motion under Rule 56(d) is filed, a
brief in response to the motion for
summary judgment shall be filed with-
in thirty days from the date of service
of the motion unless the time is ex-
tended by stipulation of the parties ap-
proved by the Board, or upon motion
granted by the Board, or upon order of
the Board. If a motion for an extension
is denied, the time for responding to
the motion for summary judgment may
remain as specified under this section.
A reply brief, if filed, shall be filed
within twenty days from the date of
service of the brief in response to the
motion. The time for filing a reply
brief will not be extended or reopened.
The Board will consider no further pa-
pers in support of or in opposition to a
motion for summary judgment.

(2) For purposes of summary judg-
ment only, the Board will consider any
of the following, if a copy is provided
with the party’s brief on the summary
judgment motion: Written disclosures
or disclosed documents, a discovery
deposition or any part thereof with any
exhibit to the part that is filed, an in-
terrogatory and answer thereto with
any exhibit made part of the answer, a
request for production and the docu-
ments or things produced in response
thereto, or a request for admission and
any exhibit thereto and the admission
(or a statement that the party from
which an admission was requested
failed to respond thereto). If any mo-
tion for summary judgment is denied,
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the parties may stipulate that the ma-
terials submitted with briefs on the
motion be considered at trial as trial
evidence, which may be supplemented
by additional evidence during trial.

(f) The Board will not hold any per-
son in contempt, or award attorneys’
fees or other expenses to any party.

[48 FR 23140, May 23, 1983, as amended at 54
FR 34900, Aug. 22, 1989; 63 FR 48099, Sept. 9,
1998; 63 FR 52159, Sept. 30, 1998; 68 FR 55768,
Sept. 26, 2003; 72 FR 42262, Aug. 1, 2007; 81 FR
69983, Oct. 7, 2016; 82 FR 33806, July 21, 2017]

§2.128 Briefs at final hearing.

(a)(1) The brief of the party in the po-
sition of plaintiff shall be due not later
than sixty days after the date set for
the close of rebuttal testimony. The
brief of the party in the position of de-
fendant, if filed, shall be due not later
than thirty days after the due date of
the first brief. A reply brief by the
party in the position of plaintiff, if
filed, shall be due not later than fifteen
days after the due date of the defend-
ant’s brief.

(2) When there is a counterclaim, or
when proceedings have been consoli-
dated and one party is in the position
of plaintiff in one of the involved pro-
ceedings and in the position of defend-
ant in another of the involved pro-
ceedings, or when there is an inter-
ference or a concurrent use registra-
tion proceeding involving more than
two parties, the Trademark Trial and
Appeal Board will set the due dates for
the filing of the main brief, and the an-
swering brief, and the rebuttal brief by
the parties.

(3) When a party in the position of
plaintiff fails to file a main brief, an
order may be issued allowing plaintiff
until a set time, not less than fifteen
days, in which to show cause why the
Board should not treat such failure as
a concession of the case. If plaintiff
fails to file a response to the order, or
files a response indicating that plain-
tiff has lost interest in the case, judg-
ment may be entered against plaintiff.
If a plaintiff files a response to the
order showing good cause, but does not
have any evidence of record and does
not move to reopen its testimony pe-
riod and make a showing of excusable
neglect sufficient to support such re-
opening, judgment may be entered
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against plaintiff for failure to take tes-
timony or submit any other evidence.

(b) Briefs must be submitted in writ-
ten form and must meet the require-
ments prescribed in §2.126. Each brief
shall contain an alphabetical index of
cited cases. Without prior leave of the
Trademark Trial and Appeal Board, a
main brief on the case shall not exceed
fifty-five pages in length in its en-
tirety, including the table of contents,
index of cases, description of the
record, statement of the issues, recita-
tion of the facts, argument, and sum-
mary; and a reply brief shall not exceed
twenty-five pages in its entirety. Evi-
dentiary objections that may properly
be raised in a party’s brief on the case
may instead be raised in an appendix or
by way of a separate statement of ob-
jections. The appendix or separate
statement is not included within the
page limit. Any brief beyond the page
limits and any brief with attachments
outside the stated requirements may
not be considered by the Board.

[48 FR 23140, May 23, 1983; 48 FR 27226, June
14, 1983, as amended at 54 FR 34900, Aug. 22,
1989; 68 FR 55768, Sept. 26, 2003; 81 FR 69984,
Oct. 7, 2016]

§2.129 Oral
ation.

argument; reconsider-

(a) If a party desires to have an oral
argument at final hearing, the party
shall request such argument by a sepa-
rate notice filed not later than ten
days after the due date for the filing of
the last reply brief in the proceeding.
Oral arguments will be heard by at
least three Administrative Trademark
Judges or other statutory members of
the Trademark Trial and Appeal Board
at the time specified in the notice of
hearing. If any party appears at the
specified time, that party will be
heard. Parties and members of the
Board may attend in person or, at the
discretion of the Board, remotely. If
the Board is prevented from hearing
the case at the specified time, a new
hearing date will be set. Unless other-
wise permitted, oral arguments in an
inter partes case will be limited to
thirty minutes for each party. A party
in the position of plaintiff may reserve
part of the time allowed for oral argu-
ment to present a rebuttal argument.
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(b) The date or time of a hearing may
be reset, so far as is convenient and
proper, to meet the wishes of the par-
ties and their attorneys or other au-
thorized representatives. The Board
may, however, deny a request to reset
a hearing date for lack of good cause or
if multiple requests for rescheduling
have been filed.

(c) Any request for rehearing or re-
consideration or modification of a deci-
sion issued after final hearing must be
filed within one month from the date of
the decision. A brief in response must
be filed within twenty days from the
date of service of the request. The
times specified may be extended by
order of the Trademark Trial and Ap-
peal Board on motion for good cause.

(d) When a party to an inter partes
proceeding before the Trademark Trial
and Appeal Board cannot prevail with-
out establishing constructive use pur-
suant to section 7(c) of the Act in an
application under section 1(b) of the
Act, the Trademark Trial and Appeal
Board will enter a judgment in favor of
that party, subject to the party’s es-
tablishment of constructive use. The
time for filing an appeal or for com-
mencing a civil action under section 21
of the Act shall run from the date of
the entry of the judgment.

[48 FR 23141, May 23, 1983, as amended at 54
FR 29554, July 13, 1989; 54 FR 34900, Aug. 22,
1989; 54 FR 37597, Sept. 11, 1989; 72 FR 42263,
Aug. 1, 2007; 81 FR 69984, Oct. 7, 2016]

§2.130 New matter suggested by the
trademark examining attorney.

If, while an inter partes proceeding
involving an application under section
1 or 44 of the Act is pending, facts ap-
pear which, in the opinion of the exam-
ining attorney, render the mark in the
application unregistrable, the exam-
ining attorney should request that the
Board remand the application. The
Board may suspend the proceeding and
remand the application to the trade-
mark examining attorney for an ex
parte determination of the question of
registrability. A copy of the trademark
examining attorney’s final action will
be furnished to the parties to the inter
partes proceeding following the final
determination of registrability by the
trademark examining attorney or the
Board on appeal. The Board will con-

§2.132

sider the application for such further
inter partes action as may be appro-
priate.

[81 FR 69985, Oct. 7, 2016]

§2.131 Remand after decision in inter
partes proceeding.

If, during an inter partes proceeding
involving an application under section
1 or 44 of the Act, facts are disclosed
which appear to render the mark
unregistrable, but such matter has not
been tried under the pleadings as filed
by the parties or as they might be
deemed to be amended under Rule 15(b)
of the Federal Rules of Civil Procedure
to conform to the evidence, the Trade-
mark Trial and Appeal Board, in lieu of
determining the matter in the decision
on the proceeding, may remand the ap-
plication to the trademark examining
attorney for reexamination in the
event the applicant ultimately prevails
in the inter partes proceeding. Upon re-
mand, the trademark examining attor-
ney shall reexamine the application in
light of the matter referenced by the
Board. If, upon reexamination, the
trademark examining attorney finally
refuses registration to the applicant,
an appeal may be taken as provided by
§§2.141 and 2.142.

[81 FR 69985, Oct. 7, 2016]

§2.132 Involuntary dismissal for fail-
ure to take testimony.

(a) If the time for taking testimony
by any party in the position of plaintiff
has expired and it is clear to the Board
from the proceeding record that such
party has not taken testimony or of-
fered any other evidence, the Board
may grant judgment for the defendant.
Also, any party in the position of de-
fendant may, without waiving the
right to offer evidence in the event the
motion is denied, move for dismissal on
the ground of the failure of the plain-
tiff to prosecute. The party in the posi-
tion of plaintiff shall have twenty days
from the date of service of the motion
to show cause why judgment should
not be rendered dismissing the case. In
the absence of a showing of excusable
neglect, judgment may be rendered
against the party in the position of
plaintiff. If the motion is denied, testi-
mony periods will be reset for the
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party in the position of defendant and
for rebuttal.

(b) If no evidence other than Office
records showing the current status and
title of plaintiff’s pleaded registra-
tion(s) is offered by any party in the
position of plaintiff, any party in the
position of defendant may, without
waiving the right to offer evidence in
the event the motion is denied, move
for dismissal on the ground that upon
the law and the facts the party in the
position of plaintiff has shown no right
to relief. The party in the position of
plaintiff shall have twenty days from
the date of service of the motion to file
a brief in response to the motion. The
Trademark Trial and Appeal Board
may render judgment against the party
in the position of plaintiff, or the
Board may decline to render judgment
until all testimony periods have
passed. If judgment is not rendered on
the motion to dismiss, testimony peri-
ods will be reset for the party in the
position of defendant and for rebuttal.

(c) A motion filed under paragraph
(a) or (b) of this section must be filed
before the opening of the testimony pe-
riod of the moving party, except that
the Trademark Trial and Appeal Board
may in its discretion grant a motion
under paragraph (a) even if the motion
was filed after the opening of the testi-
mony period of the moving party.

[48 FR 23141, May 23, 1983, as amended at 51
FR 28710, Aug. 11, 1986; 81 FR 69985, Oct. 7,
2016]

§2.133 Amendment of application or
registration during proceedings.

(a) An application subject to an oppo-
sition may not be amended in sub-
stance nor may a registration subject
to a cancellation be amended or dis-
claimed in part, except with the con-
sent of the other party or parties and
the approval of the Trademark Trial
and Appeal Board, or upon motion
granted by the Board.

(b) If, in an inter partes proceeding,
the Trademark Trial and Appeal Board
finds that a party whose application or
registration is the subject of the pro-
ceeding is not entitled to registration
in the absence of a specified restriction
to the application or registration, the
Board will allow the party time in
which to file a motion that the applica-

37 CFR Ch. | (7-1-18 Edition)

tion or registration be amended to con-
form to the findings of the Board, fail-
ing which judgment will be entered
against the party.

(c) Geographic limitations will be
considered and determined by the
Trademark Trial and Appeal Board
only in the context of a concurrent use
registration proceeding.

(d) A plaintiff’s pleaded registration
will not be restricted in the absence of
a counterclaim to cancel the registra-
tion in whole or in part, except that a
counterclaim need not be filed if the
registration is the subject of another
proceeding between the same parties or
anyone in privity therewith.

[64 FR 37597, Sept. 11, 1989, as amended at 72
FR 42263, Aug. 1, 2007]

§2.134 Surrender or voluntary -can-
cellation of registration.

(a) After the commencement of a
cancellation proceeding, if the respond-
ent applies for cancellation of the in-
volved registration under section 7(e)
of the Act of 1946 without the written
consent of every adverse party to the
proceeding, judgment shall be entered
against the respondent. The written
consent of an adverse party may be
signed by the adverse party or by the
adverse party’s attorney or other au-
thorized representative.

(b) After the commencement of a
cancellation proceeding, if it comes to
the attention of the Trademark Trial
and Appeal Board that the respondent
has permitted its involved registration
to be cancelled under section 8 or sec-
tion 71 of the Act of 1946, or has failed
to renew its involved registration
under section 9 of the Act of 1946, or
has allowed its registered extension of
protection to expire under section 70(b)
of the Act of 1946, an order may be
issued allowing respondent until a set
time, not less than fifteen days, in
which to show cause why such can-
cellation, failure to renew, or expira-
tion should not be deemed to be the
equivalent of a cancellation by request
of respondent without the consent of
the adverse party and should not result
in entry of judgment against respond-
ent as provided by paragraph (a) of this
section. In the absence of a showing of
good and sufficient cause, judgment
may be entered against respondent as
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provided by paragraph (a) of this sec-
tion.

[48 FR 23141, May 23, 1983, as amended at 54
FR 34900, Aug. 22, 1989; 63 FR 48100, Sept. 9,
1998; 81 FR 69985, Oct. 7, 2016]

§2.135 Abandonment of application or
mark.

After the commencement of an oppo-
sition, concurrent use, or interference
proceeding, if the applicant files a
written abandonment of the applica-
tion or of the mark without the writ-
ten consent of every adverse party to
the proceeding, judgment shall be en-
tered against the applicant. The writ-
ten consent of an adverse party may be
signed by the adverse party or by the
adverse party’s attorney or other au-
thorized representative.

[564 FR 34900, Aug. 22, 1989]

§2.136 Status of application or reg-
istration on termination of pro-
ceeding.

After the Board has issued its deci-
sion in an opposition, cancellation or
concurrent use proceeding, and after
the time for filing any appeal of the de-
cision has expired, or any appeal that
was filed has been decided and the
Board’s decision affirmed, the pro-
ceeding will be terminated by the
Board. On termination of an opposi-
tion, cancellation or concurrent use
proceeding, if the judgment is not ad-
verse to the applicant or registrant,
the subject application returns to the
status it had before the institution of
the proceeding and the otherwise ap-
propriate status of the subject registra-
tion is unaffected by the proceeding. If
the judgment is adverse to the appli-
cant or registrant, the application
stands refused or the registration will
be cancelled in whole or in part with-
out further action and all proceedings
thereon are considered terminated.

[81 FR 69985, Oct. 7, 2016]
APPEALS

§2.141 Ex parte appeals from action of
trademark examining attorney.

(a) An applicant may, upon final re-
fusal by the trademark examining at-
torney, appeal to the Trademark Trial
and Appeal Board upon payment of the

§2.142

prescribed fee for each class in the ap-
plication for which an appeal is taken,
within six months of the date of
issuance of the final action. A second
refusal on the same grounds may be
considered as final by the applicant for
purpose of appeal.

(b) The applicant must pay an appeal
fee for each class from which the ap-
peal is taken. If the applicant does not
pay an appeal fee for at least one class
of goods or services before expiration
of the six-month statutory filing pe-
riod, the application will be abandoned.
In a multiple-class application, if an
appeal fee is submitted for fewer than
all classes, the applicant must specify
the class(es) in which the appeal is
taken. If the applicant timely submits
a fee sufficient to pay for an appeal in
at least one class, but insufficient to
cover all the classes, and the applicant
has not specified the class(es) to which
the fee applies, the Board will issue a
written notice setting a time limit in
which the applicant may either pay the
additional fees or specify the class(es)
being appealed. If the applicant does
not submit the required fee or specify
the class(es) being appealed within the
set time period, the Board will apply
the fee(s) to the class(es) in ascending
order, beginning with the lowest num-
bered class.

[73 FR 67772, Nov. 17, 2008]

§2.142 Time and manner of ex parte
appeals.

(a) Any appeal filed under the provi-
sions of §2.141 must be filed within six
months from the date of the final re-
fusal or the date of the action from
which the appeal is taken. An appeal is
taken by filing a notice of appeal in
written form, as prescribed in §2.126,
and paying the appeal fee.

(b)(1) The brief of appellant shall be
filed within sixty days from the date of
appeal. If the brief is not filed within
the time allowed, the appeal may be
dismissed. The examining attorney
shall, within sixty days after the brief
of appellant is sent to the examining
attorney, file with the Trademark
Trial and Appeal Board a written brief
answering the brief of appellant and
shall email or mail a copy of the brief
to the appellant. The appellant may
file a reply brief within twenty days
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from the date of mailing of the brief of
the examining attorney.

(2) Briefs must meet the require-
ments prescribed in §2.126, except ex-
amining attorney submissions need not
be filed through ESTTA. Without prior
leave of the Trademark Trial and Ap-
peal Board, a brief shall not exceed
twenty-five pages in length in its en-
tirety, including the table of contents,
index of cases, description of the
record, statement of the issues, recita-
tion of the facts, argument, and sum-
mary. A reply brief from the appellant,
if any, shall not exceed ten pages in
length in its entirety. Unless author-
ized by the Board, no further briefs are
permitted.

(3) Citation to evidence in briefs
should be to the documents in the elec-
tronic application record by date, the
name of the paper under which the evi-
dence was submitted, and the page
number in the electronic record.

(c) All requirements made by the ex-
amining attorney and not the subject
of appeal shall be complied with prior
to the filing of an appeal, and the
statement of issues in the brief should
note such compliance.

(d) The record in the application
should be complete prior to the filing
of an appeal. Evidence should not be
filed with the Board after the filing of
a notice of appeal. If the appellant or
the examining attorney desires to in-
troduce additional evidence after an
appeal is filed, the appellant or the ex-
amining attorney should submit a re-
quest to the Board to suspend the ap-
peal and to remand the application for
further examination.

(e)(1) If the appellant desires an oral
hearing, a request should be made by a
separate notice filed not later than ten
days after the due date for a reply
brief. Oral argument will be heard by
at least three Administrative Trade-
mark Judges or other statutory mem-
bers of the Trademark Trial and Ap-
peal Board at the time specified in the
notice of hearing, which may be reset if
the Board is prevented from hearing
the argument at the specified time or,
so far as is convenient and proper, to
meet the wish of the appellant or the
appellant’s attorney or other author-
ized representative. Appellants, exam-
ining attorneys, and members of the
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Board may attend in person or, at the
discretion of the Board, remotely.

(2) If the appellant requests an oral
argument, the examining attorney who
issued the refusal of registration or the
requirement from which the appeal is
taken, or in lieu thereof another exam-
ining attorney as designated by a su-
pervisory or managing attorney, shall
present an oral argument. If no request
for an oral hearing is made by the ap-
pellant, the appeal will be decided on
the record and briefs.

(3) Oral argument will be limited to
twenty minutes by the appellant and
ten minutes by the examining attor-
ney. The appellant may reserve part of
the time allowed for oral argument to
present a rebuttal argument.

(f)(1) If, during an appeal from a re-
fusal of registration, it appears to the
Trademark Trial and Appeal Board
that an issue not previously raised may
render the mark of the appellant
unregistrable, the Board may suspend
the appeal and remand the application
to the examining attorney for further
examination to be completed within
the time set by the Board.

(2) If the further examination does
not result in an additional ground for
refusal of registration, the examining
attorney shall promptly return the ap-
plication to the Board, for resumption
of the appeal, with a written statement
that further examination did not result
in an additional ground for refusal of
registration.

(3) If the further examination does
result in an additional ground for re-
fusal of registration, the examining at-
torney and appellant shall proceed as
provided by §§2.61, 2.62, and 2.63. If the
ground for refusal is made final, the ex-
amining attorney shall return the ap-
plication to the Board, which shall
thereupon issue an order allowing the
appellant sixty days from the date of
the order to file a supplemental brief
limited to the additional ground for
the refusal of registration. If the sup-
plemental brief is not filed by the ap-
pellant within the time allowed, the
appeal may be dismissed.

(4) If the supplemental brief of the
appellant is filed, the examining attor-
ney shall, within sixty days after the
supplemental brief of the appellant is
sent to the examining attorney, file
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with the Board a written brief answer-
ing the supplemental brief of appellant
and shall email or mail a copy of the
brief to the appellant. The appellant
may file a reply brief within twenty
days from the date of mailing of the
brief of the examining attorney.

(5) If an oral hearing on the appeal
had been requested prior to the remand
of the application but not yet held, an
oral hearing will be set and heard as
provided in paragraph (e) of this sec-
tion. If an oral hearing had been held
prior to the remand or had not been
previously requested by the appellant,
an oral hearing may be requested by
the appellant by a separate notice filed
not later than ten days after the due
date for a reply brief on the additional
ground for refusal of registration. If
the appellant files a request for an oral
hearing, one will be set and heard as
provided in paragraph (e) of this sec-
tion.

(6) If, during an appeal from a refusal
of registration, it appears to the exam-
ining attorney that an issue not in-
volved in the appeal may render the
mark of the appellant unregistrable,
the examining attorney may, by writ-
ten request, ask the Board to suspend
the appeal and to remand the applica-
tion to the examining attorney for fur-
ther examination. If the request is
granted, the examining attorney and
appellant shall proceed as provided by
§§2.61, 2.62, and 2.63. After the addi-
tional ground for refusal of registra-
tion has been withdrawn or made final,
the examining attorney shall return
the application to the Board, which
shall resume proceedings in the appeal
and take further appropriate action
with respect thereto.

(g) An application which has been
considered and decided on appeal will
not be reopened except for the entry of
a disclaimer under section 6 of the Act
of 1946 or upon order of the Director,
but a petition to the Director to reopen
an application will be considered only
upon a showing of sufficient cause for
consideration of any matter not al-
ready adjudicated.

[48 FR 23141, May 23, 1983, as amended at 54
FR 34901, Aug. 22, 1989; 68 FR 55768, Sept. 26,
2003; 72 FR 42263, Aug. 1, 2007; 80 FR 2312, Jan.
16, 2015; 81 FR 69985, Oct. 7, 2016]

§2.145

§2.143 [Reserved]

§2.144 Reconsideration of decision on
ex parte appeal.

Any request for rehearing or recon-
sideration, or modification of the deci-
sion, must be filed within one month
from the date of the decision. Such
time may be extended by the Trade-
mark Trial and Appeal Board upon a
showing of sufficient cause.

[64 FR 29554, July 13, 1989]

§2.145 Appeal to court and civil ac-
tion.

(a) For an Appeal to the United States
Court of Appeals for the Federal Circuit
under section 21(a) of the Act. (1) An ap-
plicant for registration, or any party
to an interference, opposition, or can-
cellation proceeding or any party to an
application to register as a concurrent
user, hereinafter referred to as inter
partes proceedings, who is dissatisfied
with the decision of the Trademark
Trial and Appeal Board, and any reg-
istrant who has filed an affidavit or
declaration under section 8 or section
71 of the Act or who has filed an appli-
cation for renewal and is dissatisfied
with the decision of the Director
(§§2.165, 2.184), may appeal to the
United States Court of Appeals for the
Federal Circuit. It is unnecessary to re-
quest reconsideration by the Board be-
fore filing any such appeal; however, a
party requesting reconsideration must
do so before filing a notice of appeal.

(2) In all appeals under section 21(a),
the appellant must take the following
steps:

(i) File the notice of appeal with the
Director, addressed to the Office of the
General Counsel, as provided in §104.2
of this chapter;

(ii) File a copy of the notice of appeal
with the Trademark Trial and Appeal
Board via ESTTA; and

(iii) Comply with the requirements of
the Federal Rules of Appellate Proce-
dure and Rules for the United States
Court of Appeals for the Federal Cir-
cuit, including serving the requisite
number of copies on the Court and pay-
ing the requisite fee for the appeal.

(3) Additional requirements. (i) The no-
tice of appeal shall specify the party or
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parties taking the appeal and shall des-
ignate the decision or part thereof ap-
pealed from.

(ii) In inter partes proceedings, the
notice of appeal must be served as pro-
vided in §2.119.

(b) For a notice of election under sec-
tion 21(a)(1) to proceed under section 21(b)
of the Act. (1) Any applicant or reg-
istrant in an ex parte case who takes
an appeal to the United States Court of
Appeals for the Federal Circuit waives
any right to proceed under section 21(b)
of the Act.

(2) If an adverse party to an appeal
taken to the United States Court of
Appeals for the Federal Circuit by a de-
feated party in an inter partes pro-
ceeding elects to have all further re-
view proceedings conducted under sec-
tion 21(b) of the Act, that party must
take the following steps:

(i) File a notice of election with the
Director, addressed to the Office of the
General Counsel, as provided in §104.2
of this chapter;

(ii) File a copy of the notice of elec-
tion with the Trademark Trial and Ap-
peal Board via ESTTA; and

(iii) Serve the notice of election as
provided in §2.119.

(c) For a civil action under section 21(b)
of the Act. (1) Any person who may ap-
peal to the United States Court of Ap-
peals for the Federal Circuit (para-
graph (a) of this section), may have
remedy by civil action under section
21(b) of the Act. It is unnecessary to re-
quest reconsideration by the Board be-
fore filing any such civil action; how-
ever, a Dparty requesting reconsider-
ation must do so before filing a civil
action.

(2) Any applicant or registrant in an
ex parte case who seeks remedy by
civil action under section 21(b) of the
Act must serve the summons and com-
plaint pursuant to Rule 4(i) of the Fed-
eral Rules of Civil Procedure with the
copy to the Director addressed to the
Office of the General Counsel as pro-
vided in §104.2 of this chapter. A copy
of the complaint must also be filed
with the Trademark Trial and Appeal
Board via ESTTA.

(3) The party initiating an action for
review of a Board decision in an inter
partes case under section 21(b) of the
Act must file notice thereof with the
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Trademark Trial and Appeal Board via
ESTTA no later than five business days
after filing the complaint in the dis-
trict court. The notice must identify
the civil action with particularity by
providing the case name, case number,
and court in which it was filed. A copy
of the complaint may be filed with the
notice. Failure to file the required no-
tice can result in termination of the
Board proceeding and further action
within the United States Patent and
Trademark Office consistent with the
final Board decision.

(d) Time for appeal or civil action—(1)
For an appeal under section 2I1(a). The
notice of appeal filed pursuant to sec-
tion 21(a) of the Act must be filed with
the Director no later than sixty-three
(63) days from the date of the final de-
cision of the Trademark Trial and Ap-
peal Board or the Director. In inter
partes cases, the time for filing a no-
tice of cross-appeal expires 14 days
after service of the notice of appeal or
63 days from the date of the decision of
the Trademark Trial and Appeal Board
or the Director, whichever is later.

(2) For a mnotice of election under
21(a)(1) and a civil action pursuant to
such notice of election. The times for fil-
ing a notice of election under section
21(a)(1) and for commencing a civil ac-
tion pursuant to a notice of election
are governed by section 21(a)(1) of the
Act.

(3) For a civil action under section
21(b). A civil action must be com-
menced no later than sixty-three (63)
days after the date of the final decision
of the Trademark Trial and Appeal
Board or Director. In inter partes
cases, the time for filing a cross-action
expires 14 days after service of the
summons and complaint or 63 days
from the date of the decision of the
Trademark Trial and Appeal Board or
the Director, whichever is later.

(4) Time computation. (i) If a request
for rehearing or reconsideration or
modification of the Board decision is
filed within the time specified in
§2.127(b), §2.129(c), or §2.144, or within
any extension of time granted there-
under, the time for filing an appeal or
commencing a civil action shall expire
no later than sixty-three (63) days after
action on the request.
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(ii) Holidays. The times specified in
this section in days are calendar days.
If the last day of time specified for an
appeal, notice of election, or com-
mencing a civil action falls on a Satur-
day, Sunday or Federal holiday in the
District of Columbia, the time is ex-
tended to the next day which is neither
a Saturday, Sunday nor a Federal holi-
day in the District of Columbia pursu-
ant to §2.196.

(e) Extension of time. (1) The Director,
or the Director’s designee, may extend
the time for filing an appeal, or com-
mencing a civil action, upon written
request if:

(i) Requested before the expiration of
the period for filing an appeal or com-
mencing a civil action, and upon a
showing of good cause; or

(ii) Requested after the expiration of
the period for filing an appeal or com-
mencing a civil action, and upon a
showing that the failure to act was the
result of excusable neglect.

(2) The request must be filed as pro-
vided in §104.2 of this chapter and ad-
dressed to the attention of the Office of
the Solicitor. A copy of the request
should also be filed with the Trade-
mark Trial and Appeal Board via
ESTTA.

[81 FR 69986, Oct. 7, 2016, as amended at 81 FR
89383, Dec. 12, 2016]

PETITIONS AND ACTION BY THE DIRECTOR

§2.146 Petitions to the Director.

(a) Petition may be taken to the Di-
rector:

(1) From any repeated or final formal
requirement of the examiner in the ex
parte prosecution of an application if
permitted by §2.63(a) and (b);

(2) In any case for which the Act of
1946, or Title 35 of the United States
Code, or this Part of Title 37 of the
Code of Federal Regulations specifies
that the matter is to be determined di-
rectly or reviewed by the Director;

(3) To invoke the supervisory author-
ity of the Director in appropriate cir-
cumstances;

(4) In any case not specifically de-
fined and provided for by this Part of
Title 37 of the Code of Federal Regula-
tions; or

(5) In an extraordinary situation,
when justice requires and no other

§2.146

party is injured thereby, to request a
suspension or waiver of any require-
ment of the rules not being a require-
ment of the Act of 1946.

(b) Questions of substance arising
during the ex parte prosecution of ap-
plications, including, but not limited
to, questions arising under sections 2,
3, 4, 5, 6, and 23 of the Act of 1946, are
not appropriate subject matter for pe-
titions to the Director.

(c) Every petition to the Director
shall include a statement of the facts
relevant to the petition, the points to
be reviewed, the action or relief re-
quested, and the fee required by §2.6.
Any brief in support of the petition
shall be embodied in or accompany the
petition. The petition must be signed
by the petitioner, someone with legal
authority to bind the petitioner (e.g., a
corporate officer or general partner of
a partnership), or a practitioner quali-
fied to practice under §11.14 of this
chapter, in accordance with the re-
quirements of §2.193(e)(56). When facts
are to be proved on petition, the peti-
tioner must submit proof in the form of
verified statements signed by someone
with firsthand knowledge of the facts
to be proved, and any exhibits.

(d) Unless a different deadline is
specified elsewhere in this chapter, a
petition under this section must be
filed by not later than:

(1) Two months after the issue date
of the action, or date of receipt of the
filing, from which relief is requested;
or

(2) Where the applicant or registrant
declares under §2.20 or 28 U.S.C. 1746
that it did not receive the action, or
where no action was issued, the peti-
tion must be filed by not later than:

(i) Two months of actual knowledge
of the abandonment of an application
and not later than six months after the
date the trademark electronic records
system indicates that the application
is abandoned in full or in part;

(ii) Where the registrant has timely
filed an affidavit of use or excusable
non-use under Section 8 or 71 of the
Act, or a renewal application under
Section 9 of the Act, two months after
the date of actual knowledge of the
cancellation/expiration of a registra-
tion and not later than six months
after the date the trademark electronic
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records system indicates that the reg-
istration is cancelled/expired; or

(iii) Two months after the date of ac-
tual knowledge of the denial of certifi-
cation of an international application
under §7.13(b) and not later than six
months after the trademark electronic
records system indicates that certifi-
cation is denied.

(e)(1) A petition from the grant or de-
nial of a request for an extension of
time to file a notice of opposition must
be filed by not later than fifteen days
after the issue date of the grant or de-
nial of the request. A petition from the
grant of a request must be served on
the attorney or other authorized rep-
resentative of the potential opposer, if
any, or on the potential opposer. A pe-
tition from the denial of a request
must be served on the attorney or
other authorized representative of the
applicant, if any, or on the applicant.
Proof of service of the petition must be
made as provided by §2.119. The poten-
tial opposer or the applicant, as the
case may be, may file a response by not
later than fifteen days after the date of
service of the petition and must serve a
copy of the response on the petitioner,
with proof of service as provided by
§2.119. No further document relating to
the petition may be filed.

(2) A petition from an interlocutory
order of the Trademark Trial and Ap-
peal Board must be filed by not later
than thirty days after the issue date of
the order from which relief is re-
quested. Any brief in response to the
petition must be filed, with any sup-
porting exhibits, by not later than fif-
teen days after the date of service of
the petition. Petitions and responses to
petitions, and any documents accom-
panying a petition or response under
this subsection, must be served on
every adverse party pursuant to §2.119.

(f) An oral hearing will not be held on
a petition except when considered nec-
essary by the Director.

(g) The mere filing of a petition to
the Director will not act as a stay in
any appeal or inter partes proceeding
that is pending before the Trademark
Trial and Appeal Board, nor stay the
period for replying to an Office action
in an application, except when a stay is
specifically requested and is granted or
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when §§2.63(a) and (b) and 2.65(a) are
applicable to an ex parte application.

(h) Authority to act on petitions, or
on any petition, may be delegated by
the Director.

(i) If the Director denies a petition,
the petitioner may request reconsider-
ation, if:

(1) The petitioner files the request by
not later than:

(i) Two months after the issue date of
the decision denying the petition; or

(ii) Two months after the date of ac-
tual knowledge of the decision denying
the petition and not later than six
months after the issue date of the deci-
sion where the petitioner declares
under §2.20 or 28 U.S.C. 1746 that it did
not receive the decision; and

(2) The petitioner pays a second peti-
tion fee under §2.6.

[82 FR 29409, June 29, 2017]
§2.147 [Reserved]

§2.148 Director may suspend certain
rules.

In an extraordinary situation, when
justice requires and no other party is
injured thereby, any requirement of
the rules in this part not being a re-
quirement of the statute may be sus-
pended or waived by the Director.

CERTIFICATE

§2.151 Certificate.

When the Office determines that a
mark is registrable, the Office will
issue a certificate stating that the ap-
plicant is entitled to registration on
the Principal Register or on the Sup-
plemental Register. The certificate
will state the application filing date,
the act under which the mark is reg-
istered, the date of issue, and the num-
ber of the registration. A reproduction
of the mark and pertinent data from
the application will be sent with the
certificate. A notice of the require-
ments of sections 8 and 71 of the Act
will accompany the certificate.

[68 FR 55769, Sept. 26, 2003]

PUBLICATION OF MARKS REGISTERED
UNDER 1905 AcCT

AUTHORITY: Secs. 2.1563 to 2.156 also issued
under sec. 12, 60 Stat. 432; 15 U.S.C. 1062.
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§2.153 Publication requirements.

The owner of a mark registered under
the provisions of the Trademark Act of
1881 or 1905 may at any time prior to
the expiration of the period for which
the registration was issued or renewed,
upon the payment of the prescribed fee,
file an affidavit or declaration in ac-
cordance with §2.20 setting forth those
goods or services in the registration on
or in connection with which said mark
is in use in commerce, and stating that
the owner claims the benefits of the
Act of 1946. The affidavit or declaration
must be signed by a person properly
authorized to sign on behalf of the
owner under §2.193(e)(1).

[74 FR 54909, Oct. 26, 2009]

§2.154 Publication in Official Gazette.

A notice of the claim of benefits
under the Act of 1946 and a reproduc-
tion of the mark will then be published
in the Official Gazette as soon as prac-
ticable. The published mark will retain
its original registration number.

§2.155

The Office will send the registrant a
notice of publication of the mark and
of the requirement for filing the affi-
davit or declaration required by sec-
tion 8 of the Act.

[64 FR 48924, Sept. 8, 1999]

Notice of publication.

§2.156 Not subject to opposition; sub-
ject to cancellation.

The published mark is not subject to
opposition, but is subject to petitions
to cancel as specified in §2.111 and to
cancellation for failure to file the affi-
davit or declaration required by sec-
tion 8 of the Act.

[64 FR 48924, Sept. 8, 1999]

REREGISTRATION OF MARKS REGISTERED
UNDER PRIOR ACTS

§2.158 Reregistration of marks reg-
istered under Acts of 1881, 1905,
and 1920.

Trademarks registered under the Act
of 1881, the Act of 1905 or the Act of
1920 may be reregistered under the Act
of 1946, either on the Principal Reg-
ister, if eligible, or on the Supple-
mental Register, but a new complete
application for registration must be

§2.161

filed complying with the rules relating
thereto, and such application will be
subject to examination and other pro-
ceedings in the same manner as other
applications filed under the Act of 1946.
See §2.26 for use of old drawing.

CANCELLATION FOR FAILURE TO FILE
AFFIDAVIT OR DECLARATION

AUTHORITY: Secs. 2.161 to 2.165 also issued
under sec. 8, 60 Stat. 431; 15 U.S.C. 1058.

§2.160 Affidavit or declaration of con-
tinued use or excusable nonuse re-
quired to avoid cancellation of reg-
istration.

(a) During the following time periods,
the owner of the registration must file
an affidavit or declaration of continued
use or excusable nonuse, or the reg-
istration will be cancelled:

(1)(i) For registrations issued under
the Trademark Act of 1946, on or after
the fifth anniversary and no later than
the sixth anniversary after the date of
registration; or

(ii) For registrations issued under
prior Acts, on or after the fifth anni-
versary and no later than the sixth an-
niversary after the date of publication
under section 12(c) of the Act; and

(2) For all registrations, within the
year before the end of every ten-year
period after the date of registration.

(3) The affidavit or declaration may
be filed within a grace period of six
months after the end of the deadline
set forth in paragraphs (a)(1) and (a)(2)
of this section, with payment of the
grace period surcharge per class re-
quired by section 8(a)(3) of the Act and
§2.6.

(b) For the requirements for the affi-
davit or declaration, see §2.161.

[64 FR 48924, Sept. 8, 1999, as amended at 75
FR 35976, June 24, 2010]

§2.161 Requirements for a complete
affidavit or declaration of contin-
ued use or excusable nonuse.

A complete affidavit or declaration
under section 8 of the Act must:

(a) Be filed by the owner within the
period set forth in §2.160(a);

(b) Include a verified statement at-
testing to the use in commerce or ex-
cusable nonuse of the mark within the
period set forth in section 8 of the Act.
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This verified statement must be exe-
cuted on or after the beginning of the
filing period specified in §2.160(a);

(¢) Include the U.S. registration num-
ber;

(d)(1) Include the fee required by §2.6
for each class that the affidavit or dec-
laration covers;

(2) If the affidavit or declaration is
filed during the grace period under sec-
tion 8(a)(3) of the Act, include the
grace period surcharge per class re-
quired by §2.6;

(3) If at least one fee is submitted for
a multiple-class registration, but the
fee is insufficient to cover all the class-
es, and the class(es) to which the fee(s)
should be applied are not specified, the
Office will issue a notice requiring ei-
ther submission of the additional fee(s)
or specification of the class(es) to
which the initial fee(s) should be ap-
plied. Additional fee(s) may be sub-
mitted if the requirements of §2.164 are
met. If the additional fee(s) are not
submitted within the time period set
out in the Office action and the
class(es) to which the original fee(s)
should be applied are not specified, the
Office will presume that the fee(s)
cover the classes in ascending order,
beginning with the lowest numbered
class;

(e)(1) Specify the goods, services, or
nature of the collective membership
organization for which the mark is in
use in commerce, and/or the goods,
services, or nature of the collective
membership organization for which ex-
cusable nonuse is claimed under para-
graph (f)(2) of this section; and

(2) Specify the goods, services, or
classes being deleted from the registra-
tion, if the affidavit or declaration cov-
ers fewer than all the goods, services,
or classes in the registration;

(f)(1) State that the registered mark
is in use in commerce; or

(2) If the registered mark is not in
use in commerce on or in connection
with all the goods, services, or classes
specified in the registration, set forth
the date when such use of the mark in
commerce stopped and the approxi-
mate date when such use is expected to
resume; and recite facts to show that
nonuse as to those goods, services, or
classes is due to special circumstances
that excuse the nonuse and is not due
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to an intention to abandon the mark;
and

(g) Include one specimen showing
how the mark is in use in commerce for
each class in the registration, unless
excusable nonuse is claimed under
paragraph (f)(2) of this section. When
requested by the Office, additional
specimens must be provided. The speci-
men must meet the requirements of
§2.56.

(h) The Office may require the owner
to furnish such information, exhibits,
affidavits or declarations, and such ad-
ditional specimens as may be reason-
ably necessary to the proper examina-
tion of the affidavit or declaration
under section 8 of the Act or for the Of-
fice to assess and promote the accuracy
and integrity of the register.

(i) Additional requirements for a col-
lective mark: In addition to the above
requirements, a complete affidavit or
declaration pertaining to a collective
mark must:

(1) State that the owner is exercising
legitimate control over the use of the
mark in commerce; and

(2) If the registration issued from an
application based solely on section 44
of the Act, state the nature of the own-
er’s control over the use of the mark
by the members in the first affidavit or
declaration filed under paragraph (a) of
this section.

(j) Additional requirements for a cer-
tification mark: In addition to the
above requirements, a complete affi-
davit or declaration pertaining to a
certification mark must:

(1) Include a copy of the certification
standards specified in §2.45(a)(4)(i)(B);

(i) Submitting certification standards
for the first time. If the registration
issued from an application based solely
on section 44 of the Act, include a copy
of the certification standards in the
first affidavit or declaration filed
under paragraph (a) of this section; or

(ii) Certification standards submitted in
prior filing. If the certification stand-
ards in use at the time of filing the af-
fidavit or declaration have not changed
since the date they were previously
submitted to the Office, include a
statement to that effect; if the certifi-
cation standards in use at the time of
filing the affidavit or declaration have
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changed since the date they were pre-
viously submitted to the Office, in-
clude a copy of the revised certifi-
cation standards;

(2) State that the owner is exercising
legitimate control over the use of the
mark in commerce; and

(3) Satisfy the requirements of
§2.45(a)(4)(1)(A) and (C).

(k) For requirements of a complete
affidavit or declaration of use in com-
merce or excusable nonuse for a reg-
istration that issued from a section
66(a) basis application, see §7.37.

[64 FR 48924, Sept. 8, 1999, as amended at 67
FR 79522, Dec. 30, 2002; 68 FR 55769, Sept. 26,
2003; 73 FR 47686, Aug. 14, 2008; 73 FR 67773,
Nov. 17, 2008; 74 FR 54910, Oct. 26, 2009; 75 FR
35976, June 24, 2010; 77 FR 30207, May 22, 2012;
80 FR 33188, June 11, 2015; 82 FR 6265, Jan. 19,
2017]

§2.162 Notice to registrant.

When a certificate of registration is
originally issued, the Office includes a
notice of the requirement for filing the
affidavit or declaration of use or excus-
able nonuse under section 8 of the Act.
However the affidavit or declaration
must be filed within the time period re-
quired by section 8 of the Act even if
this notice is not received.

[64 FR 48925, Sept. 8, 1999]

§2.163 Acknowledgment of receipt of
affidavit or declaration.

The Office will issue a notice as to
whether an affidavit or declaration is
acceptable, or the reasons for refusal.

(a) If the affidavit or declaration is
filed within the time periods set forth
in section 8 of the Act, deficiencies
may be corrected after notification
from the Office if the requirements of
§2.164 are met.

(b) A response to the refusal must be
filed within six months of the date of
issuance of the Office action, or before
the end of the filing period set forth in
section 8(a) of the Act, whichever is
later. The response must be signed by
the owner, someone with legal author-
ity to bind the owner (e.g., a corporate
officer or general partner of a partner-
ship), or a practitioner qualified to
practice under §11.14 of this chapter, in
accordance with the requirements of
§2.193(e)(2).

§2.165

(c) If no response is filed within this
time period, the registration will be
cancelled, unless time remains in the
grace period under section 8(a)(3) of the
Act. If time remains in the grace pe-
riod, the owner may file a complete,
new affidavit.

[756 FR 35976, June 24, 2010, as amended at 76
FR 69133, Nov. 8, 2011]

§2.164 Correcting deficiencies in affi-
davit or declaration.

(a) If the affidavit or declaration is
filed within the time periods set forth
in section 8 of the Act, deficiencies
may be corrected after notification
from the Office, as follows:

(1) Correcting deficiencies in affidavits
or declarations timely filed within the pe-
riods set forth in sections 8(a)(1) and
8(a)(2) of the Act. If the affidavit or dec-
laration is timely filed within the rel-
evant filing period set forth in section
8(a)(1) or section 8(a)(2) of the Act, defi-
ciencies may be corrected before the
end of this filing period without paying
a deficiency surcharge. Deficiencies
may be corrected after the end of this
filing period with payment of the defi-
ciency surcharge required by section
8(c) of the Act and §2.6.

(2) Correcting deficiencies in affidavits
or declarations filed during the grace pe-
riod. If the affidavit or declaration is
filed during the six-month grace period
provided by section 8(a)(3) of the Act,
deficiencies may be corrected before
the expiration of the grace period with-
out paying a deficiency surcharge. De-
ficiencies may be corrected after the
expiration of the grace period with
payment of the deficiency surcharge
required by section 8(c) of the Act and
§2.6.

(b) If the affidavit or declaration is
not filed within the time periods set
forth in section 8 of the Act, the reg-
istration will be cancelled.

[75 FR 35976, June 24, 2010, as amended at 76
FR 69133, Nov. 8, 2011]

§2.165 Petition to Director to review
refusal.

(a) A response to the examiner’s ini-
tial refusal to accept an affidavit or
declaration is required before filing a
petition to the Director, unless the ex-
aminer directs otherwise. See §2.163(b)
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for the deadline for responding to an
examiner’s Office action.

(b) If the examiner maintains the re-
fusal of the affidavit or declaration,
the owner may file a petition to the Di-
rector to review the action. The peti-
tion must be filed within six months of
the date of issuance of the action main-
taining the refusal, or the Office will
cancel the registration and issue a no-
tice of the cancellation.

(c) A decision by the Director is nec-
essary before filing an appeal or com-
mencing a civil action in any court.

[64 FR 48925, Sept. 8, 1999, as amended at 73
FR 67773, Nov. 17, 2008]

§2.166 Affidavit of continued use or
excusable nonuse combined with
renewal application.

An affidavit or declaration under sec-
tion 8 of the Act and a renewal applica-
tion under section 9 of the Act may be
combined into a single document, pro-
vided that the document meets the re-
quirements of both sections 8 and 9 of
the Act.

[64 FR 48925, Sept. 8, 1999]

AFFIDAVIT OR DECLARATION UNDER
SECTION 15

§2.167 Affidavit or declaration under
section 15.

The affidavit or declaration in ac-
cordance with §2.20 provided by section
15 of the Act for acquiring incontest-
ability for a mark registered on the
Principal Register or a mark registered
under the Trademark Act of 1881 or 1905
and published under section 12(c) of the
Act (see §2.153) must:

(a) Be verified;

(b) Identify the certificate of reg-
istration by the certificate number and
date of registration;

(c) For a trademark, service mark,
collective trademark, collective serv-
ice mark, and certification mark, re-
cite the goods or services stated in the
registration on or in connection with
which the mark has been in continuous
use in commerce for a period of five
years after the date of registration or
date of publication under section 12(c)
of the Act, and is still in use in com-
merce; for a collective membership
mark, describe the nature of the own-
er’s collective membership organiza-
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tion specified in the registration in
connection with which the mark has
been in continuous use in commerce for
a period of five years after the date of
registration or date of publication
under section 12(c) of the Act, and is
still in use in commerce;

(d) Specify that there has been no
final decision adverse to the owner’s
claim of ownership of such mark for
such goods, services, or collective
membership organization, or to the
owner’s right to register the same or to
keep the same on the register;

(e) Specify that there is no pro-
ceeding involving said rights pending
in the Office or in a court and not fi-
nally disposed of;

(f) Be filed within one year after the
expiration of any five-year period of
continuous use following registration
or publication under section 12(c) of
the Act; and

(g) Include the fee required by §2.6
for each class to which the affidavit or
declaration pertains in the registra-
tion. If no fee, or a fee insufficient to
cover at least one class, is filed at an
appropriate time, the affidavit or dec-
laration will not be refused if the re-
quired fee(s) (see §2.6) is filed in the Of-
fice within the time limit set forth in
the notification of this defect by the
Office. If the submitted fees are insuffi-
cient to cover all classes in the reg-
istration, the particular class or class-
es to which the affidavit or declaration
pertains should be specified.

(h) If the affidavit or declaration
fails to satisfy any of the requirements
in paragraphs (a) through (g) of this
section, the owner will be notified in
an Office action that the affidavit or
declaration cannot be acknowledged. If
a response is not received within the
time period provided or does not sat-
isfy the requirements of the Office ac-
tion, the affidavit or declaration will
be abandoned.

(i) If the affidavit or declaration sat-
isfies paragraphs (a) through (g) of this
section, the Office will issue a notice of
acknowledgement.

(j) An affidavit or declaration may be
abandoned by the owner upon petition
to the Director under §2.146 either be-
fore or after the notice of acknowledge-
ment has issued.
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(k) If an affidavit or declaration is
abandoned, the owner may file a new
affidavit or declaration with a new fil-
ing fee.

(Sec. 15, 60 Stat. 433; 15 U.S.C. 1065; 35 U.S.C.
6; 15 U.S.C. 1113, 1123)

[30 FR 13193, Oct. 16, 1965, as amended at 47
FR 41282, Sept. 17, 1982; 64 FR 48925, Sept. 8,
1999; 73 FR 67773, Nov. 17, 2008; 74 FR 54910,
Oct. 26, 2009; 80 FR 33188, June 11, 2015]

§2.168 Affidavit or declaration under
section 15 combined with affidavit
or declaration under sections 8 or
71, or with renewal application.

(a) The affidavit or declaration filed
under section 15 of the Act may also be
used as the affidavit or declaration re-
quired by section 8, if the affidavit or
declaration meets the requirements of
both sections 8 and 15. The affidavit or
declaration filed under section 15 of the
Act may also be used as the affidavit or
declaration required by section 71, if
the affidavit or declaration meets the
requirements of both sections 71 and 15.

(b) The affidavit or declaration filed
under section 15 of the Act may be
combined with an application for re-
newal of a registration under section 9
of the Act, if the requirements of both
sections 9 and 15 are met.

[64 FR 48925, Sept. 8, 1999, as amended at 75
FR 35976, June 24, 2010]

CORRECTION, DISCLAIMER, SURRENDER,
ETC.

§2.171 New certificate on change of
ownership.

(a) Full change of ownership. If the
ownership of a registered mark
changes, the new owner may request
that a new certificate of registration
be issued in the name of the new
owner. The assignment or other docu-
ment changing title must be recorded
in the Office. The request for the new
certificate must include the fee re-
quired by §2.6(a)(8) and be signed by
the owner of the registration, someone
with legal authority to bind the owner
(e.g., a corporate officer or general
partner of a partnership), or a practi-
tioner qualified to practice under §11.14
of this chapter. In a registered exten-
sion of protection, the assignment
must be recorded with the Inter-
national Bureau of the World Intellec-

§2.171

tual Property Organization before it
can be recorded in the Office (see §7.22).

(b) Partial change of ownership. (1) In
a registration resulting from an appli-
cation based on section 1 or section 44
of the Act, if ownership of a registra-
tion has changed with respect to some
but not all of the goods and/or services,
the owner(s) may file a request that
the registration be divided into two or
more separate registrations. The as-
signment or other document changing
title must be recorded in the Office.
The request to divide must include the
fee required by §2.6(a)(8) for each new
registration created by the division,
and be signed by the owner of the reg-
istration, someone with legal authority
to bind the owner (e.g., a corporate of-
ficer or general partner of a partner-
ship), or a practitioner qualified to
practice under §11.14 of this chapter, in
accordance with §2.193(e)(2) of this
chapter.

(2)(i) When the International Bureau
of the World Intellectual Property Or-
ganization notifies the Office that an
international registration has been di-
vided as the result of a change of own-
ership with respect to some but not all
of the goods and/or services, the Office
will construe the International Bu-
reau’s notice as a request to divide.
The Office will update Office records to
reflect the change in ownership, divide
out the assigned goods and/or services
from the registered extension of pro-
tection (parent registration), and pub-
lish notice of the parent registration in
the Official Gazette.

(ii) The Office will create a new reg-
istration number for the child registra-
tion, and enter the information about
the new registration in its automated
records. The Office will notify the new
owner that the new owner must pay
the fee required by §2.6 to obtain a new
registration certificate for the child
registration. It is not necessary for the
new owner to file a separate request to
divide.

(iii) The Office will not divide a reg-
istered extension of protection unless
the International Bureau notifies the
Office that the international registra-
tion has been divided.

[73 FR 67774, Nov. 17, 2008, as amended at 74

FR 54910, Oct. 26, 2009; 80 FR 2312, Jan. 16,
2015]
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§2.172 Surrender for cancellation.

Upon application by the owner, the
Director may permit any registration
to be surrendered for cancellation. The
application for surrender must be
signed by the owner of the registration,
someone with legal authority to bind
the owner (e.g., a corporate officer or
general partner of a partnership), or a
practitioner qualified to practice under
§11.14 of this chapter. When a registra-
tion has more than one class, one or
more entire class(es) but fewer than
the total number of classes may be sur-
rendered. Deletion of fewer than all the
goods or services in a single class con-
stitutes amendment of the registration
as to that class (see §2.173), rather than
surrender. A surrender for cancellation
may not subsequently be withdrawn.

[80 FR 2312, Jan. 16, 2015]

§2.173 Amendment of registration.

(a) Form of amendment. The owner of
a registration may apply to amend a
registration or to disclaim part of the
mark in the registration. The owner
must submit a written request speci-
fying the amendment or disclaimer. If
the registration is involved in an inter
partes proceeding before the Trademark
Trial and Appeal Board, the request
must be filed by appropriate motion to
the Board.

(b) Requirements for request. A request
for amendment or disclaimer must:

(1) Include the fee required by §2.6;

(2) Be verified and signed in accord-
ance with §2.193(e)(6); and

(3) If the amendment involves a
change in the mark: one new specimen
per class showing the mark as used on
or in connection with the goods, serv-
ices, or collective membership organi-
zation; a verified statement that the
specimen was in use in commerce at
least as early as the filing date of the
amendment; and a new drawing of the
amended mark. When requested by the
Office, additional specimens must be
provided.

(4) The Office may require the owner
to furnish such specimens, informa-
tion, exhibits, and affidavits or dec-
larations as may be reasonably nec-
essary to the proper examination of the
amendment.
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(c) Registration must still contain reg-
istrable matter. The registration as
amended must still contain registrable
matter, and the mark as amended must
be registrable as a whole.

(d) Amendment may not materially alter
the mark. An amendment or disclaimer
that materially alters the character of
the mark will not be permitted, in ac-
cordance with section 7(e) of the Act.

(e) Amendment of identification of
goods, services, or collective membership
organization. No amendment in the
identification of goods or services, or
description of the nature of the collec-
tive membership organization, in a reg-
istration will be permitted except to
restrict the identification or to change
it in ways that would not require re-
publication of the mark.

(f) Amendment of certification statement
for certification marks. An amendment
of the certification statement specified
in §2.45(a)(4)(A)(A) or (a)(4)(ii)(A) that
would materially alter the certifi-
cation statement will not be permitted,
in accordance with section 7(e) of the
Act.

(g) Conforming amendments may be re-
quired. If the registration includes a
disclaimer, description of the mark, or
other miscellaneous statement, any re-
quest to amend the registration must
include a request to make any nec-
essary conforming amendments to the
disclaimer, description, or other state-
ment.

(h) Elimination of disclaimer. No
amendment seeking the elimination of
a disclaimer will be permitted, unless
deletion of the disclaimed portion of
the mark is also sought.

(i) No amendment to add or delete sec-
tion 2(f) claim of acquired distinctiveness.
An amendment seeking the addition or
deletion of a claim of acquired distinc-
tiveness will not be permitted.

[73 FR 67774, Nov. 17, 2008, as amended at 77
FR 30207, May 22, 2012; 80 FR 33189, June 11,
2015]

§2.174 Correction of Office mistake.

Whenever Office records clearly dis-
close a material mistake in a registra-
tion, incurred through the fault of the
Office, the Office will issue a certifi-
cate of correction stating the fact and
nature of the mistake, signed by the
Director or by an employee designated
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by the Director, without charge. There-
after, the corrected certificate shall
have the same effect as if it had been
originally issued in the corrected form.
In the discretion of the Director, the
Office may issue a new certificate of
registration without charge.

[73 FR 67774, Nov. 17, 2008]

§2.175 Correction of
owner.

mistake by

(a) Whenever a mistake has been
made in a registration and a showing
has been made that the mistake oc-
curred in good faith through the fault
of the owner, the Director may issue a
certificate of correction. In the discre-
tion of the Director, the Office may
issue a new certificate upon payment
of the required fee, provided that the
correction does not involve such
changes in the registration as to re-
quire republication of the mark.

(b) An application for such action
must:

(1) Include the following:

(i) Specification of the mistake for
which correction is sought;

(ii) Description of the manner in
which it arose; and

(iii) A showing that it occurred in
good faith;

(2) Be verified; and

(3) Be accompanied by the required
fee.

(Sec. 7, 60 Stat. 430, as amended; 15 U.S.C.
1057)

[30 FR 13193, Oct. 16, 1965, as amended at 31
FR 5262, Apr. 1, 1966; 69 FR 51364, Aug. 19,
2004; 73 FR 67774, Nov. 17, 2008; 80 FR 33189,
June 11, 2015]

§2.176 Consideration of above matters.

The matters in §§2.171 to 2.175 will be
considered in the first instance by the
Post Registration examiners, except
for requests to amend registrations in-
volved in inter partes proceedings before
the Trademark Trial and Appeal Board,
as specified in §2.173(a), which shall be
considered by the Board. If an action of
the examiner is adverse, the owner of
the registration may petition the Di-
rector to review the action under
§2.146. If the owner does not respond to
an adverse action of the examiner
within six months of the date of

§2.182

issuance, the matter will be considered
abandoned.

[73 FR 67774, Nov. 17, 2008]

TERM AND RENEWAL

AUTHORITY: Secs. 2.181 to 2.184 also issued
under sec. 9, 60 Stat. 431; 15 U.S.C. 1059.

§2.181 Term of original registrations
and renewals.

(a)(1) Subject to the provisions of
section 8 of the Act requiring an affi-
davit or declaration of continued use or
excusable nonuse, registrations issued
or renewed prior to November 16, 1989,
whether on the Principal Register or
on the Supplemental Register, remain
in force for twenty years from their
date of issue or the date of renewal,
and may be further renewed for periods
of ten years, unless previously can-
celled or surrendered.

(2) Subject to the provisions of sec-
tion 8 of the Act requiring an affidavit
or declaration of continued use or ex-
cusable nonuse, registrations issued or
renewed on or after November 16, 1989,
whether on the Principal Register or
on the Supplemental Register, remain
in force for ten years from their date of
issue or the date of renewal, and may
be further renewed for periods of ten
years, unless previously cancelled or
surrendered.

(b) Registrations issued under the
Acts of 1905 and 1881 remain in force for
their unexpired terms and may be re-
newed in the same manner as registra-
tions under the Act of 1946.

(c) Registrations issued under the
Act of 1920 cannot be renewed unless
renewal is required to support foreign
registrations and in such case may be
renewed on the Supplemental Register
in the same manner as registrations
under the Act of 1946.

[30 FR 13193, Oct. 16, 1965, as amended at 54
FR 37597, Sept. 11, 1989; 64 FR 48926, Sept. 8,
1999]

§2.182 Time for filing renewal applica-
tion.

An application for renewal must be
filed within one year before the expira-
tion date of the registration, or within
the six-month grace period after the
expiration date of the registration. If
no renewal application is filed within
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this period, the registration will ex-
pire.

[64 FR 48926, Sept. 8, 1999]

§2.183 Requirements for a complete
renewal application.

A complete renewal application must
include:

(a) A request for renewal of the reg-
istration, signed by the registrant or
the registrant’s representative;

(b) The fee required by §2.6 for each
class;

(c) The additional fee required by §2.6
for each class if the renewal applica-
tion is filed during the six-month grace
period set forth in section 9(a) of the
Act;

(d) If the renewal application covers
less than all the goods, services, or
classes in the registration, then a list
specifying the particular goods, serv-
ices, or classes to be renewed.

(e) If at least one fee is submitted for
a multiple-class registration, but the
fee is insufficient to cover all the class-
es and the class(es) to which the fee(s)
should be applied are not specified, the
Office will issue a notice requiring ei-
ther the submission of additional fee(s)
or an indication of the class(es) to
which the original fee(s) should be ap-
plied. Additional fee(s) may be sub-
mitted if the requirements of §2.185 are
met. If the required fee(s) are not sub-
mitted and the class(es) to which the
original fee(s) should be applied are not
specified, the Office will presume that
the fee(s) cover the classes in ascend-
ing order, beginning with the lowest
numbered class.

(f) Renewals of registrations issued
under a prior classification system will
be processed on the basis of that sys-
tem, unless the registration has been
amended to adopt international classi-
fication pursuant to §2.85(e)(3).

[64 FR 48926, Sept. 8, 1999, as amended at 67
FR 79523, Dec. 30, 2002; 73 FR 67775, Nov. 17,
2008; 80 FR 33189, June 11, 2015]

§2.184 Refusal of renewal.

(a) If the renewal application is not
acceptable, the Office will issue a no-
tice stating the reason(s) for refusal.

(b)(1) The registrant must file a re-
sponse to the refusal of renewal within
six months of the date of issuance of
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the Office action, or before the expira-
tion date of the registration, whichever
is later. If no response is filed within
this time period, the registration will
expire, unless time remains in the
grace period under section 9(a) of the
Act. If time remains in the grace pe-
riod, the registrant may file a com-
plete new renewal application.

(2) The response must be signed by
the registrant, someone with legal au-
thority to bind the registrant (e.g., a
corporate officer or general partner of
a partnership), or a practitioner who
meets the requirements of §11.14 of this
chapter, in accordance with the re-
quirements of §2.193(e)(2).

(c) If the renewal application is not
filed within the time periods set forth
in section 9(a) of the Act, the registra-
tion will expire.

[64 FR 48926, Sept. 8, 1999, as amended at 73
FR 67775, Nov. 17, 2008; 74 FR 54910, Oct. 26,
2009]

§2.185 Correcting deficiencies in re-
newal application.

(a) If the renewal application is filed
within the time periods set forth in
section 9(a) of the Act, deficiencies
may be corrected after notification
from the Office, as follows:

(1) Correcting deficiencies in renewal
applications filed within one year before
the expiration date of the registration. If
the renewal application is filed within
one year before the expiration date of
the registration, deficiencies may be
corrected before the expiration date of
the registration without paying a defi-
ciency surcharge. Deficiencies may be
corrected after the expiration date of
the registration with payment of the
deficiency surcharge required by sec-
tion 9(a) of the Act and §2.6.

(2) Correcting deficiencies in renewal
applications filed during the grace period.
If the renewal application is filed dur-
ing the six-month grace period, defi-
ciencies may be corrected before the
expiration of the grace period without
paying a deficiency surcharge. Defi-
ciencies may be corrected after the ex-
piration of the grace period with pay-
ment of the deficiency surcharge re-
quired by section 9(a) of the Act and
§2.6.

(b) If the renewal application is not
filed within the time periods set forth
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in section 9(a) of the Act, the registra-
tion will expire. This deficiency cannot
be cured.

[64 FR 48926, Sept. 8, 1999, as amended at 80
FR 2312, Jan. 16, 2015]

§2.186 Petition to Director to review
refusal of renewal.

(a) A response to the examiner’s ini-
tial refusal of the renewal application
is required before filing a petition to
the Director, unless the examiner di-
rects otherwise. See §2.184(b) for the
deadline for responding to an exam-
iner’s Office action.

(b) If the examiner maintains the re-
fusal of the renewal application, a peti-
tion to the Director to review the re-
fusal may be filed. The petition must
be filed within six months of the date
of issuance of the Office action main-
taining the refusal, or the renewal ap-
plication will be abandoned and the
registration will expire.

(c) A decision by the Director is nec-
essary before filing an appeal or com-
mencing a civil action in any court.

[64 FR 48926, Sept. 8, 1999, as amended at 73
FR 67775, Nov. 17, 2008]

GENERAL INFORMATION AND
CORRESPONDENCE IN TRADEMARK CASES

SOURCE: 68 FR 48289, Aug. 13, 2003, unless
otherwise noted.

§§2.188-2.189 [Reserved]

§2.190 Addresses for trademark cor-
respondence with the United States
Patent and Trademark Office.

(a) Trademark correspondence—in gen-
eral. All trademark-related documents
filed on paper, except documents sent
to the Assignment Recordation Branch
for recordation; requests for copies of
trademark documents; and certain doc-
uments filed under the Madrid Protocol
as specified in paragraph (e) of this sec-
tion, should be addressed to: Commis-
sioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451. All trade-
mark-related documents may be deliv-
ered by hand, during the hours the Of-
fice is open to receive correspondence,
to the Trademark Assistance Center,
James Madison Building—East Wing,

§2.190

Concourse Level, 600 Dulany Street, Al-
exandria, Virginia 22314.

(b) Electronic trademark documents. An
applicant may transmit a trademark
document through TEAS, at hittp./
www.uspto.gov. Documents that relate
to proceedings before the Trademark
Trial and Appeal Board shall be filed
directly with the Board electronically
through ESTTA, at hitp://
estta.uspto.gov.

(¢) Trademark assignments. Requests
to record documents in the Assignment
Recordation Branch may be filed
through the Office’s Web site, at http:/
www.uspto.gov. Paper documents and
cover sheets to be recorded in the As-
signment Recordation Branch should
be addressed to: Mail Stop Assignment
Recordation Branch, Director of the
United States Patent and Trademark
Office, P.O. Box 1450, Alexandria, Vir-
ginia 22313-1450. See §3.27 of this chap-
ter.

(d) Requests for copies of trademark
documents. Copies of trademark docu-
ments can be ordered through the Of-
fice’s web site at www.uspto.gov. Paper
requests for certified or uncertified
copies of trademark documents should
be addressed to: Mail Stop Document
Services, Director of the United States
Patent and Trademark Office, P.O. Box
1450, Alexandria, Virginia 22313-1450.

(e) Certain Documents Relating to
International Applications and Registra-
tions. International applications under
§7.11, subsequent designations under
§7.21, responses to notices of irregu-
larity under §7.14, requests to record
changes in the International Register
under §7.23 and §7.24, requests to note
replacements under §7.28, requests for
transformation under §7.31, and peti-
tions to the Director to review an ac-
tion of the Office’s Madrid Processing
Unit, when filed by mail, must be
mailed to: Madrid Processing Unit, 600
Dulany Street, MDE-7B87, Alexandria,
VA 22314-5793.

[68 FR 48289, Aug. 13, 2003, as amended at 69
FR 57184, Sept. 24, 2004; 69 FR 63321, Nov. 1,
2004; 72 FR 18908, Apr. 16, 2007, 81 FR 69987,
Oct. 17, 2016]
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§2.191 Business to be transacted in
writing.

All business with the Office should be
transacted in writing. The personal ap-
pearance of applicants or their rep-
resentatives at the Office is unneces-
sary. The action of the Office will be
based exclusively on the written
record. No attention will be paid to any
alleged oral promise, stipulation, or
understanding in relation to which
there is disagreement or doubt. The Of-
fice encourages parties to file docu-
ments through TEAS wherever pos-
sible, and mandates that documents in
proceedings before the Trademark
Trial and Appeal Board be filed
through ESTTA.

[81 FR 69987, Oct. 7, 2016]

§2.192 Business to be conducted with
decorum and courtesy.

Trademark applicants, registrants,
and parties to proceedings before the
Trademark Trial and Appeal Board and
their attorneys or agents are required
to conduct their business with decorum
and courtesy. Documents presented in
violation of this requirement will be
submitted to the Director and will be
returned by the Director’s direct order.
Complaints against trademark exam-
ining attorneys and other employees
must be made in correspondence sepa-
rate from other documents.

§2.193 Trademark correspondence
and signature requirements.

(a) Signature required. Each piece of
correspondence that requires a signa-
ture must bear:

(1) A handwritten signature person-
ally signed in permanent ink by the
person named as the signatory, or a
true copy thereof; or

(2) An electronic signature that
meets the requirements of paragraph
(c) of this section, personally entered
by the person named as the signatory.
The Office will accept an electronic
signature that meets the requirements
of paragraph (c) of this section on cor-
respondence filed on paper, by fac-
simile transmission (§2.195(c)), or
through TEAS or ESTTA.

(b) Copy of original signature. If a
copy, such as a photocopy or facsimile
copy of an original signature is filed,
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the filer should retain the original as
evidence of authenticity. If a question
of authenticity arises, the Office may
require submission of the original.

(c) Requirements for electronic signa-
ture. A person signing a document elec-
tronically must:

(1) Personally enter any combination
of letters, numbers, spaces and/or punc-
tuation marks that he or she has
adopted as a signature, placed between
two forward slash (‘‘/’) symbols in the
signature block on the electronic sub-
mission; or

(2) Sign the document using some
other form of electronic signature
specified by the Director.

(d) Signatory must be identified. The
name of the person who signs a docu-
ment in connection with a trademark
application, registration, or proceeding
before the Trademark Trial and Appeal
Board must be set forth in printed or
typed form immediately below or adja-
cent to the signature, or identified
elsewhere in the filing (e.g., in a cover
letter or other document that accom-
panies the filing).

(e) Proper person to sign. Documents
filed in connection with a trademark
application or registration must be
signed by a proper person. Unless oth-
erwise specified by law, the following
requirements apply:

(1) Verified statement of facts. A
verified statement in support of an ap-
plication for registration, amendment
to an application for registration, alle-
gation of use under §2.76 or §2.88, re-
quest for extension of time to file a
statement of use under §2.89, or an affi-
davit under section 8, 12(c), 15, or 71 of
the Act must satisfy the requirements
of §2.2(n), and be signed by the owner
or a person properly authorized to sign
on behalf of the owner. A person who is
properly authorized to verify facts on
behalf of an owner is:

(i) A person with legal authority to
bind the owner (e.g., a corporate officer
or general partner of a partnership);

(ii) A person with firsthand knowl-
edge of the facts and actual or implied
authority to act on behalf of the
owner; or

(iii) An attorney as defined in §11.1 of
this chapter who has an actual written
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or verbal power of attorney or an im-
plied power of attorney from the
owner.

(2) Responses, amendments to applica-
tions, requests for express abandonment,
requests for reconsideration of final ac-
tions, and requests to divide. Responses
to Office actions, amendments to appli-
cations, requests for express abandon-
ment, requests for reconsideration of
final actions, and requests to divide
must be signed by the owner of the ap-
plication or registration, someone with
legal authority to bind the owner (e.g.,
a corporate officer or general partner
of a partnership), or a practitioner
qualified to practice under §11.14 of
this chapter, in accordance with the
following guidelines:

(i) If the owner is represented by a
practitioner qualified to practice be-
fore the Office under §11.14 of this
chapter, the practitioner must sign, ex-
cept where the owner is required to
sign the correspondence; or

(ii) If the owner is not represented by
a practitioner qualified to practice
under §11.14 of this chapter, the indi-
vidual owner or someone with legal au-
thority to bind the owner (e.g., a cor-
porate officer or general partner of a
partnership) must sign. In the case of
joint owners who are not represented
by a qualified practitioner, all must
sign.

(38) Powers of attorney and revocations
of powers of attorney. Powers of attor-
ney and revocations of powers of attor-
ney must be signed by the individual
applicant, registrant or party to a pro-
ceeding pending before the Office, or by
someone with legal authority to bind
the applicant, registrant, or party (e.g.,
a corporate officer or general partner
of a partnership). In the case of joint
applicants, registrants, or parties, all
must sign. Once the applicant, reg-
istrant or party has designated a quali-
fied practitioner(s), the named practi-
tioner may sign an associate power of
attorney appointing another qualified
practitioner(s) as an additional per-
son(s) authorized to prosecute the ap-
plication or registration. If the appli-
cant, registrant, or party revokes the
original power of attorney, the revoca-
tion discharges any associate power
signed by the practitioner whose power
has been revoked. If the practitioner
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who signed an associate power with-
draws, the withdrawal discharges any
associate power signed by the with-
drawing practitioner upon acceptance
of the request for withdrawal by the
Office.

(4) Petitions to revive under §2.66. A pe-
tition to revive under §2.66 must be
signed by someone with firsthand
knowledge of the facts regarding unin-
tentional delay.

(b) Petitions to Director under §2.146. A
petition to the Director under §2.146
must be signed by the petitioner, some-
one with legal authority to bind the pe-
titioner (e.g., a corporate officer or
general partner of a partnership), or a
practitioner qualified to practice under
§11.14 of this chapter, in accordance
with the following guidelines:

(i) If the petitioner is represented by
a practitioner qualified to practice be-
fore the Office under §11.14 of this
chapter, the practitioner must sign; or

(ii) If the petitioner is not rep-
resented by a practitioner authorized
to practice before the Office under
§11.14 of this chapter, the individual
petitioner or someone with legal au-
thority to bind the petitioner (e.g., a
corporate officer or general partner of
a partnership) must sign. In the case of
joint petitioners, all must sign.

(6) Requests for correction, amendment
or surrender of registrations. A request
for correction, amendment or sur-
render of a registration must be signed
by the owner of the registration, some-
one with legal authority to bind the
owner (e.g., a corporate officer or gen-
eral partner of a partnership), or a
practitioner qualified to practice be-
fore the Office under §11.14 of this
chapter. In the case of joint owners
who are not represented by a qualified
practitioner, all must sign.

(7)) Renewal applications. A renewal
application must be signed by the reg-
istrant or the registrant’s representa-
tive.

(8) Designations and revocations of do-
mestic representative. A designation or
revocation of a domestic representa-
tive must be signed by the applicant or
registrant, someone with legal author-
ity to bind the applicant or registrant
(e.g., a corporate officer or general
partner of a partnership), or a practi-
tioner qualified to practice under §11.14
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of this chapter. In the case of joint ap-
plicants or registrants, all must sign.

(9) Requests to change correspondence
address in an application or registration.
A notice of change of correspondence
address in an application or registra-
tion must be signed by the applicant or
registrant, someone with legal author-
ity to bind the applicant or registrant
(e.g., a corporate officer or general
partner of a partnership), or a practi-
tioner qualified to practice under §11.14
of this chapter, in accordance with the
following guidelines:

(i) If the applicant or registrant is
represented by a practitioner qualified
to practice before the Office under
§11.14 of this chapter, the practitioner
must sign; or

(ii) If the applicant or registrant is
not represented by a practitioner quali-
fied to practice before the Office under
§11.14, the individual applicant or reg-
istrant or someone with legal author-
ity to bind the applicant or registrant
(e.g., a corporate officer or general
partner of a partnership) must sign. In
the case of joint applicants or joint
registrants, all must sign.

(10) Cover letters. A person transmit-
ting paper documents to the Office may
sign a cover letter or transmittal let-
ter. The Office neither requires cover
letters nor questions the authority of a
person who signs a communication
that merely transmits paper docu-
ments.

(f) Signature as certification. The pres-
entation to the Office (whether by sign-
ing, filing, submitting, or later advo-
cating) of any document by any person,
whether a practitioner or non-practi-
tioner, constitutes a certification
under §11.18(b) of this chapter. Viola-
tions of §11.18(b) of this chapter may
jeopardize the validity of the applica-
tion or registration, and may result in
the imposition of sanctions under
§11.18(c) of this chapter. Any practi-
tioner violating §11.18(b) of this chap-
ter may also be subject to disciplinary
action. See §11.18(d) and §11.804 of this
chapter.

(g) Separate copies for separate files. (1)
Since each file must be complete in
itself, a separate copy of every docu-
ment to be filed in connection with a
trademark application, registration, or
inter partes proceeding must be fur-
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nished for each file to which the docu-
ment pertains, even though the con-
tents of the documents filed in mul-
tiple files may be identical.

(2) Parties should not file duplicate
copies of correspondence in a single ap-
plication, registration, or proceeding
file, unless the Office requires the fil-
ing of duplicate copies. The Office may
dispose of duplicate copies of cor-
respondence.

(h) Separate documents for separate
branches of the Office. Since different
branches or sections of the Office may
consider different matters, each dis-
tinct subject, inquiry or order must be
contained in a separate document to
avoid confusion and delay in answering
correspondence.

(i) Certified documents required by stat-
ute. When a statute requires that a doc-
ument be certified, a copy or facsimile
transmission of the certification is not
acceptable.

[74 FR 54910, Oct. 26, 2009, as amended at 80
FR 33189, June 11, 2015; 83 FR 1559, Jan. 12,
2018]

§2.194 Identification of trademark ap-
plication or registration.

(a) No correspondence relating to a
trademark application should be filed
prior to receipt of the application se-
rial number.

(b) (1) A letter about a trademark ap-
plication should identify the serial
number, the name of the applicant, and
the mark.

(2) A letter about a registered trade-
mark should identify the registration
number, the name of the registrant,
and the mark.

§2.195 Receipt of
respondence.

(a) Date of receipt and Priority Mail
Express® date of deposit. Trademark cor-
respondence received in the Office is
given a filing date as of the date of re-
ceipt except as follows:

(1) The Office is not open for the fil-
ing of correspondence on any day that
is a Saturday, Sunday, or Federal holi-
day within the District of Columbia.
Except for correspondence transmitted
electronically under paragraph (a)(2) of
this section or transmitted by fac-
simile under paragraph (a)(3) of this
section, no correspondence is received

trademark cor-
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in the Office on Saturdays, Sundays, or
Federal holidays within the District of
Columbia.

(2) Trademark-related correspond-
ence transmitted electronically will be
given a filing date as of the date on
which the Office receives the trans-
mission.

(3) Correspondence transmitted by
facsimile will be given a filing date as
of the date on which the complete
transmission is received in the Office
unless that date is a Saturday, Sunday,
or Federal holiday within the District
of Columbia, in which case the filing
date will be the next succeeding day
that is not a Saturday, Sunday, or Fed-
eral holiday within the District of Co-
lumbia.

(4) Correspondence filed in accord-
ance with §2.198 will be given a filing
date as of the date of deposit as Pri-
ority Mail Express® with the United
States Postal Service.

(b) Correspondence delivered by hand.
Correspondence may be delivered by
hand during hours the Office is open to
receive correspondence.

(c) Facsimile transmission. Except in
the cases enumerated in paragraph (d)
of this section, correspondence, includ-
ing authorizations to charge a deposit
account, may be transmitted by fac-
simile. The receipt date accorded to
the correspondence will be the date on
which the complete transmission is re-
ceived in the Office, unless that date is
a Saturday, Sunday, or Federal holiday
within the District of Columbia. See
§2.196. To facilitate proper processing,
each transmission session should be
limited to correspondence to be filed in
a single application, registration or
proceeding before the Office. The appli-
cation serial number, registration
number, or proceeding number should
be entered as a part of the sender’s
identification on a facsimile cover
sheet.

(d) Facsimile transmissions are not
permitted and if submitted, will not be
accorded a date of receipt, in the fol-
lowing situations:

(1) Applications for registration of
marks;

(2) Drawings submitted under §2.51,
§2.52, §2.72, or §2.173;

(3) Correspondence to be filed with
the Trademark Trial and Appeal Board;
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(4) Requests for cancellation or
amendment of a registration under sec-
tion 7(e) of the Trademark Act; and
certificates of registration surrendered
for cancellation or amendment under
section 7(e) of the Trademark Act; and

(6) Madrid-related correspondence
submitted under §7.11, §7.21, §7.14,
§7.23, §7.24, or §7.31.

(e) Interruptions in U.S. Postal Service.
(1) If the Director designates a postal
service interruption or emergency
within the meaning of 35 U.S.C. 21(a),
any person attempting to file cor-
respondence by Priority Mail Express®
Post Office to Addressee service who
was unable to deposit the correspond-
ence with the United States Postal
Service due to the interruption or
emergency may petition the Director
to consider such correspondence as
filed on a particular date in the Office.

(2) The petition must:

(i) Be filed promptly after the ending
of the designated interruption or emer-
gency;

(ii) Include the original correspond-
ence or a copy of the original cor-
respondence; and

(iii) Include a statement that the cor-
respondence would have been deposited
with the United States Postal Service
on the requested filing date but for the
designated interruption or emergency
in Priority Mail Express® service; and
that the correspondence attached to
the petition is the original correspond-
ence or a true copy of the correspond-
ence originally attempted to be depos-
ited as Priority Mail Express® on the
requested filing date.

(3) Paragraphs (e)(1) and (e)(2) of this
section do not apply to correspondence
that is excluded from the Priority Mail
Express® procedure pursuant to
§2.198(a)(1).

[79 FR 63041, Oct. 22, 2014, as amended at 81
FR 69988, Oct. 7, 2016]

§2.196 Times for taking action: Expira-
tion on Saturday, Sunday or Fed-
eral holiday.

Whenever periods of time are speci-
fied in this part in days, calendar days
are intended. When the day, or the last
day fixed by statute or by regulation
under this part for taking any action
or paying any fee in the Office falls on
a Saturday, Sunday, or Federal holiday
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within the District of Columbia, the
action may be taken, or the fee paid,
on the next succeeding day that is not
a Saturday, Sunday, or a Federal holi-
day.

§2.197 Certificate of mailing or trans-
mission.

(a) Except in the cases enumerated in
paragraph (a)(2) of this section, cor-
respondence required to be filed in the
Office within a set period of time will
be considered as being timely filed if
the procedure described in this section
is followed. The actual date of receipt
will be used for all other purposes.

(1) Correspondence will be considered
as being timely filed if:

(i) The correspondence is mailed or
transmitted prior to expiration of the
set period of time by being:

(A) Addressed as set out in §2.190 and
deposited with the U.S. Postal Service
with sufficient postage as first class
mail; or

(B) Transmitted by facsimile to the
Office in accordance with §2.195(c); and

(ii) The correspondence includes a
certificate for each piece of correspond-
ence stating the date of deposit or
transmission. The person signing the
certificate should have a reasonable
basis to expect that the correspondence
would be mailed or transmitted on or
before the date indicated.

(2) The procedure described in para-
graph (a)(1) of this section does not
apply to:

(i) Applications for the registration
of marks under 15 U.S.C. 1051 or 1126;
and

(ii) Madrid-related correspondence
filed under §7.11, §7.21, §7.14, §7.23, §7.24
or §7.31 of this title.

(b) In the event that correspondence
is considered timely filed by being
mailed or transmitted in accordance
with paragraph (a) of this section, but
not received in the Office, and an appli-
cation is abandoned, a registration is
cancelled or expired, or a proceeding is
dismissed, terminated, or decided with
prejudice, the correspondence will be
considered timely if the party who for-
warded such correspondence:

(1) Informs the Office of the previous
mailing or transmission of the cor-
respondence within two months after
becoming aware that the Office has no
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evidence of receipt of the correspond-
ence;

(2) Supplies an additional copy of the
previously mailed or transmitted cor-
respondence and certificate; and

(3) Includes a statement that attests
on a personal knowledge basis or to the
satisfaction of the Director to the pre-
vious timely mailing or transmission.
If the correspondence was sent by fac-
simile transmission, a copy of the send-
ing unit’s report confirming trans-
mission may be used to support this
statement.

(c) The Office may require additional
evidence to determine whether the cor-
respondence was timely filed.

[68 FR 48289, Aug. 13, 2003, as amended at 69
FR 57185, Sept. 24, 2004]

§2.198 Filing of correspondence by
Priority Mail Express®.

(a)(1) Except for documents listed in
paragraphs (a)(1)(i) through (vii) of this
section, any correspondence received
by the Office that was delivered by the
Priority Mail Express® Post Office to
Addressee service of the United States
Postal Service (USPS) will be consid-
ered filed with the Office on the date of
deposit with the USPS. The Priority
Mail Express® procedure does not apply
to:

(i) Applications for registration of
marks;

(ii) Amendments to allege use under
section 1(c) of the Act;

(iii) Statements of use under section
1(d) of the Act;

(iv) Requests for extension of time to
file a statement of use under section
1(d) of the Act;

(v) Affidavits of continued use under
section 8 of the Act;

(vi) Renewal requests under section 9
of the Act;

(vii) Requests to change or correct
addresses; and

(viii) Affidavits of use under section
71 of the Act.

(2) The date of deposit with USPS is
shown by the ‘‘date accepted’” on the
Priority Mail Express® label or other
official USPS notation. If the USPS de-
posit date cannot be determined, the
correspondence will be accorded the
date of receipt in the Office as the fil-
ing date.
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(b) Correspondence should be depos-
ited directly with an employee of the
USPS to ensure that the person depos-
iting the correspondence receives a leg-
ible copy of the Priority Mail Express®
mailing label with the ‘‘date accepted”’
clearly marked. Persons dealing indi-
rectly with the employees of the USPS
(such as by deposit in a Priority Mail
Express® drop box) do so at the risk of
not receiving a copy of the Priority
Mail Express® mailing label with the
desired “‘date accepted”’ clearly
marked. The paper(s) or fee(s) that
constitute the correspondence should
also include the Priority Mail Express®
mailing label number thereon. See
paragraphs (c), (d) and (e) of this sec-
tion.

(c) Any person filing correspondence
under this section that was received by
the Office and delivered by the Priority
Mail Express® Post Office to Addressee
service of the USPS, who can show
that there is a discrepancy between the
filing date accorded by the Office to
the correspondence and the date of de-
posit as shown by the ‘‘date accepted”
on the Priority Mail Express® mailing
label or other official USPS notation,
may petition the Director to accord
the correspondence a filing date as of
the ‘‘date accepted’” on the Priority
Mail Express® mailing label or other
official USPS notation, provided that:

(1) The petition is filed within two
months after the person becomes aware
that the Office has accorded, or will ac-
cord, a filing date other than the USPS
deposit date;

(2) The number of the Priority Mail
Express® mailing label was placed on
the paper(s) or fee(s) that constitute
the correspondence prior to the origi-
nal mailing; and

(3) The petition includes a true copy
of the Priority Mail Express® mailing
label showing the ‘‘date accepted,” and
of any other official notation by the
USPS relied upon to show the date of
deposit.

(d) Any person filing correspondence
under this section that was received by
the Office and delivered by the Priority
Mail Express® Post Office to Addressee
service of the USPS, who can show
that the ‘‘date accepted” on the Pri-
ority Mail Express® mailing label or
other official notation entered by the
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USPS was incorrectly entered or omit-
ted by the USPS, may petition the Di-
rector to accord the correspondence a
filing date as of the date the cor-
respondence is shown to have been de-
posited with the USPS, provided that:

(1) The petition is filed within two
months after the person becomes aware
that the Office has accorded, or will ac-
cord, a filing date based upon an incor-
rect entry by the USPS;

(2) The number of the Priority Mail
Express® mailing label was placed on
the paper(s) or fee(s) prior to the origi-
nal mailing; and

(3) The petition includes a showing
that establishes, to the satisfaction of
the Director, that the correspondence
was deposited in the Priority Mail Ex-
press® Post Office to Addressee service
prior to the last scheduled pickup on
the requested filing date. Any showing
pursuant to this paragraph must be
corroborated by evidence from the
USPS or evidence that came into being
within one business day after the de-
posit of the correspondence in the Pri-
ority Mail Express® Post Office to Ad-
dressee service of the USPS.

(e) If correspondence is properly ad-
dressed to the Office pursuant to §2.190
and deposited with sufficient postage
in the Priority Mail Express® Post Of-
fice to Addressee service of the USPS,
but not received by the Office, the
party who mailed the correspondence
may petition the Director to consider
such correspondence filed in the Office
on the USPS deposit date, provided
that:

(1) The petition is filed within two
months after the person becomes aware
that the Office has no evidence of re-
ceipt of the correspondence;

(2) The number of the Priority Mail
Express® mailing label was placed on
the paper(s) or fee(s) prior to the origi-
nal mailing;

(3) The petition includes a copy of
the originally deposited paper(s) or
fee(s) showing the number of the Pri-
ority Mail Express® mailing label
thereon, a copy of any returned post-
card receipt, a copy of the Priority
Mail Express® mailing label showing
the ‘“date accepted,” a copy of any
other official notation by the USPS re-
lied upon to show the date of deposit,
and, if the requested filing date is a
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date other than the ‘‘date accepted’” on
the Priority Mail Express® mailing
label or other official notation entered
by the USPS, a showing pursuant to
paragraph (d)(3) of this section that the
correspondence was deposited in the
Priority Mail Express® Post Office to
Addressee service prior to the last
scheduled pickup on the requested fil-
ing date; and

(4) The petition includes a statement
that establishes, to the satisfaction of
the Director, the original deposit of the
correspondence and that the copies of
the correspondence, the copy of the
Priority Mail Express® mailing label,
the copy of any returned postcard re-
ceipt, and any official notation entered
by the USPS are true copies of the
originally mailed correspondence,
original Priority Mail Express® mail-
ing label, returned postcard receipt,
and official notation entered by the
USPS.

(f) The Office may require additional
evidence to determine whether the cor-
respondence was deposited as Priority
Mail Express® with the USPS on the
date in question.

[79 FR 63041, Oct. 22, 2014, as amended at 80
FR 2312, Jan. 16, 2015]

TRADEMARK RECORDS AND FILES OF THE
PATENT AND TRADEMARK OFFICE

SOURCE: 68 FR 48292, Aug. 13, 2003, unless
otherwise noted.

§2.200 Assignment records open to
public inspection.

(a)(1) Separate assignment records
are maintained in the Office for pat-
ents and trademarks. The assignment
records relating to trademark applica-
tions and registrations (for assign-
ments recorded on or after January 1,
1955) are open to public inspection at
the Office, and copies of those assign-
ment records may be obtained upon re-
quest and payment of the fee set forth
in §2.6 of this chapter.

(2) All records of trademark assign-
ments recorded before January 1, 1955,
are maintained by the National Ar-
chives and Records Administration
(NARA). The records are open to public
inspection. Certified and uncertified
copies of those assignment records are
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provided by NARA upon request and
payment of the fees required by NARA.

(b) An order for a copy of an assign-
ment or other document should iden-
tify the reel and frame number where
the assignment or document is re-
corded.

[68 FR 48292, Aug. 13, 2003, as amended at 81
FR 72707, Oct. 21, 2016]

§2.201 Copies and certified copies.

(a) Non-certified copies of trademark
registrations and of any trademark
records or trademark documents with-
in the jurisdiction of the Office and
open to the public, will be furnished by
the Office to any person entitled there-
to, upon payment of the appropriate
fee required by §2.6.

(b) Certified copies of trademark reg-
istrations and of any trademark
records or trademark documents with-
in the jurisdiction of the Office and
open to the public will be authenti-
cated by the seal of the Office and cer-
tified by the Director, or in his or her
name attested by an officer of the Of-
fice authorized by the Director, upon
payment of the fee required by §2.6.

FEES AND PAYMENT OF MONEY IN
TRADEMARK CASES

SOURCE: 68 FR 48292, Aug. 13, 2003, unless
otherwise noted.

§2.206 Trademark fees payable in ad-
vance.

(a) Trademark fees and charges pay-
able to the Office are required to be
paid in advance; that is, at the time of
requesting any action by the Office for
which a fee or charge is payable.

(b) All fees paid to the Office must be
itemized in each individual trademark
application or registration file, or
trademark proceeding, so that the pur-
pose for which the fees are paid is
clear. The Office may return fees that
are not itemized as required by this
paragraph.

§2.207 Methods of payment.

(a) All payments of money required
in trademark cases, including fees for
the processing of international trade-
mark applications and registrations
that are paid through the Office, shall
be made in U.S. dollars and in the form
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of a cashier’s or certified check, Treas-
ury note, national bank note, or United
States Postal Service money order. If
sent in any other form, the Office may
delay or cancel the credit until collec-
tion is made. Checks and money orders
must be made payable to the Director
of the United States Patent and Trade-
mark Office. (Checks made payable to
the Commissioner of Patents and
Trademarks will continue to be accept-
ed.) Payments from foreign countries
must be payable and immediately ne-
gotiable in the United States for the
full amount of the fee required. Money
sent to the Office by mail will be at the
risk of the sender, and letters con-
taining money should be registered
with the United States Postal Service.

(b) Payments of money required for
trademark fees may also be made by
credit card, except for replenishing a
deposit account. Payment of a fee by
credit card must specify the amount to
be charged to the credit card and such
other information as is necessary to
process the charge, and is subject to
collection of the fee. The Office will
not accept a general authorization to
charge fees to a credit card. If credit
card information is provided on a form
or document other than a form pro-
vided by the Office for the payment of
fees by credit card, the Office will not
be liable if the credit card number be-
comes public knowledge.

[68 FR 48292, Aug. 13, 2003, as amended at 69
FR 43752, July 22, 2004]

§2.208 Deposit accounts.

(a) For the convenience of attorneys,
and the general public in paying any
fees due, in ordering copies of records,
or services offered by the Office, de-
posit accounts may be established in
the Office. A minimum deposit of $1,000
is required for paying any fees due or
in ordering any services offered by the
Office. The Office will issue a deposit
account statement at the end of each
month. A remittance must be made
promptly upon receipt of the statement
to cover the value of items or services
charged to the account and thus re-
store the account to its established
normal deposit. An amount sufficient
to cover all fees, copies, or services re-
quested must always be on deposit.
Charges to accounts with insufficient

§2.208

funds will not be accepted. A service
charge (§2.6(b)(11)) will be assessed for
each month that the balance at the end
of the month is below $1,000.

(b) A general authorization to charge
all fees, or only certain fees to a de-
posit account containing sufficient
funds may be filed in an individual ap-
plication, either for the entire pend-
ency of the application or with respect
to a particular document filed. An au-
thorization to charge a fee to a deposit
account will not be considered pay-
ment of the fee on the date the author-
ization to charge the fee is effective as
to the particular fee to be charged un-
less sufficient funds are present in the
account to cover the fee.

(c) A deposit account holder may re-
plenish the deposit account by submit-
ting a payment to the Office. A pay-
ment to replenish a deposit account
must be submitted by one of the meth-
ods set forth in paragraphs (c)(1), (c)(2),
(¢)(3), or (c)(4) of this section.

(1) A payment to replenish a deposit
account may be submitted by elec-
tronic funds transfer through the Fed-
eral Reserve Fedwire System, which re-
quires that the following information
be provided to the deposit account
holder’s bank or financial institution:

(i) Name of the Bank, which is Treas
NYC (Treasury New York City);

(ii) Bank Routing Code, which is
021030004;

(iii) United States Patent and Trade-
mark Office account number with the
Department of the Treasury, which is
13100001; and

(iv) The deposit account holder’s
company name and deposit account
number.

(2) A payment to replenish a deposit
account may be submitted by elec-
tronic funds transfer over the Office’s
Internet Web site (www.uspto.gov).

(3) A payment to replenish a deposit
account may be addressed to: Director
of the United States Patent and Trade-
mark Office, Attn: Deposit Accounts,
2051 Jamieson Avenue, Suite 300, Alex-
andria, Virginia 22314.

[68 FR 48292, Aug. 13, 2003, as amended at 69
FR 43752, July 22, 2004; 70 FR 56128, Sept. 26,
2005; 73 FR 67775, Nov. 17, 2008; 81 FR 72707,
Oct. 21, 2016]
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§2.209 Refunds.

(a) The Director may refund any fee
paid by mistake or in excess of that re-
quired. A change of purpose after the
payment of a fee, such as when a party
desires to withdraw a trademark appli-
cation, appeal or other trademark fil-
ing for which a fee was paid, will not
entitle a party to a refund of such fee.
The Office will not refund amounts of
twenty-five dollars or less unless a re-
fund is specifically requested, and will
not notify the payor of such amounts.
If a party paying a fee or requesting a
refund does not provide the banking in-
formation necessary for making re-
funds by electronic funds transfer (31
U.S.C. 3332 and 31 CFR part 208), or in-
struct the Office that refunds are to be
credited to a deposit account, the Di-
rector may require such information,
or use the banking information on the
payment instrument to make a refund.
Any refund of a fee paid by credit card
will be by a credit to the credit card
account to which the fee was charged.

(b) Any request for refund must be
filed within two years from the date
the fee was paid, except as otherwise
provided in this paragraph. If the Office
charges a deposit account by an
amount other than an amount specifi-
cally indicated in an authorization
(§2.208(b)), any request for refund based
upon such charge must be filed within
two years from the date of the deposit
account statement indicating such
charge, and include a copy of that de-
posit account statement. The time pe-
riods set forth in this paragraph are
not extendable.

PART 3—ASSIGNMENT, RECORD-
ING AND RIGHTS OF ASSIGNEE

EDITORIAL NOTE: Part 3 pertaining to both
patents and trademarks is placed in the
grouping pertaining to patents regulations.

PART 4—COMPLAINTS REGARDING
INVENTION PROMOTERS

EDITORIAL NOTE: Part 4 is placed in the
separate grouping of parts pertaining to pat-
ents regulations.

37 CFR Ch. | (7-1-18 Edition)

PART 5—SECRECY OF CERTAIN IN-
VENTIONS AND LICENSES TO EX-
PORT AND FILE APPLICATIONS IN
FOREIGN COUNTRIES

EDITORIAL NOTE: Part 5 is placed in the
separate grouping of parts pertaining to pat-
ents regulations.

PART  6—CLASSIFICATION  OF
GOODS AND SERVICES UNDER
THE TRADEMARK ACT

Sec.

6.1 International schedule of classes of
goods and services.

6.2 Prior U.S. schedule of classes of goods
and services.

6.3 Schedule for certification marks.

6.4 Schedule for collective membership
marks.

AUTHORITY: Secs. 30, 41, 60 Stat. 436, 440; 15
U.S.C. 1112, 1123; 35 U.S.C. 2, unless otherwise
noted.

§6.1 International schedule of classes
of goods and services.

GOoODS

1. Chemicals for use in industry, science
and photography, as well as in agriculture,
horticulture and forestry; unprocessed artifi-
cial resins, unprocessed plastics; fire extin-
guishing and fire prevention compositions;
tempering and soldering preparations; sub-
stances for tanning animal skins and hides;
adhesives for use in industry; putties and
other paste fillers; compost, manures, fer-
tilizers; biological preparations for use in in-
dustry and science.

2. Paints, varnishes, lacquers; preserva-
tives against rust and against deterioration
of wood; colorants, dyes; inks for printing,
marking and engraving; raw natural resins;
metals in foil and powder form for use in
painting, decorating, printing and art.

3. Non-medicated cosmetics and toiletry
preparations; non-medicated dentifrices; per-
fumery, essential oils; bleaching prepara-
tions and other substances for laundry use;
cleaning, polishing, scouring and abrasive
preparations.

4. Industrial oils and greases, wax; lubri-
cants; dust absorbing, wetting and binding
compositions; fuels and illuminants; candles
and wicks for lighting.

5. Pharmaceuticals, medical and veteri-
nary preparations; sanitary preparations for
medical purposes; dietetic food and sub-
stances adapted for medical use or veteri-
nary use, food for babies; dietary supple-
ments for humans and animals; plasters, ma-
terials for dressings; material for stopping
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