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[83 FR 15961, Apr. 13, 2018]

§401.11 Appeals.

(a) The agency official initially au-
thorized to take any of the following
actions shall provide the contractor
with a written statement of the basis
for his or her action at the time the ac-
tion is taken, including any relevant
facts that were relied upon in taking
the action.

(1) A refusal to grant an extension
under paragraph (c)(6) of the standard
clause at §401.14.

(2) A request for a conveyance of title
under paragraph (d)(1) of the standard
clause at §401.14.

(3) A refusal to grant a waiver under
paragraph (i) of the standard clause at
§401.14.

(4) A refusal to approve an assign-
ment under paragraph (k)(1) of the
standard clause at §401.14.

(b) Each agency shall establish and
publish procedures under which any of
the agency actions listed in paragraph
(a) of this section may be appealed to
the head of the agency or designee. Re-
view at this level shall consider both
the factual and legal basis for the ac-
tions and its consistency with the pol-
icy and objectives of 35 U.S.C. 200-206.

(c) Appeals procedures established
under paragraph (b) of this section
shall include administrative due proc-
ess procedures and standards for fact-
finding at least comparable to those
set forth in §401.6(a)(4) through (6)
whenever there is a dispute as to the
factual basis for an agency request for
a conveyance of title under paragraph
(d) of the standard clause at §401.14, in-
cluding any dispute as to whether or
not an invention is a subject invention.

(d) To the extent that any of the ac-
tions described in paragraph (a) of this
section are subject to appeal under the
Contract Dispute Act, the procedures
under the Act will satisfy the require-
ments of paragraphs (b) and (c) of this
section.

[88 FR 17737, Mar. 24, 2023]

§401.13

§401.12 Licensing of background pat-
ent rights to third parties.

(a) A funding agreement with a small
business firm or a domestic nonprofit
organization will not contain a provi-
sion allowing a Federal agency to re-
quire the licensing to third parties of
inventions owned by the contractor
that are not subject inventions unless
such provision has been approved by
the agency head and a written jus-
tification has been signed by the agen-
cy head. Any such provision will clear-
ly state whether the licensing may be
required in connection with the prac-
tice of a subject invention, a specifi-
cally identified work object, or both.
The agency head may not delegate the
authority to approve such provisions or
to sign the justification required for
such provisions.

(b) A Federal agency will not require
the licensing of third parties under any
such provision unless the agency head
determines that the use of the inven-
tion by others is necessary for the
practice of a subject invention or for
the use of a work object of the funding
agreement and that such action is nec-
essary to achieve practical application
of the subject invention or work object.
Any such determination will be on the
record after an opportunity for an
agency hearing. The contractor shall
be given prompt notification of the de-
termination by certified or registered
mail. Any action commenced for judi-
cial review of such determination shall
be brought within sixty days after no-
tification of such determination.

§401.13 Confidentiality of contractor
submissions.

Pursuant to 35 U.S.C. 202(c)(5) and
205, the following procedures shall gov-
ern confidentiality of documents sub-
mitted under paragraph (c) of the
standard clause found at §401.14:

(a) Agencies shall not disclose to
third parties pursuant to requests
under the Freedom of Information Act
(FOIA) any information disclosing a
subject invention during the time
which an initial patent application
may be filed under paragraph (c) of the
standard clause found at §401.14 or such
other clause in the funding agreement.
This prohibition does not apply to in-
formation that has previously been
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§401.14

published by the inventor, contractor,
or otherwise.

(b) Agencies shall not disclose or re-
lease, pursuant to requests under the
Freedom of Information Act or other-
wise, copies of any document which is
part of an application for patent with
the U.S. Patent and Trademark Office
or any foreign patent office filed by the
contractor (or its assignees, licensees,
or employees) on a subject invention to
which the contractor has elected to re-
tain title. This prohibition does not ex-
tend to disclosure to other government
agencies or contractors of government
agencies under an obligation to main-
tain such information in confidence.
This prohibition does not apply to doc-
uments published by the U.S. Patent
and Trademark Office or any foreign
patent office.

(c) When implementing policies that
encourage public dissemination of the
results of work supported by the agen-
cy through government publications or
other publications of technical reports,
agencies shall not include copies of
documents submitted by contractors
pursuant to §401.14(c) when a con-
tractor notifies the agency that a par-
ticular report or other submission con-
tains a disclosure of a subject inven-
tion to which it has elected title or
may elect title, or such publication
could create a statutory bar to obtain-
ing patent protection.

[88 FR 17737, Mar. 24, 2023]

§401.14 Standard
clauses.

patent rights

The following is the standard patent
rights clause to be used as specified in
§401.3(a):

Standard Patent Rights

(a) Definitions

(1) Invention means any invention or dis-
covery which is or may be patentable or oth-
erwise protectable under Title 35 of the
United States Code, or any novel variety of
plant which is or may be protected under the
Plant Variety Protection Act (7 U.S.C. 2321 et
seq.).

(2) Subject invention means any invention of
the contractor conceived or first actually re-
duced to practice in the performance of work
under this contract, provided that in the case
of a variety of plant, the date of determina-
tion (as defined in section 41(d) of the Plant

37 CFR Ch. IV (7-1-23 Edition)

Variety Protection Act, 7 U.S.C. 2401(d))
must also occur during the period of contract
performance.

(3) Practical Application means to manufac-
ture in the case of a composition or product,
to practice in the case of a process or meth-
od, or to operate in the case of a machine or
system; and, in each case, under such condi-
tions as to establish that the invention is
being utilized and that its benefits are, to
the extent permitted by law or government
regulations, available to the public on rea-
sonable terms.

(4) Made when used in relation to any in-
vention means the conception or first actual
reduction to practice of such invention.

(5) Small Business Firm means a small busi-
ness concern as defined at section 2 of Pub.
L. 85-536 (156 U.S.C. 632) and implementing
regulations of the Administrator of the
Small Business Administration. For the pur-
pose of this clause, the size standards for
small business concerns involved in govern-
ment procurement and subcontracting at 13
CFR 121.3-8 and 13 CFR 121.3-12, respectively,
will be used.

(6) Nonprofit Organization means a univer-
sity or other institution of higher education
or an organization of the type described in
section 501(c)(3) of the Internal Revenue Code
of 1954 (26 U.S.C. 501(c) and exempt from tax-
ation under section 501(a) of the Internal
Revenue Code (25 U.S.C. 501(a)) or any non-
profit scientific or educational organization
qualified under a state nonprofit organiza-
tion statute.

(7 Statutory period means the one-year pe-
riod before the effective filing date of a
claimed invention in a patent application
during which exceptions to prior art exist
per 35 U.S.C. 102(b) as amended by the Leahy-
Smith America Invents Act, Public Law 112—
29.

(8) Contractor means any person, small
business firm, or nonprofit organization, or,
as set forth in section 1, paragraph (b)(4) of
Executive Order 12591, as amended, any busi-
ness firm regardless of size, which is a party
to a funding agreement.

(b) Allocation of Principal Rights

The Contractor may retain the entire right,
title, and interest throughout the world to
each subject invention subject to the provi-
sions of this clause and 35 U.S.C. 203. With
respect to any subject invention in which the
Contractor retains title, the Federal govern-
ment shall have a nonexclusive, nontransfer-
able, irrevocable, paid-up license to practice
or have practiced for or on behalf of the
United States the subject invention through-
out the world.
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